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ASSOCIATION, INTENTION, PERMISSION 
UNDER THE (U.K.) TRADE MARKS ACT, 1938 


By L. A. Ellwood 


At the special invitation of the International Committee of U.S.T.A. the following 
address was delivered by Mr. Ellwood on September 18 during a brief stay in this 
country. 

Mr. Ellwood who is a frequent contributor to The Trademark Reporter is Trade- 
mark Advisor and Counsel to Unilever Ltd., London; he is a Vice-President of the Trade 
Marks Patents and Designs Federation and The Institute of Trade Mark Agents; he 
is also Technical Advisor to the Industrial Property Commission of the International 
Chamber of Commerce, Treasurer of the British Group of AIPPI and Convenor of the 
Trademarks Committee of the International Law Association.—ED. 


Intention 


Despite the alphabetical order adopted in the title, I think a 
logical sequence requires me to deal first with intention to use a 
trade mark. 

We have had a series of Trade Mark Acts beginning with 
The Registration of Trade Marks Act, 1875 and in none of them 
ean one find any positive obligation on a proprietor of a trade 
mark to make use of his mark but inasmuch as it is the nature of 
a trade mark (at any rate before the era of Service Marks) to be 
attached to vendible goods in the market it was formerly con- 
sidered that unless a mark were in actual use so attached it could 
not be eligible for registration. The Court of Appeal’ clearly 
decided (in reference to an earlier Act) that registration before 
use was permissible. Section 3 of the 1905 Act followed that 
decision and in defining a trade mark referred to “a mark used 
or proposed to be used.” 

It is interesting to note that when the Bill which preceded the 
1905 Act came before Parliament and was considered by a Select 
Committee, no objection was raised against the concept of ‘inten- 
tion to use’ as such, but it was realised that proprietors might 
simulate such an intention in respect of a wider range of goods 
than they in fact dealt in or were likely to deal in. I append a note 


1. Re Hudson’s Trade Marks (1886), 3 B.P.C. 155. 
1169 
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extracted from the evidence given to the Select Committee by Mr. 
Ralph Griffin, the Registrar of Trade Marks.’ 

The absence of any positive obligation to use a mark (or to 
furnish evidence of use in commerce in a manner similar to that 
required under the Lanham Act) causes little mischief in practice 
because of an important safeguard: a trade mark registered with- 
out any bona fide intention on the part of the applicant for regis- 
tration that it should be used may be taken off the Register on ap- 
plications made to the Court or Registrar by any person aggrieved. 
A person aggrieved is granted a similar remedy in the case of 
a mark in respect of which there has been no bona fide use for 
particular goods for a continuance period of five years or longer 
up to a date one month before the date of the application. That 
one month period ensures that a preliminary warning letter may 
not give the proprietor any chance of proving or arranging last 
moment use. The proprietor may have a good defence to the 
application if he can show that non-user was due to special cireum- 
stances in the trade and thus negative any intention either not to 
use or to abandon the trade mark in relation to the goods to 
which the application relates (Trade Marks Act, 1938, S. 26). 

A couple of examples may make this clearer. 

The firm of J. Batt & Co.* were exporters of and dealers in 
various commodities including food of different kinds e.g. biscuits, 


2. Report and Special Report from the Select Committee on the Trade Marks Bill 
together with proceedings of the Committee, Minutes of Evidence and Appendix. 7th 
July 1905. No. 231. 

Mr. Ralph Griffin, Registrar of Trade Marks in evidence, questioned (by Mr. Tillett 
of the Select Committee) (at page 135). 

1714. Q. Would you be in favour of rather limiting the applicants to certain 
goods or does your experience lead you in the opposite direction? 

A. I should say that if we could induce people to register marks only for those 
goods for which they want them, and if we could induce their agents to do the same, 
we should do better, but as soon as you attempt to adopt a Procrustean bed they gen- 
erally find some means of evading it. It is perfectly easy for a man to pick out from 
a copy of our classification all the goods that are included in a certain class and apply 
for them all, and we have no means of enquiring “Now are you going to trade in these 
goods?” I cannot subject him to any form of examination. 

1715. Q. Supposing the new Act was so framed that a trader could apply for goods 
in his class subject to satisfying the Comptroller or Registrar, would that or would that 
not work? 

A. I do not think it would work, because it would be most difficult to be satisfied 
or to be dissatisfied; if a man came to me and said, “It is true I am not dealing in that 
now but I am going to deal in it in three months.” I could not say: “I don’t believe 
you” and I should have no means of taking outside evidence on the subject. 

3. Re J. Batt & Co. (1898), 15 R.P.C. 262. The point made above appears in the 
following extract from the judgment (at page 266) of Romer, J., “I take it to be clear 
that if persons register new trade marks which they say they intend to use, they must, 
at the date of registration, have a bona fide intention of using those trade marks in 
respect of the goods for which they register them. Lord Justice Cotton pointed that 
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confectionery, rice, starch, peppermint, oil, condensed milk and so 
forth, such as are commonly sold in grocers’ shops and stores. 
They had registered the device of a butterfly in a particular form 
in various classes including Class 42 of the Act then in force, 
which included substances used as food or as ingredients in food. 
The opponents wanted to register a butterfly device in respect of 
oats. They contended that Messrs. Batt dealt mainly in hardware 
and machinery goods and had never used the butterfly device in 
respect of oats. They moved to have Batt’s butterfly device ex- 
punged from the Register and at the hearing asked alternatively 
to have the registration limited to goods other than oats. Romer J., 
having considered the written and oral evidence held that Batt’s 
butterfly trade mark had been registered in Class 42 without any 
bona fide intention to use it in that Class and that the mark must 
be expunged from the Register as to the whole of Class 42. The 
Court of Appeal and the House of Lords took the same view. 
The second example is more modern. In an action for infringe- 
ment* successfully brought by the proprietors of the trade mark 
SUNLIGHT used for hard soap and soap flakes against Sunniwite 
Products Limited who used the mark sunNIwITE on a soapless 
detergent powder, the defendants counterclaimed to rectify the 
Register by striking out, on the ground of non-user, goods within 
the registration other than soap, namely substances for laundry 
use, detergents, and certain cosmetic goods. Romer, J. (grandson 
of the Romer, J. I have previously mentioned) held that as the 
defendants’ sole activity had lain for some years past in the region 
of soapless detergents he was unable to see how they could sen- 
sibly be regarded as ‘persons aggrieved’ in respect of the plain- 
tiffs’ mark being on the Register in relation to perfumery, cos- 


out very clearly in the case of Edwards v. Dennis, where he said, at page 474 of 30 
Chancery Division, ‘Even if a trade mark can be registered which is not in actual use’ 
(and, I may add, which has since been used), ‘it ought to be restricted to those goods 
in connection with which it is going to be used.’ Indeed, one cannot help seeing the 
evils that may result from allowing trade marks to be registered broadcast, if I may 
use the expression, there being no real intention of using them, or only an intention 
possibly of using them in respect of a few articles. The inconvenience it occasions, and 
the costs it occasions, are very large, and beyond that, I cannot help seeing that it 
would lead, in some cases, to absolute oppression, and to persons using the position they 
have got as registered owners of trade marks, which are not really bona fide trade 
marks, for the purpose of trafficking in them, and using them as a weapon to obtain 
money from subsequent persons who may want to use bona fide trade marks in respect 
of some classes, in respect of which they find these bogus trade marks registered.” 

4. Lever Brothers, Port Sunlight, Limited y. Sunniwite Products Limited (1949), 
66 R.P.C. 84. 
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metics, preparations for the hair and dentifrices. He was unable 
to entertain the defendants’ claim that the plaintiffs’ mark should 
be removed from the Register in relation to such cosmetic goods, 
inasmuch as the defendants had not the requisite status to enable 
them to advance the claim. He added that although the plaintiffs 
had laid themselves open to attack under Section 26 by reason of 
non-use, nevertheless the impeachable entries are not ‘illegal’ or 
improper and, therefore, were not such as the Court was bound 
to take cognizance of in the interest of the purity of the Register. 
Thus the counter-claim failed. 

Intention to use needs to be considered in relation to goods 
either intended for export or imported as samples. The former are 
dealt with in the Act, S. 31 of which provides that the application 
in the United Kingdom of a trade mark to goods to be exported 
from the United Kingdom shall be deemed to constitute use of 
the trade mark in relation to those goods. Samples imported into 
the United Kingdom by an associated company as a potential 
channel of marketing of goods to which the registered mark had 
been applied by the registered proprietor of that mark in Australia 
have been held by the Registrar of Trade Marks to constitute bona 
fide use.° There has been no decided authority of the Courts on 
the question whether use in advertisements and catalogues may be 
evidence of intention to use, although the Registrar expressed the 
view in a particular case that such use would be insufficient.° 


Conversely wrongful use of a registered trade mark in adver- 
tisements, by someone having no title to it, is an infringement.’ 

On the other hand the question whether a claim to a bona fide 
intention to use a mark can in fact be substantiated by the claim- 
ant may sometimes be dependent on the extent of the reputation 
established for a similar mark (not owned by the claimant) by 


5. Official Ruling (1944), A.61 R.P.C. 148. 
6. Radford and Austin applications (1951), 68 R.P.C. at p. 223, Mr. Faulkner, 
‘It seems to me that use of a trade mark in advertising media must be concurrent with 
a placing of the goods on the market if it is to be regarded as “trade mark” use within 
the meaning of Sec. 68. Hence, I must hold that use of a mark in advertising media 
(solus) i.e. without any goods to offer concurrently with such advertising media is not 
“trade mark” use within the meaning of Sec. 68. I would add that to hold otherwise 
would seem to me to nullify the effect of certain sections of the Act. For instance, a 
proprietor of a registered trade mark might, without having any goods to offer, advertise 
his mark at periodic -intervals, and thereby prevent any attack being made upon the 
mark under the provisions of Sec. 26(1) of the Act.’ 

7. L. & Jd. Hardtmuth (G. B:) Ltd. v. Bancroft ¢ Partners Ltd. (1953), 70 R.P.C. 
179. 
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advertisements in periodicals published abroad but read in the 
United Kingdom. This point was referred to in the special context 
of pharmaceutical preparations in the recent case of Vitamins 
Ltd.’s application in which it was held that in the case of marks 
for medicinal products the public interest may require that articles 
of different origin should not be advertised and sold in the United 
Kingdom and abroad under the same mark.® 

It is sometimes difficult to decide how far use on one product 
may support an intention to use it on another. Flour millers using 
the well-known trade mark novis for flour thought that the fact 
that Hovis was stamped on baking tins which bakers used to bake 
dough made from their flour thus producing bread bearing the 
word Hovis, gave them trade mark rights in respect of bread. The 
House of Lords held the contrary and declined to grant any relief 
against the trade mark vivos concurrently used for flour.’ 

The Act specially legislates for two cases where there is no 
intention on the part of an applicant for a trade mark to use it, 
namely if he satisfies the Registrar that either (a) he intends to 
assign the trade mark to a body corporate about to be constituted 
or (b) he is also applying for the registration of a person as 


registered user of the trade mark to take effect immediately after 
the registration of the trade mark. (8.29). 


8. 1956 R.P.C. 1. 

Lloyd Jacob, J. said (p. 12 line 34) ‘A proprietary right in a mark sought to be 
registered can be obtained in a number of ways. The mark can be originated by a 
person or can be acquired, but in all cases it is necessary that the person putting for- 
ward the application should be in possession of some proprietary right which, if ques- 
tioned, can be substantiated. Where, as here, another party in the same way of business 
had already put forward a claim to be the proprietor of the identical trade mark and 
had withdrawn the application for registration merely to avoid controversy and expense, 
it seems to me impossible to hold that the party who had by opposition secured that 
result could a few weeks later merely as a result of the withdrawal claim proprietary 
rights.’ 

z (p. 13 line 9) ‘Having regard to the fact that the evidence discloses a genuine busi- 
ness on the part of the appellants in their country of origin, and that advertisements 
of such are reaching this country and appearing in libraries or places of reference to 
which medical men may resort, it seems to me that I am bound to consider the possi- 
bility that, with the passage of time, some conflict may occur between the use of the 
mark by the present respondents and the advertisement and user of the mark overseas 
by the present appellants. Having regard to the international character which medicine 
and the allied sciences have assumed and increasingly assumed over the last two decades, 
it seems to me that the Court must be particularly careful to see that in exercising its 
discretion under the Act the — interest is not in any way imperilled. For my part 
I am not satisfied that, in allowing to be used by manufacturers in this country as a 
brand name for a pharmaceutical substance a word which is in fact used by an American 
Corporation in respect of the same material and advertised in journals, which on the 
evidence are received into this country and referred to, the public interest will be best 
served by permitting registration.’ 

(The mark in suit was PALABATE.) > a 

9. (1954), 71 R.P.C. 234, Spillers Ltd.’s application. 
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Association 


Perhaps I can best put the idea of associated trade marks in 
a practical setting by recalling the problem, familiar to all of you, 
of modernising trade marks and labels. I recall the article by 
Mr. Jim Nash Modernizing Trademarks for Today’s Markets.” 
Suppose that a trade mark owner does not take the bold decision 
to adopt a completely modern mark but proceeds by three stages 
(1) retaining the old original mark in export markets where a fully 
modernised mark and label might be viewed with suspicion or at 
least might lack consumer recognition (2) adopting an inter- 
mediate mark in country districts and (3) introducing a thoroughly 
modern mark and label in the big cities. Suppose then that his 
policy having succeeded he arranged to sell out to different buyers 
—not being related companies. You may think he should be free 
to do that and the possibility of subsequent confusion could be 
left to solve itself in market conditions. Our 1905 Act set out to 
prevent anything of that kind happening, as Mr. J. Fletcher 
Moulton who prepared the Bill for Parliament was strongly of 
opinion that the Registrar of Trade Marks should be given power 
in relation to two or more trade marks, which would be likely to 
deceive or cause confusion if used separately by different owners 
in respect of the same goods, to require them to be ‘associated.’ * 


Under our system the two modernised marks or labels in my 
previous supposition would be shewn on the Register as associated 
with the original mark, in pursuance either of an application by 
the proprietor or of a requirement by the Registrar. 


This system is applicable to marks whether registered in Part 
A or Part B of the Register (roughly corresponding with your 


10. 44 TMR 760 (1954). 

11. Extract from evidence of Mr. J. Fletcher Moulton K.C. to Select Committee 
(p. 2) cited p. 2 above, “Trade marks belonging to the same person may without in- 
convience have the closest resemblance to one another, but it is evident that if that 
is the case special regulations will have to be made for the transfer of those trade 
marks. It would be impossible to treat such trade marks as if they had all the liberty 
of transmission that would exist in the case of trade marks wholly different one from 
the other, and the consequence is that one is obliged to consider trade marks of that 
type in groups, or as they are called in the Act, as ‘Associated Trade Marks.’ A very 
common example is where a person uses the same trade mark for goods of different 
qualities and different characters, and slightly alters (as for instance, by inserting a 
different figure or a different letter) the trade mark for each quality. It is evident that 
those, although independent trade marks, cannot be allowed to be disassociated by any 
transmission by assignment or otherwise. The consequence is that the group of sections 
which deal with transmission also deal with this case of difficulty styled ‘Associated 
Trade Marks,’ ” 
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Supplemental Register). Moreover the system is flexible: it need 
not be limited to three stages, but may apply to a dozen or a score. 
Of course, although there is no prescribed limit to the number of 
associations that may be shewn on the Register there is a limit 
to the extent of change allowable. One cannot by stages change 
a bee into a butterfly, but if the first registration be either a bee 
or a butterfly drawn with strict entomological accuracy the last 
associated registration may be a stylised insect of the same kind 
in the latest cartoonists manner. 

The system of association may be regarded partly as a benefit 
and partly as a burden to a trade mark owner. It is a benefit in so 
far as under 8.30 use of one of the associated marks may be treated 
by the tribunal as equivalent to use of another. Thus if an out- 
moded mark of the last century is ‘copied’ its owner may succeed 
in infringement proceedings based on the use of his current asso- 
ciated mark and his opponent may not succeed in getting the out- 
moded mark expunged from the Register on the ground of non- 
user. I used the word ‘may’ instead of ‘will’ because the power 
of the tribunal is permissive and not mandatory and I apprehend 
that difficulties might arise if it were shewn in respect of a number 
of marks in the chain of associated marks that some were never 
used or intended to be used. The burden of the system is the 
requirement that associated trade marks shall be assignable and 
transmissible only as a whole and not separately (although for all 
other purposes they are deemed to have been registered as separate 
trade marks). The burden may be shed by having the association 
dissolved by the Registrar as respects any of the associated trade 
marks if he is satisfied that there would be no likelihood of decep- 
tion or confusion being caused if that trade mark were used by 
another person in relation to any of the goods in respect of which 
it is registered. 

Closely allied with the system of associated trade marks is 
that of the registration of trade marks as a series (8.21).* The 


Registration of Parts of Trade Marks and of Trade Marks as a Series. 

12. 21.—(1) Where the proprietor of a trade mark claims to be entitled to the 
exclusive use of any part thereof separately, he may apply to register the whole and 
any such part as separate trade marks. 

Each such separate trade mark must satisfy all the conditions of an independent 
trade mark and shall, subject to the provisions of subsection (3) of section twenty-three 
and subsection (2) of section thirty of this Act, have all the incidents of an independent 
trade mark. (Continued) 
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series may be of two kinds. The first relates to what is often 
called a composite mark. If the proprietor of such a mark claims 
to be entitled to the exclusive use of any part of it separately, he 
may apply to register the whole and any such part as separate 
trade marks. But to succeed in his application he must satisfy the 
Registrar that each such separate trade mark complies with all 
the conditions of an independent trade mark and he will find that 
these marks when registered will be shewn as associated trade 
marks. (S.23(3).) The second series is one under which there 
may be registered in one registration a series of marks of the same 
proprietor in respect of the same class of goods, such marks 
resembling each other yet differing in respect of (a) statements of 
the goods or (b) statements of numbers, price, quality or names of 
places or (c) other marks of a non-distinctive character or (d) 
colour. Again the Registrar will note such a series as associated 
trade marks. (S. 23(4).) 


Permission 


I quote two restatements which have been formulated in the 
U.S.A. (87 Corpus Juris Secundum, 1954). 


Trade Marks etc. 

§17la. “Trade marks and trade names are alienable in a qualified 
sense; they must always tell the truth and always tell the same 
truth and thus they cannot be assigned except for use in the same 
sense as originally conveyed by the use of the name or mark.” 


§177. “Although a license to use a trade mark does not pass title 
to the licensee, and a naked license to use a trade mark or trade 
name is of no more validity than a naked assignment, a trade mark 
or trade name may be so assigned with the business as to create 
a limited interest in it by way of a license to use the trade mark 
or trade name. On expiration of the license, the right to use such 
trade mark or trade name ceases.” 


(2) Where a person claiming to be the proprietor of several trade marks, in respect 
of the same goods or description of goods, which, while resembling each other in the 
material particulars thereof, yet differ in respect of— 

(a) statements of the goods in relation to which they are respectively used or pro- 

posed to be used; or 

(b) statements of number, price, quality or names of places; or 

(c) other matter of a non-distinctive character which does not substantially affect 

the identity of the trade mark; or 

(d) colour; 
seeks to register those trade marks, they may be registered as a series in one registration. 
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I thought it would be interesting to examine cursorily how 
far those two restatements would also apply to English Law. 
As to alienation by assignment I would mention in passing that 
our 1938 Act allowed a severance of a trade mark from the good- 
will of the business to which it relates to an extent not tolerated 
by the Lanham Act. But there is provision for protecting the public 
against deception or confusion, e.g. the requirement that the 
assignment without goodwill of a trade mark in use must first 
be advertised in a manner approved by the Registrar. (S.22(7).) 
English Law accords with that of the United States on two points: 
a naked licence to use a trade mark is void, and the right lawfully 
granted, to use a trade mark, may expire or be terminated and will 
then cease. But to ensure that trade marks should not be deceptive 
or confusing our Act has not left the matter of licensing of trade 
marks entirely to private contract, but has given special powers 
to the Registrar of Trade Marks.” 

In this respect our Act has followed the recommendation 
published in 1934 in the Report of the Board of Trade Depart- 
mental Committee on the law and practice relating to trade marks 
(Cmd. 4568) which summarized its views on licensing as follows: 


“121. We do not recommend a system of unrestricted 
licensing, as we are apprehensive that such a system would 
result in deception and confusion to the purchasing public; and 
we consider it essential that the right to use another’s trade 
mark should not be obtainable merely at the will of the regis- 
tered proprietor but should be subject to control in the public 
interest. On the other hand, with such a safeguard we do not 
think that any provisions on the subject need be limited in 
their application to the case of parent and subsidiary com- 
panies, since such provisions will, we think, often be found 
of value in other circumstances when the application would 
not result in deceiving purchasers.” 

‘The flexibility sought by industrial circles is well illustrated by the following extract 
from the evidence given by Sir William Jarratt on behalf of the Trads Marks, Patents 
and Designs Federation recorded in the Minutes of Evidence taken before the Depart- 


mental Committee on Trade Marks, 1933-1934 (Goschen Committee) p. 111, second 
column: 

“We felt that insistence upon financial control is unnecessary and undesirable even 
if it be admitted that some central control is necessary to ensure that standards of 
quality are maintained. Control may be of many different kinds and the maintenance 
of quality might be secured by contractual obligations. For example, it may be that 


13. For a summary of the relevant law before our 1938 Act, see Chisholm, The 
Legal Aspect of Trade-Mark Assignments, Licenses and Registered User-Agreements, 
then Assistant Comptroller, British Patent Office, 40 TMR 1059 (1950). 
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two or more Companies may enter into agreement to pool technical knowledge and 
manufacture to a common specification, neither of them having financial control of the 
other; or it may be desired that two or more Companies financially independent should 
manufacture the same articles under the same mark under the same specification; or 
it may be desired for a time to transfer the manufacture of one particular line from 
one Company to another financially independent under arrangements which would result 
in the quality being fully maintained. Again, taking the case of two Companies repre- 
sented by members on this Committee—I do not mean directly represented but in the 
same trades—it may be that two Companies interested in, let us say, the metal and 
rubber industries, may desire to join together to make a new product which is partly 
metal and partly rubber, the metal component being made by one Company and the 
rubber component by the other, but both Companies making and marketing the new 
product on their own under a trade mark which belongs to one of them. In each of 
these cases contractual arrangements are actually advantageous from the public point 
of view, since they would in general put the manufacturing parties under legal obliga- 
tion to maintain quality, whereas if no contract were entered into the maintenance of 
quality would be entirely at the option of the manufacturers so that financial control 
might destroy the usefulness of the mark in each of the cases I have cited.” 


In the legislation which followed the Goschen Committee Re- 
port (1934) the subject of permission to use a registered trade 
mark was dealt with in an elaborate section (28) with twelve sub- 
sections and a total of 1082 words. I will try to find a simple way 
through this maze of material. 

It necessarily deals only with such relationships between the 
owner and user as might, if the parties were at arms length, involve 
infringing use of the mark unless regularised by agreement. Thus 
a mere distributor of the trade mark owner’s goods does not re- 
quire, and cannot be registered as having any permission, because 
his use of the trade mark is not infringing use. So we start with 
the idea that, when permission is required, a registered proprietor 
may not grant that permission ‘off the Register’ and the Registrar 
is obliged to look at the transaction from the standpoint of public 
interest and to refuse to register it if it appears to him that it 
would tend to facilitate trafficking in a trade mark (sub-s. 6). The 
Act adopts two terms consistent with the concept that the form of 
permission must be submitted to the Registrar viz. ‘Registered 
User’ and ‘Permitted Use.’ Permitted use by the registered user, 
when one has reached that stage, is deemed to be use by the pro- 
prietor (sub-s. 2), who may be called upon by the registered user 
to take proceedings to prevent infringement and if he fails to do 
so within two months the registered user may institute the pro- 
ceedings in his own name, making the proprietor a defendant. But 
before the stage of registration is reached there must be an appli- 
cation by the proprietor and the proposed registered user to the 
Registrar giving in a Statement of Case supported by Statutory 
Declaration, particulars of the following matters: 
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(a) the relationship, existing or proposed, between the pro- 
prietor and the proposed registered user, showing the 
degree of control by the proprietor over the permitted 
use, whether there may be one or more registered users 
and any restrictions; 


(b) the goods; 


(c) conditions or restrictions proposed with respect to the 
characteristics of the goods, to the mode or place of per- 
mitted use or to any other matter; 


(d) period (if any) and if so, duration of permitted use; 


and such further documents, information or evidence as the Regis- 
trar may require. 

Just as on the one side the Registrar in considering the appli- 
cation has to be satisfied that the proposed permitted use would 
not be contrary to public interest, so on the other side, the parties, 
and their advisers, must take particular care to ensure that ade- 
quate information is put before the Registrar. There may be 
two agreements between the parties, one of a general nature and 
the other relating to the permitted use, but in such case the latter 
document must contain all matters relevant to the Registrar. The 
Court is disinclined to assist a party responsible for misinforming 
the Registrar as to the true ambit of the permitted use. This 
point was emphasised in a reserved judgment of Lloyd-Jacob, J. 
in 1953 :** 


“.. in exercising the discretion vested in him to permit regis- 
tration the Registrar is to be satisfied that in all the circum- 
stances the use of the trade mark in the manner proposed 
would not be contrary to the public interest. For this purpose, 
it is plain that all parties to such applications should make 
the fullest possible disclosure to the Registrar of the relation- 
ship between them, and in particular should ensure that any 
documents submitted to the Registrar as containing any infor- 
mation in regard to the matters which it is the Registrar’s 
duty to investigate should be both accurate and precise.” 


Perhaps I should also observe that practitioners will need 
carefully to consider the terms of general agreements collateral 


14. Actomin Products Limited’s application to rectify the Register of Trade Marks, 
(1953), 70 R.P.C. 201. Quotation overleaf page 202 Line 46. 
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to registered user agreements in view of the Restrictive Trade 
Practices Act, 1956** which comes into force in November 1956. 

It is realised that the information for which the Registrar is 
entitled to ask might be of a confidential nature and he is required, 
on request by an applicant, to take steps for securing that such 
information is not disclosed to rivals in the trade (sub-s. 7). The 
practice of our Patent Office is to decline to make disclosure of 
details except on prior receipt of written permission from the 
parties to the entry. 

Unlike a trade mark registration which dates back to the date 
of application, permitted use runs only from the date of entry in 
the Register. This has been so since the 1938 Act came into force, 
but new Rules have been drafted recently which when adopted will 
enable permitted use to date back to the date of application.” 

The Registrar has power to vary or cancel the permitted use 
on the request of the parties or one of them (or strictly, in the case 
of variation, of the proprietor only) (sub-ss. 8 & 10). In practice, 
where the relationship is based on agreement, the Registrar may 
require a supplemental agreement to be filed supporting an appli- 
cation for variation. Any person may ask the Registrar to cancel 
the registration on the following grounds: 


(i) that the use has been other than by way of the permitted use 
and has caused or been likely to cause deception or confusion ; 


(ii) that the proprietor or registered user has misrepresented or 
failed to disclose a material fact or that the circumstances 
have materially changed since the date of the registration; 


(iii) that the registration ought not to have been effected having 
regard to the rights vested in the applicant by virtue of a 
contract in the performance of which he is interested. 


15. Section 8(7) of that Act reads: “This Part of this Act does not apply to any 
agreement between the registered proprietor of a trade mark (other than a certification 
trade mark) and a person authorised by the agreement to use the mark subject to 
registration as a registered user under section twenty-eight of the said Act of 1938 
(which makes provision as to registered users), being an agreement under which no such 
restrictions as aforesaid are accepted except in respect of the descriptions of goods 
bearing the mark which are to be produced or supplied or the processes of manufacture 
to be applied to such goods or to goods to which the mark is to be applied.” 

16. (Draft) Trade Mark (Amendment) Rules, 195, issued Aug. 15, 1956. 
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There is a procedural direction to ensure that if there is more 
than one registered user each shall be notified of the other’s 
existence. (sub-s. 9) 

The section places a considerable burden on the Registrar: it 
also provides that any decision of his under the section shall be 
subject to an Appeal to the Court. 

Finally (sub-s. 12) the section makes it clear that permitted 
use is a personal right not assignable or transmissible. 

In practice the types of permitted use are generally grouped 
under three headings: 


(1) Control by company shareholding, 
(2) Control by agreement as to formula, samples, etc. 


(3) Control by Patent Licence. 


There may be various permutations and combinations of these 
three groups and I have collected and set out in an Appendix to 
this paper a number of instances of different types of control 


acceptable to the Registrar as appearing in recent issues of the 
Trade Marks Journal. Sometimes an agreement may limit the 
permitted use to a defined geographical area shewn on an annexed 
plan. 

In conclusion I must allude to a type of mark which is excluded 
(by sub-s. 1) from the provisions for permitted use, viz. a defensive 
trade mark. This type of mark is a creature of statute under 8.27 
headed ‘Defensive registration of well-known trade marks.’ The 
creature is emasculated from the start because the protection 
which the Section provides is limited to an invented word or in- 
vented words and does not apply to dictionary words or to devices. 
However, so far as it goes the defensive registration is useful. 
It enables the proprietor of an invented word trade mark, who 
can satisfy the Registrar that the use of that word in relation to 
goods other than those to which he is applying it would be likely 
to be taken as indicating a connection in the course of trade be- 
tween those other goods and his own, to have a defensive registra- 
tion in respect of those other goods even though he does not intend 
to use or vend them. In practice the burden of satisfying the 
Registrar is a heavy one. (So heavy that for a year or two after 
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the Ferodo™ case practitioners thought that the Section had 
failed.) Now there is more optimism about it and some practi- 
tioners would like to see the system extended to “well-known 
marks” other than invented words. 

A couple of examples: a trade mark (being an invented word) 
registered and used for toothpaste may be registered as a defen- 
sive trade mark for tooth brushes. Similarly a trade mark for 
poultry or cattle food might suffer if applied to another class of 
goods handled by the same retailers, e.g. fertilizer, and so may be 
registered as a defensive mark in that class. 

The defensive trade mark system has left us with unsolved 
problems e.g. if KopAK were registered as a defensive trade mark 
for electric lamps, would that registration enable its proprietor 
to stop, for example, komak for the same goods? But it was 
my set task not to propound puzzles for the future but to give 
some limited explanations from the past and present, a task which 
I must now humbly ask you to treat as terminated. 


Appendix 
Specimens of Conditions of Permitted Use 


Control by Shareholding. 


T.M.J. 4062. May 16, 1956. 414. 
The Trade Mark is to be used by the Registered User in rela- 
tion to the goods only so long as The... Corporation Limited 
effectively controls both the Registered Proprietor and the 
Registered User by virtue of its owning all the Issued Share 
Capital of the Registered Proprietor and the Registered User. 


Dirto. 416. 
The Trade Mark is to be used by the Registered User only so 
long as the Registered User remains a wholly-owned sub- 
sidiary of the Registered Proprietor. 


Dirto. 416. 
The Trade Mark is to be used by the Registered User only in 
relation to cinematographic films produced by the Registered 
User in the production of which the Registered User has em- 
ployed instruments and apparatus for recording and repro- 
ducing sound supplied either by the Registered Proprietor or 


17. (1945), 62 R.P.C. 111. 
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by a manufacturer who is entered as a Registered User of the 
Trade Mark in relation to the said instruments and apparatus, 
and only so long as the Registered Proprietor has the right 
and is permitted to inspect the cinematographic films produced 
by the Registered User. 


T.M.J. 4064. May 30, 1956. 481. 


The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains registered) 
only so long as the Registered Proprietor owns sufficient cap- 
ital of . . . (HOLDINGS) LIMITED (a Company organised 
under the laws of the United Kingdom) to enable the Regis- 
tered Proprietor to elect the Directors of that Company and 
that Company owns sufficient capital of the Registered User 
to enable it to elect the Directors of the Registered User. 


T.M.J. 4068. June 27, 1956. 614. 


The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains registered) 
only so long as the Registered User is completely controlled by 
the Registered Proprietor. 


Ditto 615. 
The Trade Mark is to be used by the Registered User only so 
long as the Registered Proprietor owns sufficient share capital 
of the Registered User to enable the Registered Proprietor to 
appoint a majority of the Directors of the Registered User. 


Control by Agreement as to Formula, Samples, etc. 


T.M.J. 4062. May 16, 1956. 416. 


The Trade Mark is to be used by the Registered User in rela- 
tion to the goods only if they have been manufactured by him 
from fabrics supplied by the Registered Proprietor, and con- 
form to standards of design, quality and workmanship ap- 
proved by the Registered Proprietor or his authorised repre- 
sentatives and only so long as the Registered Proprietor, or his 
authorised representatives, has the right and is permitted to 
inspect the finished goods on the premises of the Registered 
User and has the right to be and is supplied with samples of 
the goods on request. 


Drrto. 417. 
The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains registered) 
in relation to gramophone records only if they are manufac- 
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tured by him from matrices and/or tapes supplied by the Reg- 
istered Proprietor and only so long as the Registered Pro- 
prietor has the right to be and is supplied on request with one 
sample copy of each gramophone record produced from a 
matrix or tape supplied by the Registered Proprietor. 


T.M.J. 4064. May 30, 1956. 481. 


The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains registered) 
in relation to the goods only if they are manufactured by him 
and are substantially equal in quality to similar goods sold 
under the same Trade Mark in the United States of America 
by the Registered Proprietor and in accordance with formulas, 
specifications and instructions furnished by the Registered 
Proprietor from time to time and only so long as the Regis- 
tered Proprietor or his duly authorised representative has the 
right and is permitted to inspect the goods on the premises of 
the Registered User and to be supplied with samples of the 
goods. 


T.M.J. 4068. Jone 27, 1956. 615. 


The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains so registered ) 
in relation to the goods only so long as the goods are manufac- 
tured by him in accordance with the designs and specifications 
provided or approved by and so as to comply with the standard 
of quality laid down by the Registered Proprietor and only so 
long as the Registered Proprietor has the right and is per- 
mitted to inspect the goods and the methods of manufacturing 
them on the premises of the Registered User and to be supplied 
with samples of the goods on request. 


Dirro. 615. 


The Trade Mark is to be used by the Registered User in rela- 
tion to the goods only if the goods are manufactured by the 
Registered User in strict accordance with standards of quality 
prescribed, specifications laid down, directions given, and in- 
formation supplied from time to time by the Registered Pro- 
prietor and only so long as the Registered Proprietor has the 
right and is permitted to inspect the goods and the method of 
manufacturing them on the premises of the Registered User 
and only so long as the Registered Proprietor has the right to 
be and is supplied on request with samples of the goods and of 
the materials used by the Registered User in manufacturing, 
packing and labelling them. 
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Control by Patent License. 


T.M.J. 4055. Fesruary 15, 1956. 169. 


The Trade Mark is to be used by the Registered User (who is 
to be the sole Registered User while he remains registered) 
only in relation to goods manufactured by him and protected 
by one or more of United Kingdom Letters Patent Nos... . 
and ..., and in all cases only until the end of two years 
after the cesser of the respective Patent or the latest of the 
respective Patents, and provided that the respective Patent 
or Patents have remained (or remained until the cesser there- 
of) registered in the name of the Registered Proprietor of the 
Trade Mark and the Registered User has remained (or re- 
mained until the cesser) licensed thereunder.* 


18. The words in regard to the two year extension are justified by 8.15(1) but 


may be omitted if desired. 
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RECENT DEVELOPMENTS IN THE NORWEGIAN 
TRADEMARK LAW AND PRACTICE 


By Per Onsager* 


The Norwegian Act of July 2, 1910, relating to Trademarks, 
and the Fraudulent Marking of Goods and Trade Names was 
rather modern for its time and has remained unchanged in most 
material respects. 

According to this Act an exclusive right in a trademark may 
be established by registration and/or use, and the Act also pro- 
vides for the protection of trade names irrespective of registra- 
tion in the country, in accordance with Art. VIII of the Interna- 
tional Convention, to which the country adheres. 

In 1923 followed a separate Act providing for the registra- 
tion of Association Trademarks, and in 1926 another Act was 
passed, relating to Unfair Competition. 

The only important change in the actual Trademarks Act 
before the last war was brought about by the Amendment of Feb- 
ruary 1, 1936, which was enacted in order to take care of changes 
in the International Convention. The Amendment provides for the 
registration of trademarks by foreigners independently of home 
registration and subject to reciprocity. 

Due to the recent changes in the trademark legislation in the 
United States reciprocity is now recognized, and United States 
citizens and companies may register their trademarks in Norway 
regardless whether or not the marks have been registered in the 
home country. Therefore, registration of their trademarks in 
Norway is allowed for whole classes of goods, which may be advis- 
able with a view to covering broad fields. 

A minor Amendment was passed on July 25, 1948. Until then 
default of replying to an official action was always followed by a 
rejection, and could only be remedied by way of appeal. The 
Amendment provides that instead of being rejected the applica- 
tion is to be regarded as withdrawn but may be revived within 
four months subject to a modest fee. The main object, of course, 
was to ease the procedure for the applicants and avoid premature 
appeals, and also to free the Patent Office from writing grounds 


* Of Oslo, Norway. 
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of rejection in each case. But the Trademark Department of the 
Patent Office (in contrast to the Patent Department) has used the 
new provision as an authority for treating applications as aban- 
doned even in cases of incomplete replies. It therefore must be 
recommended to reply conscientiously to each objection and, if 
necessary, to have the term for reply extended until all issues can 
be dealt with. 

During the last few years the Patent Office has succeeded in 
eliminating considerable arrears and actions are now taken with 
praiseworthy promptness. On the other hand, the Patent Office 
does not start an examination any more on merit before the appli- 
cations are in formal order, so that a considerable correspondence 
about formalities, especially questions of classification, may take 
place before the applicants are informed about prior rights. There- 
fore it is usually advisable to have a search conducted by the 
Patent Office for a moderate fee before making an application. 

A last Amendment was passed on July 17, 1953. Until then 
each change in official fees had to be enacted separately by the 
Parliament. With this Amendment the King, i.e. in effect the 
Ministry concerned, was given authority to establish the fees. 
Pursuant to the Amendment a substantial increase (from Kr. 
20.00 to Kr. 40.00) of the official fee for additional classes in new 
applications as well as for renewals was decided by Order in 
Council on July 17 of this year. 

Finally it should be mentioned that a committee is at the 
present time preparing a further Amendment that will probably 
introduce more substantial changes in accordance with modern 
trends of developments in international trademark law. The com- 
mittee is cooperating rather closely with similar committees from 
the other Scandinavian countries and will presumably propose, 
inter alia, registration of Service Marks, transfer of Trademarks 
independently of the transfer of business, and registration of 
Trademark licenses. 

The proposed Amendment will necessitate the addition of new 
registration classes should the registration of Service Marks be 
introduced, and it is to be hoped that the authorities will at that 
time change the system for the classification of goods by adopting 
the international system. The system used at present dates back 
to 1910 and is hopelessly out of date. It has caused so much diffi- 
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culty that the Patent Office has recently, when in doubt, repeatedly 
insisted on the registration of the same article in more than one 
class, with consequent increased payments, a practice that has 
been strongly criticized. 
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PATENT OFFICE 


Statistics on Trademarks 


Number of Applications Filed 


1956 1055 
SOE FoR ee TE Tes Ee 1,825 1,612 
I sttiiccccitentatittencasgali 1,890 1,872 
IOI cccneccnccensssocnenscs 1,596 1,630 

SEE ticineitilaiileebianainehies 5,311 5,114 
Number of Number of Number of 
Registrations Registrations Registrations 
1956 Issued Renewed (Sec.9) Canceled (Sec. 8) 

eee 2,200 369 087 

ES 1,794 494 503 

September ............ 1,182 481 614 


1,344 1,704 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Egypt 


Licensing of Trademarks 

A recent ruling of the Conseil d’Etat held that licensing of 
a trademark does not affect the validity of its registration. The 
Egyptian Registrar will now accept applications to record a writ- 
ten trademark license. 
Germany (Eastern) 

International Convention 

Several countries have refused to recognize Kast Germany’s 
membership in the International Union and the Madrid Arrange- 
ment. 
Italy 

Unfair Competition 

Plaintiff, publisher of illustrated booklet, sued the defendant 
for unfair competition, on the ground that the defendant had pub- 
lished a series of illustrated booklets imitating in a servile manner 
certain elements of the plaintiff’s booklets, including the format, 
thickness of the booklets, numbering of pages and presentation 
of the illustrations. The Court of First Instance held for the 
plaintiff. The Court of Appeal, reversing the lower court, held 
that all of the imitated elements were without distinctive or origi- 
nal character, and had individually been used previously by other 
firms. La Sargente v. Edizioni G. Conte, Court of Appeal of Milan 
(March 11, 1955). 


Northern Rhodesia 
New Type of Trademark Registration 

A recently enacted Ordinance in Northern Rhodesia provides 
for registration of trademarks in Northern Rhodesia based upon 
registrations obtained in Southern Rhodesia. The existing prac- 
tice of obtaining registrations in Northern Rhodesia based upon 
British registrations remains unchanged. It is believed that it 
will be possible to record a Registered User in Northern Rhodesia 
based upon a corresponding entry of the Registered User in South- 
ern Rhodesia, but this will not be definitely established until the 
Rules under the new Ordinance have been issued. 
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ARTICLES 


Blitz-Weinhard Brewery. A Rocket-Speed Start for Blitz’ Second Hundred Years. 
(Sales Management, v. 77, no. 7, September 21, 1956, pp. 78-81.) 


New “bright new look” through redesign program. 


Can Manufacturers Institute. Now it’s Tuna and Rice in Joint Industry Promo- 
tion. a Management, v. 77, no. 7, September 21, 1956, pp. 101-102, 104, 
106, 108. 


Ecke, Alice B. 
Socony gets “Faster” Sign for Today’s faster Motorists. (Sales Management, v. 
77, no. 5, September 7, 1956, pp. 86-88.) 


General Electric Co. Sharper ‘Sell’ for Appliances. (Modern Packaging, v. 30, no. 
1, September 1956, pp. 112-115.) 


G. E. takes a tip from the grocery-store shelf in redesigning corrugated cartons 
with easier-to-see product pictures and sharper brand emphasis. 


Graham Co. Picture the Product. (Modern Packaging, v. 30, no. 1, September 
1956, pp. 91-93.) 


Realistic reproduction for unmistakable identity is found to be desired by con- 
sumers of dried peas and beans. 


Henderson, Carter. 
Name Game. Partisans of Hard Sell Join Freud’s Disciples to Label New Wares. 
(Wall Street Journal, August 24, 1956, pp. 1, 10.) 


The Identity Problem. (Modern Packaging, v. 30, no. 1, September 1956, pp. 79-83.) 
Consumer confusion is forcing a trend back to simple, factual labeling. 


Lever Bros. WISK’s own Story. (Modern Packaging, v. 30, no. 1, September 1956, 
pp. 124-126.) 

Step-by-step history of complex design decisions in launching package for new liquid 
laundry detergent. 


The National Trade Mark and True Labelling Act. (Canadian Patent Reporter, v. 
25, August 1956, pp. 63-72.) 


Puritan Sportswear. Do dealers Think you’re important enough? (Printers’ Ink, 
September 21, 1956, pp. 27-29.) 


How Puritan Sportswear raised its sale 35% in a year. 


Roark, Jeff. 
Are You Sure You Own Your Trademark? (The Packer, 1956, July 28, p. 4, 
August 4, p. 3.) 


Vicary, James M. 
How to Think about a Brand Name for a New Product. (Sales Management, 
August 3, 1956, pp. 34, 36.) 


LEGAL NOTES 


Ettore v. Philco Broadcasting Corporation. 


Torts—Right of Publicity—Performer’s Rights in Reproduction of his Performance. 
(Rutgers Law Review, v. 10, no. 4, Summer 1956, pp. 741-744.) 


Safeway Stores v. Suburban Foods. 
Unfair Competition—Infringement of Trade Name—Prerequisites to Enjoin. (West 
Virginia Law Review, v. 58, no. 2, February 1956, pp. 209-212.) 


* Copies of these articles and legal notes are available for reference in the Associa- 
tion’s Library. 
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PLAYLAND HOLDING CORPORATION v. 
PLAYLAND CENTER, INC. 


N.Y. Ct. App. — May 31, 1956 


Unraln COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Owner and operator of large amusement park, ROCKAWAYS PLAYLAND for over 
25 years petitions for injunction of respondent’s use of name PLAYLAND CENTER, 
Inc. for small amusement park located in same county by virtue of Section 964 of 
Penal Law which provides penal and civil remedies against use of confusingly 
similar terms and provides for summary relief based on affidavits. Respondent 
commenced use of name in 1952; when told to discontinue use of name, respondent 
removed sign but re-erected it in 1954 with name PLAYLAND CENTER, INC. and large 
figure of clown’s head. 

Since respondent recognized likelihood of confusion by initial compliance with 
petitioner’s request the conclusion is inescapable that respondent intended to trade 
on petitioner’s name and take advantage of his reputation. Disparity in size of 
enterprises has no bearing upon ultimate decision. 

Where common words have acquired secondary meaning same name cannot be 
appropriated for use by competitor in same locality. Court permanently enjoins 
respondent from use of petitioner’s name. 


Petition by Playland Holding Corporation v. Playland Center, Inc. 
under section 964 of New York Penal Law. Petitioner appeals from order 
of New York Sup. Court, 2nd Dept. dismissing petition. Reversed. 


George E. Netter, A. Joseph Geist, and Milton Wazenfeld, of New York, 
N. Y., for appellant. 


William J. Corcoran, of New York, N. Y., for respondent. 


Fup, Judge. 

For more than 25 years, petitioner has owned and operated a large 
amusement park, known as ROCKAWAYS PLAYLAND, at Rockaway Beach in 
Queens County. Well known throughout the metropolitan area, it is 
patronized by large numbers of people, not only from within the city of 
New York and the neighboring counties of Westchester and Nassau, but 
from the State of New Jersey as well. A great deal of money—$100,000 in 
the past year and over $1,000,000 since its inception—has been expended 
by petitioner in popularizing the park. Its extensive advertising appears 
in newspapers, on the radio and in train, bus and subway placard; and in 
these advertisements, as at the amusement park itself, the name PLAYLAND 
and a large figure of a clown’s head are prominently displayed in combina- 
tion. According to its claim, PLAYLAND is, in the vicinity and surrounding 
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area of the Rockaways, immediately identified with petitioner’s amusement 
park. 

Organized in the fall of 1952 under the name PLAYLAND CENTER, INC., 
respondent six or seven months later opened its own much smaller amuse- 
ment park. It too was situated in Queens, some five miles from petitioner’s 
PLAYLAND, on Cross Bay Boulevard, the main thoroughfare leading to 
Rockaway Beach. In April 1953, respondent was told by petitioner that, 
unless it discontinued use of the name PLAYLAND, action would be taken to 
effect that result. While denying the existence of any “confusion,” respon- 
dent removed its sign and did not use it for the balance of the year. In 
1954, however, it again erected one, a large one, clearly visible to motorists 
on Cross Bay Boulevard, bearing the announcement PLAYLAND CENTER, INC. 
and containing a large figure of a clown’s head, not unlike the one featured 
by petitioner. Following respondent’s refusal to remove the sign, petitioner 
instituted the present proceeding, pursuant to section 964 of the Penal Law, 
to enjoin use of the name PLAYLAND. 

Section 964 of the Penal Law makes it a misdemeanor for a person or 
corporation, with intent to deceive, to use a name for advertising or other 
purposes, which may mislead the public as to the identity of the person 
using it. The statute also provides an expeditious civil remedy for an actual 
or threatened violation of its terms. Dispensing with the necessity for a 
plenary suit, it sanctions a special summary injunction proceeding, in which 
a determination may be reached on affidavits alone. No material injury 
need be shown, the statute explicitly allowing the court to grant an 
injunction “without requiring proof that any person has in fact been 
deceived or misled.” 

Since the proceeding is summary in nature, the right to an injunction 
must be “established in a clear and convincing manner.” Association of 
Contracting Plumbers v. Contracting Plumbers Assn., 302 N.Y. 495, 498, 
89 USPQ 629 (41 TMR 697). That does not mean, however, that the right 
may be defeated by a bare denial of intent to deceive or mislead the public. 
The proceeding “will still lie where the respondent fails by affidavit to estab- 
lish a true issue of fact,” and insubstantial or incredible averments will 
not suffice to raise such an issue. Matter of Industrial Plants Corp. v. 
Industrial Liquidating Co., 286 App. Div. 568, 572, 107 USPQ 334, 336 (46 
TMR 103) ; see Matter of Alexander’s Dept. Stores v. Cohen, 295 N.Y. 557. 

In the case before us, the extrinsic circumstances considered in com- 
bination compel the findings, made at Special Term, of guilty intent and of 
probability of deception. Respondent, entering a business in which peti- 
tioner had long been engaged, not only located its operation, most strate- 
gically, on the main road leading to respondent’s park a few miles away, 
but actually adopted the very name and symbol which petitioner had 
been using and popularizing at great expense for more than 25 years. And, 
when to these factors is added the further circumstance that respondent 
recognized the likelihood of confusion—as shown by its initial compliance 
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by petitioner in popularizing the park. Its extensive advertising appears 
in newspapers, on the radio and in train, bus and subway placard; and in 
these advertisements, as at the amusement park itself, the name PLAYLAND 
and a large figure of a clown’s head are prominently displayed in combina- 
tion. According to its claim, PLAYLAND is, in the vicinity and surrounding 
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area of the Rockaways, immediately identified with petitioner’s amusement 
park. 

Organized in the fall of 1952 under the name PLAYLAND CENTER, INC., 
respondent six or seven months later opened its own much smaller amuse- 
ment park. It too was situated in Queens, some five miles from petitioner’s 
PLAYLAND, on Cross Bay Boulevard, the main thoroughfare leading to 
Rockaway Beach. In April 1953, respondent was told by petitioner that, 
unless it discontinued use of the name PLAYLAND, action would be taken to 
effect that result. While denying the existence of any “confusion,” respon- 
dent removed its sign and did not use it for the balance of the year. In 
1954, however, it again erected one, a large one, clearly visible to motorists 
on Cross Bay Boulevard, bearing the announcement PLAYLAND CENTER, INC. 
and containing a large figure of a clown’s head, not unlike the one featured 
by petitioner. Following respondent’s refusal to remove the sign, petitioner 
instituted the present proceeding, pursuant to section 964 of the Penal Law, 
to enjoin use of the name PLAYLAND. 

Section 964 of the Penal Law makes it a misdemeanor for a person or 
corporation, with intent to deceive, to use a name for advertising or other 
purposes, which may mislead the public as to the identity of the person 
using it. The statute also provides an expeditious civil remedy for an actual 
or threatened violation of its terms. Dispensing with the necessity for a 
plenary suit, it sanctions a special summary injunction proceeding, in which 
a determination may be reached on affidavits alone. No material injury 
need be shown, the statute explicitly allowing the court to grant an 
injunction “without requiring proof that any person has in fact been 
deceived or misled.” 

Since the proceeding is summary in nature, the right to an injunction 
must be “established in a clear and convincing manner.” Association of 
Contracting Plumbers v. Contracting Plumbers Assn., 302 N.Y. 495, 498, 
89 USPQ 629 (41 TMR 697). That does not mean, however, that the right 
may be defeated by a bare denial of intent to deceive or mislead the public. 
The proceeding “will still lie where the respondent fails by affidavit to estab- 
lish a true issue of fact,” and insubstantial or incredible averments will 
not suffice to raise such an issue. Matter of Industrial Plants Corp. v. 
Industrial Liquidating Co., 286 App. Div. 568, 572, 107 USPQ 334, 336 (46 
TMR 103) ; see Matter of Alexander’s Dept. Stores v. Cohen, 295 N.Y. 557. 

In the case before us, the extrinsic circumstances considered in com- 
bination compel the findings, made at Special Term, of guilty intent and of 
probability of deception. Respondent, entering a business in which peti- 
tioner had long been engaged, not only located its operation, most strate- 
gically, on the main road leading to respondent’s park a few miles away, 
but actually adopted the very name and symbol which petitioner had 
been using and popularizing at great expense for more than 25 years. And, 
when to these factors is added the further circumstance that respondent 
recognized the likelihood of confusion—as shown by its initial compliance 
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with petitioner’s request that it remove its sign—the conclusion is almost 
inescapable that respondent intended to trade on petitioner’s name and 
take advantage of the reputation which petitioner had achieved over the 
years. 

Respondent’s argument, that the name PLAYLAND and the clown’s head 
are in such general use as not to permit a first user the exclusive right to 
appropriate them, has in the present context little to commend it. Common 
words may, of course, acquire a “secondary meaning” in a given locality, 
being understood therein to refer solely to a particular business or product. 
Where such a secondary meaning has developed, the words may not be 
used by any competing business in the same geographical area. See 1 
Nims on Unfair Competition and Trademarks [4th ed., 1947], § 38, p. 160; 
ef. Association of Contracting Plumbers v. Contracting Plumbers Assn., 
supra, 302 N.Y. 495, 502, 89 USPQ 629, 631 (41 TMR 697); Wholesale 
Service Supply Corp. v. Wholesale Bldg. Material Corp., 304 N.Y. 854, 
97 USPQ 483 (43 TMR 928). Respondent does not dispute the fact that 
in the Rockaway area PLAYLAND has come to mean petitioner’s park. That 
the name is used by others in Manhattan, or that a PLAYLAND PHARMACY or 
& PLAYLAND DELICATESSEN exists in Queens, is of no moment; the element 
of competition lacking, the danger of confusion and deception from those 
sources is nonexistent. 


While in certain cases a great disparity in size between competitors 
might tend to refute a charge of intentional or probable deception (cf. e.g., 
Matter of Alexander’s Dept. Stores v. Cohen, supra, 295 N.Y. 557), it is 
difficult to perceive how that factor has any bearing upon the ultimate ques- 
tion to be decided here. Petitioner’s case rests to a large extent upon the 
assumption that people, riding along Cross Bay Boulevard and seeing the 
name PLAYLAND and the clown’s head, would jump to the conclusion that 
respondent’s operation was the PLAYLAND for which they had started out, 
or at least that it was owned and operated by the same concern. Although 
people who live in the area, as well as those who had previously visited 
petitioner’s park, would not be deceived, there still remain large numbers of 
the public who have never been to ROCKAWAYS PLAYLAND. It is undoubtedly 
to that group that petitioner’s advertising is chiefly directed and manifestly 
no one of them would be in any position to realize, when he came upon 
respondent’s place, that his ultimate destination was a far larger amusement 
park some distance off. It is the patronage of the wayfaring stranger which 
respondent stands to gain at petitioner’s expense, and in our view the 
record requires the conclusion that such was respondent’s intention and 
hope. 

In short, the deliberate attempt to usurp the established name and 
symbol of a competitor afforded ample warrant for Special Term’s order 
granting the injunction provided for by section 964 of the Penal Law. 
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The order of the Appellate Division should be reversed and that of 
Special Term reinstated, with costs in this court and in the Appellate 
Division. 

Conway, Chief Judge, Desmonp, Dyer, Frorssen, Van VoorHIs and 
BurkKE, Judges, concur. 
Ordered accordingly. 
























GLANE et al. v. GENERAL MILLS, INC., et al. 
No. 21,336 — Calif. D.C. App., 2nd D., 3rd Div. — June 14, 1956 






CoPYRIGHTS—COMMON LAW—INFRINGEMENT—EVIDENCE 

Appeal from order denying motion to amend complaint and dismissal thereof. 
Plaintiffs, previously employed by defendant submitted by letter dated November 
12, 1945 idea of cooking sets for young children to promote sale of defendant’s 
goods. Letter set forth details of products and equipment, membership emblem and 
offered sample kit. In 1953 defendant commenced sale and distribution of BETTY 
CROCKER JUNIOR BAKING KIT which plaintiffs contend copies the original idea and 
format contained in 1945 letter. 

Plaintiffs’ original action based in tort for misappropriation of literary prop- 
erty and required proof of ownership of protectible idea, unauthorized copying 
and damage. The questions of originality, similarity and copying are questions of 
law determined by the Court upon demurrer and hence plaintiffs’ amended com- 
plaint to include action for breach of contract, express or implied. Plaintiffs’ letter 
was a unilateral act which was not operative unless accepted in accordance with its 
terms. Plaintiffs concede defendant did not accept. Preliminary negotiations do 
not, of themselves give rise to contractual liability. Use of plaintiffs’ format does 
not constitute acceptance in view of plaintiffs’ admissions and lapse of time between 
offer and introduction of defendant’s kit. Proof does not establish implied contract 
since conduct of parties does not support it. 
















Action by Dorothy Glane et al. v. General Mills, Inc., et al. for breach 
of contract. Plaintiffs appeal from judgment of Superior Court, Los 
Angeles County, Calif. dismissing complaint. Affirmed. 


Shacknove & Goldman, of Los Angeles, California, for appellants. 


Gibson, Dunn & Crutcher, Henry F. Prince, and Richard H. Wolford, of 
Los Angeles, California, for respondents. 


Sunn, Presiding Justice. 


Plaintiffs appeal from a judgment of dismissal based on an order sus- 
taining, without leave to amend, defendant General Mills’ demurrer to 
their second amended complaint. We are of the view that said complaint 
does not state a cause of action against General Mills and that the court 
did not err in denying leave to amend. 

What happened is as follows: Prior to 1945, plaintiffs were employed 
by General Mills. On November 12, 1945, plaintiff Glane wrote to an 
employee of General Mills a letter which is the basis of the instant action. 
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The letter stated that both plaintiffs were working on a promotional idea 
directed to girls between the ages of 9 and 14 years. The purposes of the 
idea were to teach good health habits, stimulate girls’ interest in cooking, 
give girls actual cooking experience and to promote the sale of General 
Mills’ products. Plaintiffs proposed to prepare a packaged kit which would 
contain a cooking apron, kit and potholders, an illustrated recipe book 
which would be written by plaintiffs, and small packages of various prod- 
ucts manufactured by General Mills, such as flour, Bisquick, pancake flour, 
cake mix, etc. Plaintiff Glane also suggested that the kit might contain a 
square pan, a muffin tin, a set of plastic graduated measuring cups and 
measuring spoon, a signed membership card which the girls could mail to 
Martha Meade and Betty Crocker in order to get further recipes, and a 
membership emblem the girls could wear on their aprons. Plaintiff Glane 
estimated the cost of the kit at $2.40 and suggested a selling price of $2.95. 
The letter concluded : “If you are interested in this idea we would naturally 
expect to have a conference with you personally on this matter. We would 
be glad to send you a sample kit which we are now working up if you 
would like to have us do so.” 

Nothing further happened for at least seven years, until 1953 and 1954, 
when General Mills began manufacturing, distributing and selling a BETTY 
CROCKER JUNIOR BAKING KIT which, plaintiffs contend, copies and uses the 
original format and idea outlined in the above-mentioned letter sent to 
General Mills by plaintiff Glane. Whereupon plaintiffs filed the present 
action. 

Plaintiff’s original complaint attempted to state causes of action for 
misappropriation of literary property, infringement of common-law copy- 
right, for breach of contract and for an accounting. Under the misappro- 
priation and infringement theory, which sounds in tort, plaintiffs were 
required to allege their ownership of a protectible property interest, un- 
authorized copying of their material by General Mills, and damage result- 
ing to them through the unauthorized copying. Golding v. R.K.O. Pictures, 
Inc., 35 Cal.2d 690, 86 USPQ 537. It was necessary for plaintiffs, in order 
to show that they owned a protectible property interest, to show the orig- 
inality of their idea and format. Golding v. R.K.O. Pictures, Inc., supra, 
695, 700, 86 USPQ at 538; Stanley v. Columbia Broadcasting System, 35 
Cal.2d 653, 663, 86 USPQ 520; and that the protectible portions of their 
proposed kit and the kit manufactured by General Mills were similar. 
Stanley v. Columbia Broadcasting System, supra. Proof of substantial 
similarity between the two would give rise to an inference of both General 
Mills’ access to plaintiffs’ format (though this is not in question here) and 
copying by General Mills. Kovacs v. Mutual Broadcasting System, 99 Cal. 
App.2d 56, 86 USPQ 547. The questions of originality, similarity and 
copying are questions of law, in the first instance, and may be determined 
by the court upon demurrer. Code Civ. Proc., § 426, subd. 3; Weitzenkorn 
v. Lesser, 40 Cal.2d 778, 97 USPQ 545. 
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After a demurrer to the complaint was sustained, plaintiffs abandoned 
the tort theory of misappropriation and infringement, and filed a first 
amended complaint which attempted to state causes of action for breach 
of contract and for an accounting. It is not clear whether plaintiffs were 
alleging an express or an implied contract. 

After a demurrer to their first amended complaint was sustained, 
plaintiffs filed a second amended complaint (to be referred to as the com- 
plaint), which likewise attempted to state causes of action for breach of 
contract and for an accounting. It alleged that in 1945 plaintiffs prepared 
an original format, reduced to writing, for the manufacture and sale 
of a children’s baking kit containing prepared and packaged baking mixes, 
baking pans, a cook book, ete. It also alleged that prior to November 12, 
1945, plaintiffs wrote to General Mills, informing General Mills that they 
had originated an idea and format which could be valuable to General 
Mills; that negotiations were entered into between the parties, and that 
“in furtherance thereof, plaintiffs submitted to defendants the aforesaid 
original format incorporating plaintiffs’ original ideas; said submission to 
defendants by plaintiffs was under and pursuant to an implied agreement, 
and it was so understood by plaintiffs and defendants, that if defendants 
used plaintiffs’ format * * * defendants would pay to plaintiffs the reason- 
able value thereof * * *.” It further alleged that during the years 1953 
and 1954 General Mills did use plaintiffs’ format “which had been sub- 
mitted to the said defendants at their special instance and request” and 
that “although plaintiffs did not know that defendants had decided to 
accept plaintiffs’ offer with respect to said idea by making use of said 
idea, plaintiffs expected, intended and understood that any use made by 
defendants of plaintiffs’ idea was to be made pursuant to the implied agree- 
ment reached between plaintiffs and defendants.” 

Plaintiffs contend that they have stated sufficient facts to constitute a 
cause of action against General Mills on either of two theories, namely, an 
express contract and an implied-in-fact contract. There are a number of 
reasons why the first of these contentions is without merit. Although the 
complaint refers to plaintiff Glane’s letter, albeit somewhat ambiguously, as 
“the agreement under which the aforesaid format was submitted to defen- 
dants,” it is clear from the language which we have already quoted that 
the complaint does not allege an express contract. It alleged that plaintiffs’ 
format and idea were submitted to General Mills at its special instance and 
request, that the letter of November 12, 1945, was sent to General Mills in 
furtherance of negotiations between plaintiffs and General Mills, and that 
plaintiffs submitted their idea and format “under * * * an implied agree- 
ment * * * that if defendants used plaintiffs’ format * * * defendants would 
pay to plaintiffs the reasonable value thereof * * *.” This language strongly 
suggests an attempt to state a cause of action against General Mills based 
upon a common count. But even if this were not the case, there are several 
insuperable objections to plaintiffs’ theory of express contract. 
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It was alleged that plaintiff Glane’s letter was sent to General Mills in 
the course and furtherance of negotiations between the parties. And the 
so-called negotiations consisted only of plaintiffs’ attempt to interest General 
Mills. Preliminary negotiations do not, of themselves, give rise to con- 
tractual liability. As the court said in Dillingham v. Dahlgren, 52 Cal. 
App. 322, 329: “ ‘The preliminary negotiations leading up to the execution 
of a contract must be distinguished from the contract itself. There is no 
meeting of the minds of the parties while they are merely negotiating as 
to the terms of an agreement to be entered into.’” See also Van Hoosen 
v. Briscoe, 85 Cal.App. 746, 749-750. The letter itself cannot be construed 
as an express contract between the parties because it was the purely 
unilateral act of the plaintiffs. The letter concluded with a request to 
hear from General Mills if General Mills was interested in the idea and 
format. At most it was a vague offer to General Mills to enter into some 
business arrangement. But, assuming for the moment that it was an offer 
of the essentials of a contract, the letter imposed no obligation unless 
accepted according to its terms. Civ. Code, § 1550, Subd. 2; Civ. Code 
§ 1565. There was no acceptance of the offer by General Mills. This is 
admitted by plaintiffs in their opening brief, in which they state: “Respon- 
dents evinced great interest in the kit, but informed Appellants that they 
could not use it at that time. Appellants heard nothing further from 
Respondents until they were shocked to find that Respondents were using 
the aforesaid format in the same manner as outlined by Appellants to 
Respondents, without notification by Respondents to Appellants of such 
use.” This admission is binding upon plaintiffs and we must assume that 
plaintiffs’ offer was rejected by General Mills. This is confirmed by plain- 
tiffs’ admission that there was no further negotiation between the parties, 
and by the eight years’ lapse of time between the letter of November 12, 
1945 and the appearance of the BETTY CROCKER JUNIOR BAKING KIT. It is 
elementary that an offer, unless it provides otherwise, must be accepted 
within a reasonable time. Bogart v. George K. Porter Co., 193 Cal. 197. 
There is language in the complaint to the effect that the alleged use of plain- 
tiffs’ format and idea constituted an acceptance of their offer, but this lan- 
guage is, at best, conclusory, and is refuted both by plaintiffs’ own admis- 
sions and by the lapse of time between plaintiffs’ offer and the appearance of 
General Mills’ own kit. We have therefore concluded that the complaint 
cannot be sustained on the theory that it states a cause of action for the 
breach of an express contract. 

Plaintiffs’ second contention, that the complaint states a cause of 
action on the theory of an implied-in-fact contract, is likewise without 
merit. “An implied contract is one, the existence and terms of which are 
manifested by conduct.” Civ. Code, § 1621. “While an express contract 
is one, the terms of which are stated in words (Treadwell v. Nickel, 194 
Cal. 243), one party may use the words and the other may accept, either 
in words or by his actions or conduct. Lane v. Superior Court, 104 Cal. 
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App. 340. An implied contract is one that ‘is inferred from the conduct, 
situation or mutual relation of the parties and enforced by the law on the 
ground of justice.’ Jennings v. Bank of California, 79 Cal. 323. ‘The 
making of an agreement may be inferred by proof of conduct as well as by 
proof of the use of words.’ Dunham-Carrigan & Hayden Co. v. Thermoid 
Rubber Co., 84 Cal.App. 669. ‘In general an implied contract, in no less 
degree than an express contract, must be founded upon an ascertained 
agreement of the parties to perform it, the substantial difference between 
the two being in the mere mode of proof by which they are to be respec- 
tively established. The law will imply that a party did make such a stipu- 
lation as under the circumstances disclosed, he ought, upon the principles 
of honesty, justice, and fairness to have made.’ Smith v. Moynihan, 44 
Cal. 53, at 62. Of course, both kinds of contracts must be supported by 
adequate considerations. Sec. 1605 Civ. Code.” Grant v. Long, 33 Cal. 
App.2d 725, 736-737 [92 P.2d 940]. 


In this connection, plaintiffs rely on Weitzenkorn v. Lesser, supra, 40 
Cal.2d 778, 97 USPQ 545, and Kurlan v. Columbia Broadcasting System, 
Inc., 40 Cal.2d 799, 97 USPQ 556. In those cases, the Supreme Court 
reversed judgments based on orders sustaining, without leave to amend, 
demurrers to counts predicated upon the theory of implied-in-fact con- 
tracts. We are of the view that the Kurlan and Weitzenkorn cases are not 
controlling as to the facts pleaded by plaintiffs herein. The complaint in 
the instant case, as well as the complaints in Kurlan and Weitzenkorn, 
contained allegations to the effect that material was submitted at the 
request of the defendants under an implied agreement that if the material 
were used by defendants, plaintiffs would be paid the reasonable value 
thereof. In our case, however, the letter which was incorporated into the 
complaint contradicts those allegations. It requested an expression of 
opinion as to whether General Mills was interested in plaintiffs’ idea and 
format and indicated that plaintiffs would prepare and submit a kit and 
a cookbook to General Mills if plaintiffs received a favorable answer. No 
favorable answer was received, and the kit and cookbook were never 
submitted to General Mills for the good reason that General Mills was not 
interested. The specific facts pleaded control the general allegations as to 
the existence of an implied-in-fact contract between the parties. Wall v. 
State, 73 Cal.App. 2d 838, 842; Sutton v. Walt Disney Productions, 118 Cal. 
App.2d 598, 98 USPQ 198. When General Mills declined to consider any 
business arrangement plaintiffs’ proposal became a nullity and the plan 
could have been submitted far and wide in an effort to interest someone 
in it. General Mills would have had no right to object if some competitor 
had contracted for the use of the plan. Under plaintiffs’ theory anyone 
to whom the plan was submitted would be forever barred from putting out 
a children’s baking kit without paying plaintiffs for the privilege. Rights 
in commonplace ideas may not be appropriated in this manner. 
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It is unnecessary to discuss the contention raised by General Mills 
that in any event there is no substantial similarity between the things 
suggested in plaintiffs’ letter and the BETTY CROCKER JUNIOR BAKING KIT. 
The judgment is affirmed. 

Woop (PARKER), Justice and VALL&E, Justice, concurred. 











REDDY-KILOWATT, INC. v. MID-CAROLINA 
ELECTRIC COOPERATIVE, INC. et al. 
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REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Suit for injunction based upon infringement of trademark and service mark, 
REDDY KILOWATT and unfair competition based on defendant’s use of character 
WILLIE WIREDHAND but since the characters are not similar in appearance—REDDY 
KILOWATT suggesting abstract idea of electrical energy and WILLIE WIREDHAND the 
practical application of electricity—the two figures are not confusingly similar. 
Similarity resulting from pose, costume or action of the two characters, both pro- 
moting various uses of electrical services and which do not stem from the appear- 
ance of the characters is a matter of coincidence and a comparison of isolated 
poses does not indicate a likelihood of confusion or establish unfair competition. 


REMEDIES—INFRINGEMENT—EVIDENCE 
Surveys conducted under the supervision of plaintiff’s attorneys were intro- 
duced as showing likelihood of confusion and members of the public interviewed 
in the surveys testified as to their mistaken belief that defendant’s character was 
plaintiff’s, but the mistake of the witnesses is explained by the fact that both 
characters are humanized, animated symbols of electricity. The evidence showing 
that other surveys were conducted which were not offered in evidence nor from 
which any witnesses were produced demonstrates the unreliability and lack of pro- 
bative force of this type of testimony. 
Unralk COMPETITION—BASIS OF RELIEF—IN GENERAL 
Where the electric power cooperatives are prohibited by law from serving 
anyone served by private utilities there is no competition which is important in 
determining likelihood of confusion and unfair competition. 
TRADEMARK ACT OF 1946—REGISTRABILITY—LICENSES 
Whether or not public has heard of owner of trademark does not affect his 
ownership, and the use of the trademark by the owner’s licensees to identify their 
services and public relations and promotion programs to their customers inures to 
the benefit of the trademark owner. 
REMEDIES—INFRINGEMENT—DEFENSES 
Delay of two years in instituting suit after defendant’s denial of infringement 
does not constitute laches. 
TRADEMARK ACT OF 1946—RB5GISTRABILITY—SERVICE MARKS 
REDDY KILOWATT is plaintiff’s trademark and service mark to which plaintiff is 
entitled to exclusive use and its registrations are valid. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Defendant Association is entitled to receive from Patent Office the trademark 
and service mark registration applied for and the opposition by plaintiff is dis- 
missed for lack of proof of damage. 
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Action by Reddy-Kilowatt, Inc. v. Mid-Carolina Electric Cooperative, 
Inc., and National Rural Electric Cooperative Association for trademark 
infringement and unfair competition. Defendants counterclaim to cancel 
trademark registrations, for damages, and to dismiss trademark opposi- 
tions. Complaint dismissed ; judgment for plaintiff in part and for defen- 
dants in part on counterclaim. 


W. Croft Jennings, of Columbia, South Carolina and Wallace H. Martin 
and W. D. Keith, of New York, N. Y. (Roberts, Jennings, Thomas & 
Lumpkin, of Columbia, South Carolina and Nims, Martin, Halliday, 
Whitman & Williamson and Cooper, Dunham, Keith & Dearborn, of 
New York, N. Y., on the brief) for plaintiff. 

David W. Robinson, of Columbia, South Carolina, for defendant National 
Rural Electric Cooperative Association. 


Marion B. Holman, of Batesburg, South Carolina, for defendant Mid- 
Carolina Electric Cooperative, Inc. 

C. Willard Hayes, William M. Cushman, and George T. Mobille, of Wash- 
ington, D. C., Robert D. Tisinger, of Carrollton, Georgia and James F. 
Dreher, of Columbia, South Carolina (Cushman, Darby & Cushman, 
of Washington, D. C., on the brief) for defendants. 


Harry E. Watkins, District Judge. 


This is an action for injunction and damages based upon alleged 
infringement of trademark and service mark, and unfair competition. 
Plaintiff’s mark or symbol is an animated, personalized, humanized char- 
acter called REDDY KILOWATT, symbolizing electricity. It is used only by 
privately owned public utility companies in a system of advertising elec- 
trical service and promoting the use of electric power as the public servant. 
It is used in advertisements to dramatize the many services which electricity 
can perform by showing REDDY KILOWATT performing such services with or 
without electricity, or delivering the promotional message of the sponsor, 
sometimes to promote sales and often to promote public relations. In this 
action plaintiff challenges the right of defendant, National Rural Electric 
Cooperative Association, (hereinafter called Association) and its member 
cooperatives to advertise their services and to promote their public rela- 
tions through the use of an animated, personalized, humanized, character 
called WILLIE WIREDHAND. The question is whether the two characters, as 
used, are confusingly similar. 


FInpINGs or Fact 


Plaintiff is a Delaware corporation, incorporated June 26, 1953, a 
few weeks before this action was filed. Upon incorporation, it took over the 
business previously conducted by Ashton B. Collins, who sometimes did 
business as Reddy Kilowatt Service. Collins owns 80% of the stock of 
plaintiff and the remaining 20% is owned jointly by 109 privately owned 
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power companies who are licensees of plaintiff. The business of plaintiff is 
the same as the business of its predecessor, Ashton B. Collins. Since 
January 1, 1934, when Collins secured his first licensee until the business 
was transferred to plaintiff, Collins was engaged in the business of prepar- 
ing, furnishing and distributing advertising, public relations and pro- 
motional material to privately owned power companies who were his 
licensees. 

The central figure around which this material was built was the 
fanciful character, REDDY KILOWATT, which was and is used for the pur- 
poses mentioned above, and is also used to identify the services of plaintiff's 
business to its licensees, and to identify the licensees to the public in the 
territory of their operations. The material is prepared in New York and 
sent to the licensees in the various states where they operate. A vast amount 
of material is submitted to the licensees to use or not use as they wish, 
including a so-called REDDY KILOWATT MAT SERVICE which shows proofs of 
mats that are available to the licensees and which they could order for use 
in their advertising; a magazine called REDDY NEWs containing reproduc- 
tions of advertisements of licensees, and other advertisements proposed by 
plaintiff; news items and articles of interest to licensees. Some of the 
material is addressed to the general public as distinguished from the cus- 
tomers of licensees. Such advertising by the licensees covers a wide area. 

Plaintiff charged as a service fee to its licensees one cent for each 
connected meter per year. At the trial Collins estimated that his licensees 
had about twenty-nine million connected meters, which indicated a gross 
income from this source of $290,000 per year. At the time of trial plain- 
tiff’s staff of employees consisted of 21 persons. 

On January 2, 1934, Collins secured his first licensee, Philadelphia 
Electric Company. At the time of trial plaintiff had 188 licensees in the 
United States and 38 in foreign countries. Plaintiff and its predecessor 
consistently have refused to grant licenses or furnish REDDY KILOWATT 
material to municipally owned electric systems, public utility districts or 
electric cooperatives such as those financed by loans from the Rural Electric 
Administration. All requests for such services by such electric distributors 
have been refused. Plaintiff and its predecessor did business only with 
privately owned electric light and power companies. 

Defendant Association was organized in 1942 and incorporated in the 
District of Columbia by a group of leaders of the rural electrification pro- 
gram from several states who had gathered in Washington to appear before 
Congressional Committees. The purpose of the organization was to render 
to rural electric cooperatives which had been financed under the provisions 
of the Federal Rural Electrification Act of 1935, services which they in- 
dividually could not afford or could not otherwise provide. It is a federa- 
tion of rural electric systems or cooperatives throughout the United States 
in all states of the union except New Hampshire and Rhode Island. At 
the end of December, 1955, there were 928 members, including 891 operat- 
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ing systems, 33 statewide associations and 4 regional associations. There 
are approximately 3,700,000 individual members of the operating coopera- 
tives. Dues are paid by the cooperatives at the rate of 10 cents per con- 
nected meter per year. The association helps the rural electric systems 
achieve efficiency and stability. Of the rural electric cooperatives in this 
country over 90% are members of the association. Defendant Mid-Carolina 
is one such rural electric cooperative, having its principal office in Lexing- 
ton, S.C. It was organized pursuant to the State Electric Cooperative Act 
of South Carolina, with funds borrowed from the Rural Electrification 
Administration in Washington. It was organized by farmers who did 
not have electric service and could not get it in any other manner. It has 
4,120 members and 1,038 miles of rural electric lines in four counties in 
South Carolina. None of the members is located in any incorporated town. 
The association prepares its promotional material in Washington, D.C., 
and sends it to its member systems in the various states. The plaintiff and 
defendants are all engaged in interstate commerce. About 15% of the 
total power distributed by the member cooperatives is generated by the 
members themselves, more than 50% is purchased from privately owned 
public utilities, and the remainder is purchased from agencies of the Federal 
Government. A small quantity of power is purchased from municipally 
owned systems and state agencies. 

Long prior to the adoption of REDDY KILOWaTT by Collins, animated 
characters had been in common and widespread use as trademarks, and 
in advertising, promotion and public relations work for all kinds of products 
and services. Exhibits D-W ; D-X; D-DD and D-EE are collections of such 
materials. Exhibit D-X is a collection of 258 registrations of animated 
characters granted by the U.S. Patent Office, illustrating the wide use of 
such characters as trademarks for a great variety of products and services. 
The fanciful, animated, humanized character made up from mechanical 
or electrical parts for use in advertising and promotional work did not 
originate with Collins. See Exhibit D-EE showing the following: Saturday 
Evening Post June 10, 1911, HOT POINT, MISS GLAD IRON and MISS SAD IRON, 
showing an animated electric iron; Saturday Evening Post (1920) French 
Battery & Carbon Co., showing MR. RAY-O-LITE in connection with batteries. 
This character has a badge made up of jagged lines to simulate lightning 
or electricity. Other animated characters are there shown. 


Prior to the date of Collins’ first license agreement on January 2, 1934, 
other animated characters were used as shown in Exhibit D-EE, including 
PLANTERS MR. PEANUT, Ingram’s animated shaving cream jar and tube, 
Three Minute animated oat kernels and animated characters by Arkansas 
Power & Light Company, named THE KILO-waTTs. Other advertisements 
showing animated characters used concurrently in advertising with rEDDY 
KILOWATT include an animated telephone of the Bell System (1950); an 
animated character MR. PLUG-IN (1942) ; an animated fluorescent light tube, 
and an animated electrical figure KATIE KORD. Items 68-73 of Exhibit D-D, 
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all published in the nineteenth century show, respectively, an animated oil 
bottle, animated green peas and radishes, an animated insecticide bottle and 
hats and flatirons. Item 74 shows an animated ear of corn published in 
1909 and Item 75 shows a gas light and an electric light in animated form 
named, respectively, MISS CUBIC FOOT and MISS KILO WATT, published in 1916. 
Exhibit D-RR is a group of magazines published by American Waterworks 
Association showing the use of an animated drop of water. It is humanized 
and is delivering messages and performing functions of the public water 
supply service in much the same way that plaintiff’s character has been 
used to personalize electric service. The character is known as WILLING 
wATER. The use of such characters for such purposes was in the public 
domain and plaintiff has no exclusive right to the use of animated char- 
acters in the electrical field. 

Plaintiff and Collins have not and do not now have the exclusive 
use of expressions of the type set forth in Paragraph 8 of the complaint, 
indicating electric power as the servant. See Exhibit D-DD, Item 66 pub- 
lished in 1928, page 15, containing a reproduction of a South Carolina 
Edison Company advertisement introducing BUSY BUTTONS with statements: 
“He is always alert—ready to do your bidding. Whatever work you want 
done around home, shop, or office, you have only to press the button and 
this happy servant responds—instantly.” Exhibit D-WW show other pub- 
lications using the expressions: “Meet the new hired help,” “Servants for 
Farm Homes,” “Electric Power is a Wonderful Servant,” “Electricity is 
the cheapest hired help obtainable,” and “Meet the New Wired Help,” 
Colliers Magazine (1935). 

In 1948, it was thought advisable to have an animated character to 
represent the rural electric program. The Association sought permission 
to use REDDY KILOWATT, but such request was refused. The mark REA as 
used by member systems caused the public to confuse the member systems 
with the Federal Government which was considered harmful. The coopera- 
tive members wanted a symbol which could be used in their advertising 
in the way that such symbols are usually used in connection with the sale 
and promotion of services and commodities. To select a character that 
would truly represent the rural electrification program they started a 
contest announced in their Rural Electrification Magazine for December, 
1948. All readers were asked to submit symbolic cartoon figures, with a 
$50 prize offered to the winner. 

A short time after the contest was announced, defendant received from 
an attorney for Collins a letter warning defendant against the use of such 
an animated character, and stating that Collins was “the originator and 
owner of figures symbolizing the use of electric energy.” Exhibit D-E. 
The letter claimed ownership of “many copyrights depicting the use of 
these figures performing various duties and diversified undertakings” and 
said that Collins was the owner of “Patents and trademarks in this field” 
and contended that the industry at large had “fully recognized Mr. 
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Collins’ legal position.” The letter pointed out that Collins had used such 
expression as “Your Electrical Servant” to dramatize the electric industry 
in its role as a servant, helper, or assistant in the many tasks to be per- 
formed in the home, farm and industry. The letter asked that Collins’ 
rights be called to the attention of prospective entrants in the contest. In 
order that entrants in the contest would avoid any similarity to the char- 
acter REDDY KILOWATT, this entire letter was published in the next issue of 
defendant’s magazine. In the Rural Electrification Magazine of February, 
1951, three groups of characters were shown, the first consisting of Light, 
Heat and Power, the second an animated electric bulb with wires for arms 
and legs named “Energy Ike” and the third, the character subsequently 
adopted by defendant, and which is challenged in this action, then named 
WILLIE THE WIRED HAND. After this announcement appeared, an attorney 
for Collins wrote to defendant as follows: 


“My attention has been called to page 16 of ‘Rural Electrification’ 
magazine for February 1951, displaying various characters represent- 
ing light, heat, power, electrical energy, the WIRED HAND or the HIRED 
HAND, etc. 

“Your February issue reminds me that in 1948 your magazine 
carried a somewhat similar portrayal of suggested characters to rep- 
resent electricity, etc. 

“At that time, I wrote as per enclosed copy of my letter of 
December 30, 1948. 

“That was almost three years ago and may have escaped the atten- 
tion of your authors of the February 1951 issue. 

“My letter of 1948 called attention to the proposed personifying 
characters as infringing upon copyrights and trademarks of my client’s 
REDDY KILOWATT, which has for a long period of years established 
throughout the United States and many foreign countries, the char- 
acterization of electricity as light, heat and power in the role of the 
Electric Servant. 

“The substance of my 1948 letter applies with equal force to the 
article published in the February 1951 issue of ‘Rural Electrification.’ 

“And it therefore seems appropriate to not only call it to your 
attention, but to do it promptly lest your February 1951 article with 
its widespread circulation should encourage others to look upon it as 
a new and unexplored field, and unwittingly bring about infringement 
of REDDY KILOWATT’s widespread rights and coverage in his personifi- 
cation of the element electricity as THE ELECTRIC SERVANT, THE HIRED 
HAND, THE WIRED HAND, etc., etc. 

“Accordingly, you may wish to call this to the attention of your 
readers.” 


The name and character WILLIE WIREDHAND was selected at the 1951 
convention and was thereafter used by the defendant Association and its 
members. The name WILLIE WIREDHAND was selected as a play on the 
common term for farm labor, HIRED HAND, to give the character a rural 
significance as well as an electrical significance. There was no intent to 
simulate the character REDDY KILOWATT. 
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After complaints were made by Collins’ attorneys, a conference was 
held in Washington at which Collins gave the impression to Roberts of 
the defendant Association that he, Collins, could not conceive of an ani- 
mated symbol for the use of electricity on the farm which would not 
infringe upon REDDY KILOWATT, which depicted electricity. Following this 
conference the Association’s attorney on August 7, 1951, wrote Collins 
denying infringement and stating: 


“There is no likelihood of confusion between REDDY KILOWATT and 
WILLIE WIREDHAND or their respective symbols. None of the patents, 
trademark registrations and copyright registrations called to our 
attention is infringed. You will appreciate that Mr. Collins does not 
have any protection on the method of doing business, such as the ser- 
vices which he renders to the private utility companies, nor is such 
an exclusive right available to anyone. 


“Under the circumstances we have advised our client to continue 
and develop its use of WILLIE WIREDHAND and the symbol and they 
intend to follow such recommendation.” 


The above letter was acknowledged by Collins’ former attorney on August 
20, 1951, stating that the matter had been referred to counsel, and that 
defendants’ attorneys might “expect to hear from this firm in the near 
future advising as to further steps to be taken as to Mr. Collins’ rights.” 
No word was received until this suit was filed on July 14, 1953. 


From 1935 until this controversy arose, Collins and his attorneys have 
been uniformly successful in preventing electric power companies from 
using any fanciful animated, humanized, personalized character as a symbol 
for electricity in advertising and promotional work. Among the characters 
which he successfully challenged (Exhibit D-FF) were: The Willing Watts, 
Arkansas Power & Light Co.; Eddie Edison by the Boston Edison Co.; 
Elec-Trie by Cincinnati Gas and Electric Co.; MR. WATTS-HIS-NAME by 
Bradford Electric Co.; MR. WATT-A-WORKER, New Orleans Public Service 
Inc.; and others. He also objected to the use of many characters by other 
than electric light and power distributors, such as manufacturers, service 
establishments and publishers. 


Many letters were sent by Collins or his attorneys to various companies 
which show the breadth of claims made by Collins. The substance and 
effect of these letters was to claim that the idea of using any animated, 
humanized character for the purpose of personifying electricity belongs to 
Collins and is an infringement of REDDY KILOWATT. They use such expres- 
sions as “* * * the tremendous protection and coverage we have”; “* * ® 
a common law right to this ‘servant’ idea, which is national in scope * * *, 
the idea of a figure actively engaged as a servant and personifying power 
is a creation of our client * * *”; and “* * * the use of a fantastic figure 
in many poses to portray a servant or advisor for the public * * * has 
established a common law right * * *.” Perhaps the clearest statement of 
Collins’ position is a letter from Collins’ attorney to him which Collins 
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forwarded to General Electric Company (1944). (Item 470 of Exhibit 
D-FF.) The letter states: 


“#* * * Tt must be remembered that the idea of using a character 
for the purpose of personifying electricity and using a character as a 
servant to illustrate the application of electricity originated with you. 
We believe you are justified, therefore, in calling upon others to dis- 
continue the use of any character in the electrical field designated for 
like purposes. * * *” 


At the trial Collins pointed out a large number of characters to which 
he had objected and which he considered to be confusingly similar to 
REDDY KILOWATT. These exhibits show the wide variety and great difference 
in appearance of such characters and illustrate the breadth of plaintiff’s 
claim. The attorneys who represented Collins when these letters were 
written are not the attorneys who now represent him and the plaintiff. 


The characters REDDY KILOWATT and WILLIE WIREDHAND are both ani- 
mated, humanized, personalized symbols of electricity. In some of the 
drawings they are doing the same thing in the same manner and sometimes 
they are similarly dressed. Plaintiff’s present counsel do not claim that it 
has the right to the exclusive use of any of these characteristics, but say it 
is difficult to conceive of a character having all such characteristics and 
used in the manner indicated which would not be confusingly similar to 
REDDY KILOWATT. I agree. Regardless of the past or present attitude of the 
parties, the real issue here is whether the WILLIE WIREDHAND character 
infringes plaintiff’s rights. 

The names REDDY KILOWATT and WILLIE WIREDHAND are entirely differ- 
ent. The two figures themselves do not look alike. REDDY KILOWATT is made 
up of a body, arms, and legs of jagged lines simulating lightning, to 
symbolize electricity, and with a round head having a nose made up from 
an electric light bulb, and plug-in sockets for ears. WILLIE WIREDHAND is 
made up of a male plug for the hips and legs, a wire for the body, and a 
socket for the head, with the push button thereof representing the nose. 
It suggests the practical application of electricity through the plug, wire 
and socket, rather than the abstract idea of electrical energy suggested by 
the lightning-like lines REDDY KILOWATT. The names of the two characters 
are entirely different in spelling, appearance and sound, and the meaning 
is about as different as could be imagined, having any electrical significance. 
The name REDDY KILOWATT suggests the idea of electric energy which is 
always ready. The name WILLIE WIREDHAND is a play on the conventional 
term used in rural communities to designate a farm worker, namely a 
“hired hand,” and suggests electricity through the substitution of the wirEp 
FOR HIRED. It suggests that the rural electrification program, by bringing 
the electric wires to the farm has provided the farm with a HIRED HAND 
Or WIRED HAND, a definite rural connotation. The two figures are not 
confusingly similar. 
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The only similarity in the illustrations results from pose, costume or 
action, but this similarity is understandable in view of the fact that both 
characters are promoting and advertising electric service and are used in 
public relations work in the business of distributing electric power. The 
similarity of certain selected poses is also explained by the fact that reppy 
KILOWATT has appeared in thousands of poses doing almost everything 
humanly possible and in every conceivable activity. Most any pose in which 
a cartoonist would draw WILLIE WIREDHAND in advertising and public 
relations work relating to distribution of electricity would be somewhat 
similar to one of the several thousand poses in which REDDY KILOWATT has 
appeared. So far as poses in the electrical field is concerned, REDDY KILO- 
watt has about preempted the entire field. It is not surprising that some 
of the poses or dress of WILLIE WIREDHAND would be similar to that of REDDY 
KILOWATT. One artist drawing REDDY KILOWATT and the other WILLIE WIRED- 
HAND, in isolated rooms, showing the symbol of electricity, showing, in 
general public relations, celebrating holidays, doing things such as carrying 
signs, beating drums, doing the things that are fairly common in the 
cartoon trade to get across a message, are likely to come up with a number 
of similar positions or poses. For example, there are drawings of the 
characters dressed in kilts and other drawings with the character wearing 
the graduating cap. In the field of cartoons, the Scot is fairly common as 
a symbol for thrift or economy, and during the commencement season 
the cap and gown are likewise common in such drawings. There was no 
intent on the part of the defendants or their representatives, including the 
artist, McLay, to copy any REDDY KILOWATT poses. He did not secure his 
ideas or inspiration from REDDY KILOWATT and did not have access to the 
mats of plaintiff prior to drawing the WILLIE WIREDHAND poses. The simi- 
larity of poses has resulted from the fact that the parties are using an 
animated cartoon-like character in advertising, promotional and public re- 
lations work, in substantially the same way, which the defendants have a 
right to do. Any similarity in general appearance in these selected illus- 
trations resulted as a matter of coincidence. The various isolated com- 
parisons do not indicate a likelihood of confusion or establish unfair com- 
petition. There is no substantial similarity in the two characters. 


To hold that these two figures were confusingly similar because of the 
similarity in dress or action of certain carefully selected poses from the 
thousands that have been published by plaintiff would, in effect, mean that 
it would be impossible to draw any effective animated, personalized, human- 
ized character in an equivalent system of advertising and public relations 
to symbolize the rural electrification movement that would not be an 
infringement. Counsel for the plaintiff state that plaintiff now makes no 
claim that it has the right to the exclusive use of any of these character- 
istics and makes no claim to any monopoly in such a system of advertising 
electrical service and promoting the use of electric power, but at the 
pretrial conference, at the trial, and in their final brief, counsel for plain- 
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tiff say that it is difficult to “imagine” or “conceive” of any character used 
in the same way as REDDY KILOWATT and having those characteristics that 
would not be confusingly similar. 


In their final brief, counsel for plaintiff clarify their position further 
by stating, “* * * Each of the two figures has the same significance or 
suggested meaning. They both suggest electricity. Since both figures are 
humanized and personalized in performing the same acts, the two characters 
become confusingly similar and, in fact, indistinguishable. This fact clearly 
supports the claim of infringement.” 


Ex parte surveys were conducted under the supervision of plaintiff’s 
attorneys in an effort to show reasonable likelihood that a substantial por- 
tion of the general public is likely to be misled or confused into believing 
that defendants’ character WILLIE WIREDHAND is REDDY KILOWATT. The 
persons interviewed who were called to testify stated that they were well 
acquainted with REDDY KILOWATT in electric light and power advertisements ; 
that they knew of no other animated characters used in such power com- 
pany advertisements and that as a result of these factors they thought the 
character was REDDY KILOWATT. The witnesses had no familiarity with 
WILLIE WIREDHAND and had not previously seen him. The fact that both 
characters are symbols of electricity and that both are animated, humanized 
and personalized explained their mistake. Most of the people interviewed 
did not read the text. The surveys introduced in evidence were taken 
mostly in areas where plaintiff’s licensees had advertised heavily and where 
WILLIE WIREDHAND was unknown. The public witnesses testified that since 
they recognized that the character shown them was in an advertisement 
having to do with electric power, and since they had never seen any other 
character than REDDY KILJWATT in such ads, they thought the character was 
REDDY KILOWATT. The fact that many of the persons interviewed readily 
distinguished the character from REDDY KILOWATT does not appear in the 
summaries. The summaries and tabulation sheets are so inaccurate as to be 
of little, if any, probative value. Some surveys conducted at the instance 
of plaintiff’s attorneys in rural areas where WILLIE WIREDHAND is used, were 
not divulged until the trial, and the results of these surveys were not offered 
in evidence, and none of the persons interviewed was called as witnesses. 
These factors demonstrate the unreliability and lack of probative force of 
this type of testimony. 


Plaintiff says that its public consists of its licensees and not the gen- 
eral public. If this be true there is no evidence to indicate confusion on 
the part of plaintiff’s customer-licensees between the two characters, and 
plaintiff now makes no claim that it has been damaged by any such con- 
fusion. Plaintiff has stated that it now seeks only an injunction and does 
not ask for any damages. Since 1951 Collins and plaintiff have acquired 
about 46 new licensees. Their business has not suffered or gone down in 
volume by reason of any alleged confusion of characters. 
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Since plaintiff deals only with privately owned public utilities and the 
cooperatives are prohibited by law from serving anyone who is already 
receiving central station power there is no competition between plaintiff 
and the defendants. No privately owned power companies have sought to 
use WILLIE WIREDHAND. The areas in which cooperatives may extend their 
lines are limited by Act of Congress under which they receive their loans 
and by state laws. Cooperatives are only permitted to serve customers 
who can not get electric power from a private utility. There is also an 
economic limitation as the cooperatives which buy power from privately 
owned companies cannot extend their lines into areas which private power 
companies want to serve. 


It has happened that when a power load grows up in the area served 
by a cooperative, the private power company will extend its lines to take 
over that load. This means the loss of the better customers of a cooperative 
to a private company and is called pirating by the cooperative officials. 
There is no evidence of a cooperative having taken customers from a private 
utility. In cases where a new house is built in a fringe area, between the 
areas served by a cooperative and a private utility, the factors which will 
determine who shall serve them are (1) the price differential and (2) 
whether or not the cooperative is purchasing its power from the power 
company. There is little or no competition for customers between the 
cooperatives and the licensees of plaintiff, even in the so-called fringe areas. 
Each has its particular area. The members of the public buy their electric 
power from the only source available. 


While there may be unfair competition, even though there is no actual 
competition in rare cases, the presence or absence of actual competition is 
of importance in determining whether there is likelihood of confusion. 

The fact that parties deal with different classes of people is also im- 
portant in unfair competition cases. The present case is unique in that 
there are no reported decisions where the alleged unfair competition con- 
sisted of furnishing services to a class of customers to whom plaintiff 
refused to sell its services. 

Plaintiff contends that there is competition because of an existing dif- 
ference of opinion regarding public versus private power and private enter- 
prise versus “socialism.” I see no merit in this contention, and find nothing 
in the evidence to support it. The use of WILLIE WIREDHAND by the defen- 
dant Association and its member systems will not impair the value of the 
trademark character REDDY KILOWATT and cause irreparable damage to 
plaintiff. 

The American Law Institute, Restatement of the Law of Torts, Ch. 35, 
Sec. 728, under the heading of “Confusing Similarity,” states the following 
general propositions : 


“A designation is confusingly similar to a trademark or trade 
name under the rule stated in Section 717 if prospective purchasers 
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are likely to regard it as indicating the source identified by the trade- 
mark or trade name.” 





Section 730, Limitation of Protection With Reference to Kind of 
Goods, Services or Business states: 


“The interest in a trademark or trade name is protected under the 
rule stated in Section 717 with reference only to (a) competing goods, 
services or businesses, and (b) other goods, services or businesses which, 
in view of the designation used by the actor, are likely to be regarded 
by prospective purchasers as associated with the source identified by 
the trademark or trade name.” 





Under the above, the following comment appears: 


“(b) Limits of Protection. While the class of goods, services or 
businesses with reference to which the interest in a trademark or trade 
name is protected has been greatly expanded, the class is nevertheless 
limited. The interest is not protected against the use of a similar 
designation for any goods, services or business. It is protected only 
within the limits fixed by the likelihood of confusion of prospective 
purchasers. * * *” 





























Applying this rule to the present case, it is perfectly clear that there is 
no likelihood of confusion of prospective purchasers of the goods or services 
of plaintiff and defendants. 

Defendant Association has filed a counterclaim in which it is alleged 
that four of plaintiff’s trademark registrations are invalid because each 
was procured by a false or fraudulent declaration or representation made in 
the application for registration. The counterclaim asks that the registra- 
tions be canceled and that defendant be awarded damages. It is claimed 
that Registration 302,093 was not and had not been in use for the goods 
specified ; that its renewal had not been used in interstate commerce; and 
had not been continuously used and applied to the goods in applicant’s 
business since March 14, 1926. It is charged as to Registrations 302,093, 
322,223 and 342,888 that any use thereof prior to January 1, 1934 had not 
been continuous and had not been in any business of the applicant. It is 
charged that from March 14, 1926 to January 1, 1934 there was no use of 
the services in interstate commerce as to Registration 566,392. There is 
insufficient evidence to sustain any of these charges. 

Ashton B. Collins first became connected with the generating, trans- 
mission, distribution and servicing of electric power in 1925 as an employee 
of Alabama Power Company. In March of 1926 Ashton B. Collins con- 
ceived a character, which he named REDDY KILOWATT, as a trademark for 
the public relations and advertising programs which he was then devising 
and using for the Alabama Power Company. During the years 1926 through 
1929 Collins remained in the employ of Alabama Power Company and 
used the trademark character REDDY KILOWATT to identify his programs 
relating to promotions, sales and advertising which he regularly furnished 
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to the Alabama Power Company and to its affiliated companies. When 
Collins left the employ of the Alabama Power Company in 1930, use of the 
trademark character REDDY KILOWATT by that company and its affiliates 
ceased and was not again renewed until 1934 in which year Alabama 
Power Company accepted a written license from Collins for the use of the 
character in its territory. In the period 1926 through 1929 the trademark 
character REDDY KILOWATT was used by Collins on promotional goods 
moving in interstate commerce. In the period 1930 through 1933 Collins 
travelled throughout the United States and during these travels regularly 
exhibited his proposed programs to prospective users among the privately 
owned public utilities. In this activity, and in further activities by corre- 
spondence and circularization of these prospective users, Collins used the 
trademark character REDDY KILOWATT to identify his proposed programs 
and materials connected therewith. Collins’ increasing attempts in the 
period 1930 through 1933 to interest privately owned public utilities in the 
use of the character REDDY KILOWATT and his proposed programs associated 
with and identified by that character did not immediately achieve success, 
and it was not until January 1, 1934 that he issued his first written license 
for the use of the character and programs and services associated therewith. 
In 1936 Collins ceased all other business connections and thereafter devoted 
his full time to what is now the business of plaintiff, an activity which he 
continued until his business was taken over by plaintiff in July, 1953. 
Collins and the plaintiff have exercised control over the use of the 
character REDDY KILOWATT. The licensees have been personally selected by 
Collins and such licensees have operated under written leases which are 
substantially uniform in terms. Each licensee is limited to a particular 
territory and has agreed to keep the trademark character in standardized 
form. The licensor has retained the right of entry to licensees’ programs 
and materials used in connection with the character and the right to cancel 
the license on 90 days’ written notice. Collins has kept in contact with the 
licensees, traveling extensively each year in connection with such activities. 


Defendants contend that the character and name, REDDY KILOWATT, 
are not trademarks or service marks of plaintiff because they do not in- 
dicate to the public any products or services having their source of origin 
in plaintiff or its predecessor, Collins; that they do not indicate to the 
public any single known or unknown source of origin for any products or 
services, but are simply a representation of electric current or power or 
electric service furnished by a known or unknown supplier; that REDDY 
KILOWATT simply represents electric service and does not identify plaintiff 
or any particular power company. These contentions are not supported 
by the evidence. While it is true that the general public has never heard 
of Collins or his company, and the character and name REDDY KILOWATT 
do not indicate Collins or his company to the man on the street, the trade- 
mark, nevertheless, belongs to plaintiff, whose public consists of its present 
and prospective licensees. The character and name are used by plaintiff’s 
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licensees to identify their services and public relations and promotion 
programs to their public, which is the general public in their areas. This 
use by plaintiff’s licensees also inures to the benefit of plaintiff. 

Plaintiff and Collins have not pursued or engaged in inequitable con- 
duct of business. 

There were no false or fraudulent declarations or representations made 
in any of the applications for registration of the trademarks or the service 
marks here in suit. 

Defendant contends that plaintiff and Collins have been guilty of laches 
in waiting two years to bring suit after defendants denied infringement. 
The letter of August 7, 1951 did not constitute on behalf of defendants or 
either of them, an invitation or demand on Collins to institute suit. The 
Association had taken its final position to proceed without regard to future 
actions of Collins or plaintiff and any acts thereafter taken by the Asso- 
ciation and its member systems in respect of the promotion and use of the 
character WILLIE WIREDHAND were in furtherance of that final position and 
were not dependent on the future actions of Collins or the plaintiff. Plain- 
tiff has not been guilty of laches. 

Plaintiff did not at any time abandon, forfeit or dedicate the character 
REDDY KILOWATT. 

Defendants claim that the complaint should be dismissed because the 
plaintiff failed to comply with an order of the court in a discovery pro- 
ceeding. I see no merit in this point either in fact or law. 

There is and was no actual intent on the part of defendants to unfairly 
compete, and there is no proof that unfair competition has been or is the 
natural and probable consequences of the acts of defendants. 


CoNcLUSIONS OF Law 


1. This court has jurisdiction of the parties and of the subject matter 
of this complaint and counterclaim. 


2. The character REDDY KILOWATT is plaintiff’s trademark and service 
mark and plaintiff is entitled to the exclusive use thereof. 


3. Plaintiff’s trademark registrations and the service mark registration 
here in issue are good and valid registrations. 


4. Defendants have not infringed any of the registered trademarks 
and service marks as charged in the complaint, and are not guilty of unfair 
competition as charged in the complaint. Accordingly plaintiff is not 
entitled to an injunction against either of the defendants for any actions 
charged in the complaint. 


5. Plaintiff is not entitled to the exclusive use in advertising and pro- 
moting the sale of electric light and power and in public relations work 
with respect to electric service of fanciful, animated, humanized, per- 
sonalized characters symbolizing or suggesting electricity. Plaintiff has no 
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monopoly on such a system of doing business. However, defendants are 
not permitted to use any symbol that is confusingly similar to plaintiff’s 
character REDDY KILOWATT. 


6. Defendant Association is not entitled to recover any damages on 
its counterclaim under Section 38 of the Trademark Act of 1946 (15 U.S.C. 
1120) and such counterclaim must be dismissed. 


7. Defendant Association is entitled to receive from the United States 
Patent Office the trademark and service mark registrations for which it 
has made application, and the oppositions of plaintiff should be dismissed 
because plaintiff has failed to prove that it would be damaged by the grant 
of such registration. 


8. At the trial many objections were taken to the admissibility of 
evidence. In its decision on both the law and the facts, the court has con- 
sidered only such evidence as it deemed to be relevant, material, competent 


and proper. 


A decree in accordance with the views herein expressed will be entered. 


HUBER BAKING CO. v. STROEHMANN BROS. CO. et al. 
No. 75-368 —D.C., $.D.N.Y.— June 27, 1956 


CoMMON LAW TRADEMARKS—LICENSES—SCOPE OF PROTECTION 
Plaintiff sues Stroehmann and Quality Bakers of America for trademark in- 
fringement and unfair competition alleging that he had been granted an exclusive 
license in his area to use the mark SUNBEAM with the figure of a little girl for 
bread. Plaintiff further alleged that the license was invalid for lack of the essential 
elements of control. The evidence shows however, that Huber did not receive from 
QBA an exclusive license in his territory nor was there any intent by QBA to 
abandon ownership and control of the little girl and the name SUNBEAM or MISS 
SUNBEAM. The fact that the license did not specifically provide for control does 
not invalidate a license if control in fact existed. License by QBA to Stroehmann 
in plaintiff’s territory is valid and plaintiff has no cause of action against QBA 
or Stroehmann. 
REMEDIES—UNFAIR COMPETITION—DEFENSES—ESTOPPEL 
Plaintiff is estopped from asserting any rights held as prior and exclusive user 
of mark when he executed license recognizing defendant’s ownership of the mark 
SUNBEAM and MISS SUNBEAM. Complaint dismissed. 


Action by Huber Baking Company v. Stroehmann Brothers Company 
and Quality Bakers of America Cooperative, Inc., for trademark infringe- 
ment and unfair competition. Complaint dismissed. 


See also 43 TMR 493, 44 TMR 429. 


Appell, Austin & Gay (Rogers, Hoge & Hills, Cyrus Austin, and Lenore B. 
Stoughton of counsel) of New York, N. Y., for plaintiff. 
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Nims, Martin, Halliday, Whitman & Williamson, of New York, N. Y. 
(Walter J. Halliday, of New York, N. Y., John Dashiell Myers and 
Henry Temin, of Philadelphia, Pennsylvania, and Carl B. Shelley, of 
Harrisburg, Pennsylvania, of counsel) for defendant Stroehmann 
Brothers Company. 

Greenwald, Kovner & Goldsmith (Harold Greenwald and Henry Litwin 
of counsel) of New York, N. Y., for defendant Quality Bakers of 
America Cooperative, Inc. 


WatsH, District Judge (orally). 

At the outset I would like to thank counsel for all the parties for 
the assistance they have given the Court, and I think the preparation in 
this case and the skill and help in the presentation of the law have been 
exceptional. 


I am sorry that I cannot decide in favor of all the parties. I have got 
to decide in favor of one or against one, and so I am going to dismiss the 
complaint. 

I think that Exhibit 4 as it is attached to the complaint means just 
about what it says, and that the extensive proof which I have allowed the 
parties to put in has confirmed the literal meaning of the words rather 
than thrown doubt about them. 


I think that the control exercised by QBA, even though not specified 
in Exhibit 4, is adequate to make it a valid licensing agreement, and I 
think that is what it is, and I don’t think it is an exclusive license. 

Under those circumstances I do not see any basis for the plaintiff’s 
action. QBA had the right to license to Stroehmann and exercised that 
right. The goodwill that Huber built up in his use of the mark and the 
wrapper and the campaign he built up knowing that it was a collective 
mark and knowing that he built it up with those risks. 

Now I am perfectly glad to go over the facts on which I come to this 
conclusion, and if Mr. Austin or if counsel for the other parties see any 
apparent error and they want to move for reargument, why, I will be glad 
to hear them. They put a lot of work into this case. 


Most of the underlying facts here are not really in dispute. It is the 
conclusions of fact to be drawn from them. 


QBA was founded in the 1920’s. It is a cooperative association. For 
several years it tried to develop a national loaf its individual members 
could market locally, but which would have the advantage of national 
fame and be recognized, I suppose, by persons who come from one com- 
munity to another, as bread that is of equivalent quality with that which 
they were accustomed to. 

QBA tried several brands and they were not satisfactory. From 1939 
to 1942 they were working on the idea of a brand with the little girl, with 
a trademark using the head of a little girl, and in the last year of this work, 
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why, Mr. Huber became interested in QBA and primarily because he was 
in need of a fresh advertising approach himself. 

QBA wanted a new member, and QBA wanted a chance to get started 
on its national campaign, and the latter objective was not easy. It was 
during the war. There was chance that restrictions would interfere with 
the campaign if any member undertook to get it going, and it would 
require the member to break with his old campaign, and it also meant an 
outlay of money. 

Well, it so happened that Mr. Huber was in a position to minimize 
these hardships. He had been doing business with a large number of 
brands. He wanted to concentrate his goodwill on one brand, and it was 
his view that from his own business point of view it was a good time to do 
it notwithstanding the risk on restrictions. 

Therefore, he was an answer in a sense to the QBA prayer. 

Now, it meant that QBA had to work out something that Mr. Huber 
wanted to sell his own product under, and that they had to try to work 
out something which would satisfy them for use in the development of a 
national mark, and that is why Mr. Graf had the lengthy conferences with 
Mr. Huber in the end of 1941 and early ’42. That is why he pursued him 
to Florida, trying to sell him on this thing. 

Incidentally, with no reflection on Mr. Graf, he is a great salesman, 
and a lot of times when you see in this correspondence “your SUNBEAM 
wrapper” and “your this” and “your that,” I think a lot of it should be 
credited to an overdose of Dale Carnegie rather than giving away the 
assets of QBA. 

But he went after Mr. Huber, trying to be as persuasive as he could, 
and Mr. Huber had a pretty good sense of what he wanted in his own 
business, and he was not going to give anything away either. 

In the end, after these three or four conferences—and I don’t think 
it makes any great difference exactly how it came about or exactly what 
Mr. Huber said at the moment—Mr. Huber encouraged the use of the 
development of a wrapper with the sketch in it that we all know now of 
the little girl, and Mr. Huber also convinced Mr. Graf that the use of 
SUNBEAM in connection with it was not only ideal for Mr. Huber’s situa- 
tion, but would be good for the development of a national wrapper and 
mark as well. 

So they decided to go ahead and break this campaign with Mr. Huber, 
and there is no doubt that at the beginning Mr. Huber was putting up 
money for those plates on his own and if nobody else came along he was 
going to be stuck for the full amount, full cost of those plates. 

He was gambling in a sense along with QBA. 

On the other hand he was getting, without cost, all of the art work, 
all of the advertising thought that had gone into the prior work on the 
development of a national mark. 
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That has real value and if Mr. Huber had wanted to do it himself 
and develop his own mark, why, he could have done so, but he, to get the 
advantage of that, was perfectly willing to, in a sense, share the product, 
share the wrapper and to share the trademark. He was going to at least 
share the benefit of the goodwill that would develop from the exploitation 
of it. He was going to go along and use a mark and wrapper and advertis- 
ing campaign which he knew was the creation of QBA, which belonged 
to QBA, and which QBA was going to license to other members. 


Undoubtedly Mr. Huber wanted the exclusive right to use all three 
things in his territory and undoubtedly he insisted rather consistently 
that he had. 

But the fact is that he never got that into the agreement which he 
finally agreed was to formalize his relationship with QBA, and I really 
think that when he gave up in his effort to get that into the formal agree- 
ment he decided he was going to take a chance on the unlikelihood that 
QBA would ever have another member competing in the area which he 
served. 

I think he testified, or he and Mr. Dare in almost an aside in their 
testimony, that they understood that QBA did not have competing mem- 
bers. And I think that they thought that certainly the danger of any 
more than fringe competition was minor, that certainly QBA was not 


going to take for membership another baker in Wilmington, and what 
might happen in Camden in the absence of an agreement was something 
else again. 


Exhibit 4 is a compromise. Mr. Huber has the right to use this mark 
and wrapper and campaign in an area beyond that which he was serving 
at the time he got the right, and as an exception to the standard QBA 
policy. He got that, but he did not get the exclusivity that he wanted 
to have go with it. 

I cannot believe that this was an oversight because, as I recall the 
correspondence prior to the execution of this Exhibit 4, Mr. Stroehmann 
had raised the question—I mean, the shadow was there of the trouble to 
come, and all of the parties must have realized that if the agreement did 
not provide for exclusivity it was leaving out something of importance. 

There is one other thing: As I recall the correspondence down through 
about May of 1944, the Huber letters insisted both on assignability and 
exclusivity, and then in about July there came a letter that only had 
assignability in it. 

I just assume that that reflects part of the give that went with the take. 

There is a far from perfect pattern of consistency in all of this cor- 
respondence going back and forth. I mean, you have got the Dale Carnegie 
touch every now and then that goes with a good organizer, and you have 
also the correspondence of Mr. Kelley after the execution of this agree- 
ment, and which he as president of QBA seems, although I don’t think he 
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quite does it expressly, at times to acquiesce in Mr. Huber’s vigorous 
assertions of exclusivity. 

But I just don’t think that that proof, although I have admitted it 
and I believe it should stay in the record, I just don’t think that it has 
the weight to attack this carefully negotiated, perhaps far from perfect, 
but at least well fought out agreement. 

I think that whatever rights Mr. Huber may have gotten when he 
opened this campaign in 1942—in other words, just assuming for the 
sake of argument that in 1942 in his area, as the prior user of this mark 
and exclusive user of this mark, notwithstanding the way in which he got 
it, he had rights, I think that when he signed Exhibit 4 he estopped himself 
from any claim of common law rights. His rights were then limited to 
those given him in Exhibit 4, and I think that the recital there, the 
recognition of ownership in QBA, the taking of a license itself all support 
that conclusion that he had estopped himself. 

I think that it was really consistent with the whole course of conduct 
which he followed, by not only the agreements that he signed, but in the 
conduct, the use of the QBA ads, the acquiescence with respect to the 
doughnut box, telling his wax paper manufacturer to put the trademark 
notation back on the, I guess it was the Old Time wrapper; all of those 
things show that he had acquiesced, I think, in the QBA unrestricted owner- 
ship of this mark and in his position as a licensee under it. 

Now, beyond that, beyond the dealing as between the parties here, 
their estopping each other more or less privately, there is the picture of 
what the public thinks about all this. We are having marks developed here 
which the public relies on, and even if Mr. Huber, for example, had kept 
a scrupulous position in his private correspondence, saying this is my mark 
and I own it, and QBA is my licensee, or that Stroehmann was his licensee, 
then, if he advertises to the public and suggests to the public that miss 
SUNBEAM and the SUNBEAM trademark and wrapper symbolize participation 
in this nationwide Cooperative and the keeping up of its standards and 
the use of its laboratory and all of those things, why then I think he is 
estopped to now try to give the wrapper and mark some inconsistent 
meaning. 

The other principal question, other than whether QBA gave him 
exclusive rights under the contract, the other principal question is whether 
Exhibit 4 had adequate provision for control or whether it was invalid as 
a license or could not operate as a license because of release of control. 

Well, I agree with the view that Mr. Myers and Mr. Litwin have taken, 
that the question is, is there control in fact, not whether the agreement 
specifies control. In other words, you don’t have to write it in as a con- 
dition of the agreement as long as the agreement is in the framework of 
membership in a cooperative such as QBA with the pledge that QBA 
members take with the membership agreement that they sign and with the 
unbroken practices which they follow. 
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I think that those controls are adequate to protect QBA’s assertion 
that Mr. Huber is using its collective mark and wrapper and campaign. 


As far as the provision in Exhibit 4 permitting the assignment to 
another person who takes over, if one ever does, the Huber business or the 
implication that Mr. Huber would be permitted to use this mark and 
wrapper and campaign even after he ceased to be a member of QBA, all I 
can say is that that was the seeming inconsistency which led me in the 
first place to take in all the parol evidence that I did. It did seem incon- 
sistent with the whole pattern of the agreement, and I think it can only 
make sense if you read it in a way which will not attribute an intent to 
the parties to foist deceit or confusion on the public, and that would mean, 
I suppose—and we don’t have to cross this bridge, and probably the less 
I say about it the better, but it would mean, I suppose, that if the con- 
tingencies ever arose that the parties contemplated, that in some way these 
assets could be used, which would avoid confusion or deceit to the public, 
and that would be something, I suppose, that would have to be worked out 
if that contingency ever arose, to see whether they could in fact do that 
in a way which would be effective. But if there is any conflict between 
that provision and the conduct of the parties since that agreement was 
signed, then I think that the public’s rights must be preserved, and that the 
plaintiff would be estopped to take advantage of that provision if it could 
not be done with the avoidance of deceit and confusion of the public. 


In mentioning the acquiescence of the plaintiff in the claims of QBA, 
of course, I think it is significant that even in his own trading area he 
acquiesced in the forming or at least was informed and did not protest— 
I guess that would be acquiescence—in the forming by QBA of a corpora- 
tion called Sunbeam Bakers, Inc., and the registration of that corporate 
name. 

These are things which I think are all consistent with QBA’s pattern, 
that these assets were its own and to be developed for the use of all of its 
members rather than for the development for the use by any single in- 
dividual member. 

My conclusion—this may not be a relevant find, but inasmuch as 
you never can tell what course this litigation will take, and it may be of 
some value at some time, I will say that I do think that the srrozkHMANN 
SUNBEAM wrapper and the HUBER SUNBEAM wrapper resemble each other 
closely enough to cause confusion. This is not true with respect to the 
HUBER OLD TIME loaf. 

It is also my recollection of the testimony that Huber’s bread is sold 
in Philadelphia with the white wrapper, but that the predominant HUBER 
loaf is the OLD TIME loaf, and it is my recollection that the advertising discs 
and the radio broadcasts that Mr. Dare testified about, were changed when 
they were used in the Philadelphia Station to put in the otp Time loaf in 
the commercials rather than the straight suNBEAM commercial. 
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I think I could summarize it then by saying that the mark, wrapper 
and advertising campaign are the creation and property of QBA, that there 
was no agreement to give plaintiff an exclusive license in his territory or 
any territory; that there was no intent by QBA to abandon ownership and 
control of the little girl, the name SUNBEAM, MISS SUNBEAM, or the com- 
posite wrapper in plaintiff’s territory or anywhere else, and that no such 
abandonment occurred. 

I think that the plaintiff is estopped to claim ownership because he has 
accepted a license for the use of these assets, and the license recites his 
recognition of QBA ownership, and since receiving that license he has 
virtually consistently acquiesced in the control of QBA and I can’t recall 
any real important event manifesting an act inconsistent with that control. 

I think that the quality controls exercised by QBA are adequate and 
that they conform with the requirements of the statute, that there was 
acquiescence in them, and that I conclude as a matter of law that the 
license need not itself specify the quality controls if they actually exist. 

Accordingly, QBA has a right to license Stroehmann, the Stroehmann 
license is valid, and the plaintiff has no cause of action against either. 


HOLMGREN v. WATSON, Com'r of Patents 
D.C.D.C. — July 13, 1956 


CouRTS—MOTIONS 
Plaintiff’s motion for declaratory judgment for right to practice before Patent 
Office as an attorney is granted. Trademark Rule 2.12(b) is invalid insofar as it 
attempts to take away right to practice in trademark cases enjoyed by plaintiff 
under prior trademark rules. 


Action by Otto W. Holmgren v. Robert C. Watson, Commissioner of 
Patents, and Sinclair Weeks, Secretary of Commerce, for declaratory judg- 
ment as to right to practice before Patent Office. Judgment for plaintiff. 


Nelson Moore and William D. Hall, of Washington, D. C., for plaintiff. 
Clarence W. Moore, for defendants. 


McGarraaxy, District Judge. 

This is a suit in which plaintiff, who was registered before the U.S. 
Patent Office in 1916 as an attorney, prays for a declaration that he has 
a right to practice in trademark cases before the U.S. Patent Office. 

On May 31, 1956, plaintiff brought a motion for summary judgment, 
and the Court after hearing the motion argued, has decided to grant said 
motion. 

Now Therefore, it is Ordered, Adjudged, Declared and Decreed as 
follows : 
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1. Under the trademark rules of the Patent Office that were in effect 
from 1916 to August 15, 1955, Plaintiff’s registration to practice before the 
U.S. Patent Office gave him a right to practice before the U.S. Patent 
Office in trademark cases. 


2. That Trademark Rule 2.12(b),? effective August 15, 1955, is invalid 
insofar as it attempts to take away the right to practice in trademark cases 
that Plaintiff enjoyed under the prior trademark rules. 


3. That Plaintiff, as an attorney registered before the U.S. Patent 
Office, still has the same right to practice, in trademark cases, that he had 
under the Trademark rules in effect prior to the promulgation of new 
Trademark Rule 2.12(b). 


HOUSE OF WORSTED-TEX, INC. v. 
DEERING MILLIKEN & COMPANY, INC. 


Appl. No. 6195—C. C. P. A.—May 15, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Appeal from decision of Commissioner reversing Examiner’s sustaining of 

opposition to registration of mark WORSTERLON for fabrics of wool, rayon and 
nylon on basis of registrations of WORSTED-TEX for woven fabrics of silk and wool. 
Test is likelihood of confusion as to origin of the goods and the marks must be 
considered in their entireties with both similarities and dissimilarities being con- 
sidered. Portions of the two marks are identical but dissimilarities outweigh the 
similarities and concurrent use of marks is not deemed likely to cause confusion. 
Court has no authority to consider portion of Commissioner’s decision from which 
no appeal was taken. 


Opposition proceeding No. 30678 by House of Worsted-Tex, Inc. v. 
Deering Milliken & Company, Inc., application Serial No. 589,643 filed 
December 20, 1949. Opposer appeals from decision of Commissioner of 
Patents dismissing opposition. Affirmed. Worley, Judge, specially con- 
curring with opinion. 

Case below reported at 45 TMR 327. 


Caesar & Rivise (A. D. Caesar and Maz R. Millman of counsel), of Phila- 
delphia, Pennsylvania, for appellant. 
Walter E. Mueller, of Pendleton, South Carolina, for appellee. 


Before JoHNson, Acting Chief Judge, and Woruey and Jackson (retired), 
Associates Judges. 


1. Editor’s Note: This Rule reads in part as follows: “Persons who are not 
attorneys at law * * * are not recognized to practice before the Patent Office in trade- 
mark cases, except that persons not attorneys at law who were recognized for such 
practice under the rules prior to August 15, 1955, and who in fact practiced in con- 
nection with applications for registration filed since July 5, 1947, will recognized as 
agents to continue practice in trademark cases in the Patent Office * * *.” 
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JOHNSON, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, reversing the decision of the 
Examiner of Interferences which sustained appellant’s notice of opposition 
to the registration by appellee, under the Trademark Act of 1946, of the 
mark WORSTERLON for fabrics in the piece made of a combination of wool, 
rayon, and nylon. 

Appellee, in its application for registration, alleged November 12, 
1949, as the date of first use of the mark WORSTERLON in commerce among 
the several states. The application was examined and passed for publica- 
tion pursuant to section 12(a) of the Trademark Act of 1946, and the 
mark was duly published in the Official Gazette on June 19, 1951. On 
July 19, 1951, appellant filed its notice of opposition. 

In its notice of opposition, appellant alleged that it is the owner of 
the trademark worsTED-TEX for a woven fabric made of combinations of 
worsted and silk, and for men’s, boys’, and children’s suits, coats, vests, 
pants, overcoats, and topcoats. Appellant further alleged that it and its 
predecessor in title have been using the mark WORSTED-TEX on cloth con- 
tinuously from January 16, 1926, up to and including the date of filing 
the notice of opposition ; and that a large and exceedingly valuable business 
has been built up under said trademark. It was further alleged that the 
goods for which appellee is seeking to register the mark WORSTERLON are 
goods of the same descriptive quality and belong to the same class of 
merchandise as the goods upon which appellant has been using the mark 
WORSTED-TEX. Appellant also alleged that WORSTERLON and WORSTED-TEX 
are so similar in spelling, appearance, sound, and connotation that the 
use or registration by the appellee of the mark WoORSTERLON is likely to 
cause confusion or mistake in the minds of dealers and the purchasing 
public as to origin of the goods, and is likely to cause them to believe 
that appellee’s goods are appellant’s goods, thus resulting in damage to 
appellant. 

Appellee, in its answer to the notice of opposition, insofar as pertinent 
here, denied that its fabrics in the piece made of wool, rayon, and nylon 
are of the same descriptive properties as the items enumerated in the 
notice of opposition. Appellee also denied that its mark WORSTERLON is 
deceptively similar to appellant’s mark WoRSTED-TEX, and denied that 
appellant would be damaged by the registration of the mark WORSTERLON. 

It appears from the record that appellant is the owner of the follow- 
ing registrations for the trademark worsTED-TEXx: No. 218,057 (September 
21, 1926) ; No. 256,578 (May 21, 1929) ; No. 393,266 (January 27, 1942); 
No. 439,146 (June 1, 1948) ; No. 441,400 (November 23, 1948). 

Neither party took testimony. 

The Examiner of Interferences was of the opinion that the goods were 
closely related and found the marks worsTED-TEX and WORSTERLON to be 
confusingly similar. The Examiner of Interferences reasoned that in 
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comparing the marks in their entireties, the similarities predominated 
over the differences, especially since the first six letters of each of the 
terms are identical. He therefore sustained the notice of opposition. 

In view of the foregoing holding of the Examiner of Interferences, 
the present appellee appealed to the Commissioner. The Assistant Com- 
missioner was of the opinion that confusion, mistake, and deception of 
purchasers would not be likely to result if appellee’s mark was registered, 
and dismissed the notice of opposition. In view of the Assistant Commis- 
sioner’s decision, appellant has taken an appeal to this court. 

The record is quite clear that the marks are used on substantially the 
same types of goods. Thus, the sole issue before us on appeal is whether 
the marks WORSTED-TEX and WORSTERLON are so similar as to be likely to 
cause confusion in the trade and mislead purchasers. 

The test applied by this court in an opposition proceeding is the likeli- 
hood of confusion in the minds of the purchasing public as to the origin 
of the goods. Nestle’s Milk Products, Inc. v. Baker Importing Co., Inc., 
37 C.C.P.A. (Patents) 1066, 182 F.2d 193, 86 USPQ 80 (40 TMR 526); 
Standard Laboratories, Inc. v. Procter & Gamble Co., 35 C.C.P.A. (Patents) 
1146, 167 F.2d 1022, 77 USPQ 617 (38 TMR 768). 

In order to aid in the foregoing determination, various rules have been 
developed. It is well settled that the marks must be considered in their 
entireties. Apollo Shirt Co. v. Enro Shirt Co., Inc., 35 C.C.P.A. (Patents) 
849, 165 F.2d 469, 76 USPQ 329 (38 TMR 314); Valpo Co. v. Solis, 
Entrialgo Y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 457, 82 
USPQ 182 (39 TMR 699). But different features of the marks may be 
analyzed to determine whether the marks are confusingly similar, Hoffmann, 
La Roche, Inc. v. Roch D. Kawerk, etc., 32 C.C.P.A. (Patents) 954, 148 
F.2d 557, 65 USPQ 218 (35 TMR 71), and similarities and dissimilarities 
should both be considered, Younghusband v. Kurlash Co., Inc., 25 C.C.P.A. 
(Patents) 886, 94 F.2d 230, 36 USPQ 323 (28 TMR 132). 

In view of the fact that the likelihood of confusion in the minds of 
the purchasing public in each particular case is largely a matter of 
opinion, prior decisions are of little value since each case must be decided 
on its own particular set of facts. North Star Manufacturing Co. v. Wells 
Lamont Corp., 39 C.C.P.A. (Patents) 764, 193 F.2d 204, 92 USPQ 128 
(42 TMR 220); L. J. Mueller Furnace Co. v. United Conditioning Corp., 
42 C.C.P.A. (Patents) 932, 222 F.2d 755, 106 USPQ 112 (45 TMR 1223). 

We will now proceed to analyze the marks WORSTED-TEX and WORSTER- 
LON in the light of the above cited well settled law. It can readily be 
seen that the first six letters, worsTE of each mark are identical, as noted by 
the Examiner of Interferences. However, since the examiner has pointed 
out the similarities by dissecting the mark, it is only fair to look at what 
remains of the marks after they have been dissected. Following the first 
six letters, in one case, we have D-TEX and in the other rLoN. In the present 
ease, the examiner’s dissection, in our opinion, is unrealistic because syl- 
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lables have been split in the process. If the similarities and dissimilarities 
are to be compared it is in our opinion more realistic to compare WORSTED 
with WORSTER and TEX with LON. However, when the similarities are com- 
pared, it can be seen that while the parts worsTED and WORSTER may look 
somewhat alike, they do not, in our opinion, sound alike. The suffixes Tex 
and LON obviously do not sound or look alike. Relative to the meanings 
of the dissected portions of the marks, while worsTep is suggestive of a 
type of cloth, the word worster, if suggestive of anything at all, is an 
incorrect form of the word “worst.” Relative to the meanings of the words 
TEX and LON, we do not think they mean the same thing. Considering the 
appearances of the marks in their entireties, WORSTERLON consists of one 
word whereas WORSTED-TEX is hyphenated. We are of the opinion that the 
dissimilarities of the marks are greater than the similarities so as to cause 
the marks in their entireties to be more different than alike. We therefore 
are of the opinion that the concurrent use of the marks would not be likely 
to cause confusion in the minds of the purchasing public since, in their 
entireties, they do not look alike, sound alike, or have the same meaning. 

In reaching the foregoing conclusion, we have not overlooked appel- 
lant’s argument that the suffix rex of appellant’s mark connotes textile 
and that the suffix Lon of appellee’s mark also connotes a textile material 
“because it is suggestive phonetically or by abbreviation of nylon, a well- 
known textile material.” Nor have we overlooked appellant’s conclusion 
from the foregoing that the “connotations of the suffixes TEx and LON are 
themselves practically the same and also render the connotations of the 
composite marks in issue practically the same.” We are of the opinion that 
appellant’s reasoning is too strained to be convincing. We therefore can- 
not subscribe to the argument which has been presented. 

Furthermore, we are well aware of the rule of law urged by appellant 
that a newcomer must avoid the adoption of a mark which will resemble an 
earlier one, either in sight, sound, or connotation, lest such an adoption 
and use may create a likelihood of confusion. However, in the present case 
we feel that this rule is not applicable since, as we have pointed out above, 
the marks are sufficiently dissimilar so that confusion is not likely to result. 
We are also aware of the rule urged by appellant that doubt as to likelihood 
of confusion should be resolved against the newcomer. However, in the 
present case, we are of the opinion that there is no doubt to be resolved. 

There is one other aspect of this case which it is necessary for us to 
briefly consider. The Assistant Commissioner noted that appellee’s speci- 
mens which were submitted with its application for registration were highly 
unsatisfactory, and that the application was filed 38 days after claimed 
first use. The Assistant Commissioner was uncertain as to whether the 
mark WORSTERLON was being used as a style mark, as the name of the 
fabric, or as a trademark, and suggested that registration should not issue 
until the Examiner of Trademarks was satisfied that appellee is using the 
word as a trademark. There was no appeal taken by appellee from this 
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holding of the Assistant Commissioner, and we have no authority to con- 
sider this aspect of the case. Hat Corp. of America v. John B. Stetson Co., 
42 C.C.P.A. (Patents) 1001, 223 F.2d 485, 106 USPQ 200 (45 TMR 1343), 
and cases cited therein. 

We have carefully considered appellant’s case, however, for the fore- 
going reasons we are of the opinion that the decision appealed from should 
be affirmed. 

JACKSON, Judge, retired, recalled to participate. 

O’CoNNELL and Coz, Judges, because of illness, did not participate 
in the hearing or decision of this case. 


Wor ey, Judge, specially concurring. 

While I agree that we should not, under the circumstances of this case, 
consider the question as to whether appellee is using the word WORSTERLON 
as a style mark, as the name of a fabric, or as a trademark, I am not 
convinced that we have no authority to do so. This court, in several in- 
stances involving inter partes cases has passed upon ex parte questions of 
right to register trademarks, which were not made the basis of appeal from 
the decision of the commissioner. The Coshocton Glove Company v. Buck- 
eye Glove Company, 24 C.C.P.A. (Patents) 1338, 90 F.2d 660, 34 USPQ 64 
(27 TMR 449) ; Tidy-House Paper Products, Inc. v. Tidy House Products 
Co., 38 C.C.P.A. (Patents) 1099, 189 F.2d 280, 89 USPQ 599 (41 TMR 683) ; 
and Minnesota Mining and Mfg. Co. v. Minnesota Linseed Oil Paint Co., 43 
C.C.P.A. (Patents) 746, 229 F.2d 448, 108 USPQ 314 (46 TMR 470). 
There appears to me to be no clear difference in principle between those 
cases and the instant one. 


IN RE WALKER PROCESS EQUIPMENT INC. 
Appl. No. 6194—C. C. P. A.—May 15, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CORPORATE NAMES 
REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 

Appellant appeals to C.C.P.A. from decision of Assistant Commissioner of 
Patents refusing registration on Principal Register of words WALKER PROCESS 
EQUIPMENT INC. holding that it does not constitute trademark use but is corporate 
name used in trade name sense, 

In connection with WALKER PROCESS EQUIPMENT INC. appellant uses PROQUIP 
which is trademark for its products. 

Although name of a corporation may be trademark, trade name or both, ques- 
tion of whether corporate name is used as trademark must be decided on circum- 
stances of each case. Initial presumption is that corporate name is trade name 
rather than trademark. 

Since PROQUIP is used as trademark being the most prominent feature in speci- 
mens presented, addition of corporate name is unnecessary for trademark purposes 
and registration is denied. 
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TRADEMARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 2(f) 

Trade name that has become distinctive of applicant’s goods may be registered 
under Section 2(f) of Trademark Act. Since appellant failed to show trademark 
use of WALKER PROCESS EQUIPMENT INC. question of distinctiveness need not be 
decided in case at bar. 


Application for trademark registration by Walker Process Equipment 
Inc., Serial No. 540,504 filed November 7, 1947. Applicant appeals from 
decision of Commissioner of Patents refusing registration. Affirmed. 

Case below reported at 45 TMR 320. 


Louis Robertson, of Chicago, Illinois, for appellant. 
Clarence W. Moore for Commissioner of Patents. 


Before JoHNson, Acting Chief Judge, and WorLEy and Jackson (retired), 
Associate Judges. 


WorLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents affirming the decision of the Trademark Examiner refusing regis- 
tration on the Principal Register of the words WALKER PROCESS EQUIPMENT 
Nc. Registration was refused on the ground that the words, as used, do 
not constitute a trademark but are merely appellant’s corporate name used 
in a trade name sense. 

The record shows that appellant has used the words WALKER PROCESS 
EQUIPMENT INC. in association with the word progurpP, the latter being 
displayed in larger letters. The specimens submitted also include “Aurora 
Illinois” or “Aurora Ill. U.S.A.” The Assistant Commissioner, 102 USPQ 
443, 444 (45 TMR 320, 321), observed that “It is clearly apparent and 
applicant does not deny that proguip is a trademark for its products.” 
There is nothing in the record to refute that statement and it will therefore 
be accepted as accurate. 

The issue is whether the use of the words WALKER PROCESS EQUIPMENT 
INC. in the described manner constitutes use as a trademark, or as held by 
the Patent Office tribunals, the words are merely a trade name used as 
such. The distinction between trademarks and trade names is not always 
clear. As pointed out by the Supreme Court in American Steel Foundries 
v. Robertson et al., 269 U.S. 372 (138 TMR 289), the two terms may some- 
times overlap, but, generally speaking, a trademark is applicable to a 
vendible commodity and a trade name to a business. In that decision; the 
Court stated that a corporate name seems to fall more appropriately into 
the class of trade names. 

The distinction between trademarks and trade names was considered 
by this court in In re Lyndale Farm, 38, C.C.P.A. (Patents) 825, 186 F.2d 
723, 88 USPQ 377, 380 (41 TMR 244). That case involved the words 
LYNDALE FARM, which had been affixed by means of tags, to crates in which 
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cattle were shipped. The tags also bore the words “Floydada, Texas,” that 
being the location of the farm. This court said: 


Trademarks and trade names are distinct legal concepts within 
the ambit of the law of unfair competition. A trademark is fanciful 
and distinctive, arbitrary and unique. A trade name may be descrip- 
tive, generic, geographic, common in a trade sense, personal, firm or 
corporate. A trademark’s function is to identify and distinguish a 
product, whereas a trade name’s function is to identify and distinguish 
a business. 


It was further noted that the Lanham Act (Trademark Act of 1946) 
contains no provision permitting registration of trade names, as such, on 
the Principal Register, although section 2(f) “would permit inter alia a 
trade name which has become distinctive of applicant’s goods in commerce 
to be registered on the principal register upon a showing of adequate proof 
of distinctiveness,” but that the Lyndale application was not filed under 
the provisions of that section. (Italics quoted.) 

It is emphasized by appellant here that the decision in the Lyndale 
Farm case is based, at least in part, on the fact that the tags bearing the 
words LYNDALE FARM were not attached to the goods (cattle), but to the 
crates in which they were shipped and from which it was presumed they 
were removed before being sold. In that respect the Lyndale Farm case 
differs from the instant one, since the words WALKER PROCESS EQUIPMENT INC. 
are applied directly to appellant’s goods. However, the Lyndale Farm 
decision does not hold that a trade name ipso facto becomes a trademark 
when it is applied to merchandise. That is but one of the factors to be 
considered in determining whether there has been a trademark use. 

There can be no doubt that the words WALKER PROCESS EQUIPMENT INC. 
constitute a trade name, but that, in itself, would not necessarily preclude 
them from being a trademark as well since, as observed in the American 
Steel Foundries case, the name of a corporation may be a trademark, a 
trade name, or both. 

As defined in the Lanham Act, “The term ‘trademark’ includes any 
word, name, symbol or device or any combination thereof adopted and 
used by a manufacturer or merchant to identify his goods and distinguish 
them from those manufactured and sold by others.” 

It seems obvious, as was pointed out by the Assistant Commissioner, 
that the words WALKER PROCESS EQUIPMENT INC. were adopted primarily for 
the purpose of identifying the applicant and distinguishing it from other 
producers of goods rather than for the purpose of identifying or distin- 
guishing its goods from those of other producers. 

Since the words WALKER PROCESS EQUIPMENT INC. were not adopted to 
identify or distinguish goods, and would not, standing alone, be con- 
sidered a trademark, any trademark significance which they might have 
must be of a secondary nature acquired as the result of use. It is therefore 
necessary to further examine how those words were used. 
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As above stated, the specimens submitted by appellant show that the 
words WALKER PROCESS EQUIPMENT INC. are used in association with the 
words “Aurora Illinois” or “Aurora Ill. U.S.A.” and with the trademark 
PROQUIP, which is more prominently displayed than the other words. 

Since the word PRoQUIP is a trademark, it must necessarily identify and 
distinguish the goods to which it is applied, and being the most prominent 
feature of the specimens presented, it is obviously intended to be the prin- 
cipal means of identification. The words WALKER PROCESS EQUIPMENT INC. 
are therefore clearly unnecessary so far as any trademark purpose is con- 
cerned, since the goods are sufficiently identified without them by an arbi- 
trary word which would normally be considered to be a trademark. While 
it may be that two or more distinct trademarks may be applied simultane- 
ously to the same goods, that is clearly not the usual practice, and where, 
as here, the most prominent feature of a label is a word which is unques- 
tionably a trademark, the natural inference would be that the remaining 
words on the label are not to be considered a trademark. 


Moreover, in the instant case, each of the specimens includes the 
words “Aurora Illinois” or “Aurora Ill. U.S.A.” displayed in such a manner 
as to make it clear they indicate the location of WALKER PROCESS EQUIPMENT 
inc. In the Lyndale Farm case this court said, 88 USPQ at 381-382 (41 
TMR 244): 


Furthermore, the inference is created by the addition of the address 
‘Floydada, Texas’ to the placard that the use here involved does not 
so much distinguish appellant’s cattle as it identifies appellant as the 
source of the shipment while the crate and its contents are in transit. 
That is trade name usage as distinguished from trademark usage. 


Similarly here the addition of the address of Walker Process Equip- 
ment Inc. suggests that the name of the corporation is not being used as 
a trademark. 

Obviously, the question of whether a corporate name, which is also 
a trade name, has been used as a trademark must be decided on the circum- 
stances of each particular case. The initial presumption is that a corporate 
name is a trade name rather than a trademark. As was noted in the 
Lyndale Farm case, a trade name which has become distinctive of an appli- 
cant’s goods in commerce may be registrable under section 2(f) of the 
1946 Trademark Act. Whether it is possible for a trade name to be regis- 
tered as a trademark in any other manner is a question which need not be 
decided here, since, for the reasons given, we agree with the lower tribunals 
that appellant has failed to show a trademark use of the words involved 
and, accordingly, is not entitled to the registration sought. 

A situation similar to that here was before the United States District 
Court for the District of Columbia in Duncan Electric Mfg. Co. v. Marzall, 
Commissioner of Patents, 95 USPQ 242 (42 TMR 919), where it was held 
the words DUNCAN ELECTRIC MFG. co. had not been used in a trademark sense. 
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Appellant relies on Ex parte Dallioux, 83 USPQ 262 (39 TMR 965), 
holding the name ANDRE DALLIOUX to be registrable as a trademark. That 
ease, however, was concerned with the prohibition in section 2(e) of the 
1946 Act against the registration of a mark which is “primarily merely a 
surname” and did not involve the manner in which the name was used. 
Therefore, it is not in point with the facts here. 

The decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate. 


O’CoNNELL and CoLe, Judges, because of illness, did not participate 
in the hearing or decision of this case. 


CHARM LABORATORIES v. THE RILLING 
DERMETICS COMPANY 


No. 35833 — Commissioner of Patents —June 5, 1956 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
Applicant’s motion to set aside ex parte ruling granting access to trademark 
application file is denied. Such requests are ex parte in nature and involve only 
question of showing sufficient interest by the person making request and discretion 
of Commissioner. 


Opposition proceeding by Charm Laboratories v. The Rilling Dermetics 
Company. Motion to set aside ruling granting access to application denied. 


Robert C. Comstock, of Los Angeles, California, for Charm Laboratories. 


Wilkinson, Huxley, Byron & Hume, of Chicago, Illinois, for The Rilling 
Dermetics Company. 


LeEeEps, Assistant Commissioner. 


Applicant has filed a paper entitled “Motion to Set Aside Ex Parte 
Ruling of the Assistant Commissioner of Patents Granting Access to the 
File of Charm Laboratories.” Since trademark applications, unlike patent 
applications, may be made available for inspection by any person who, in 
the discretion of the Commissioner, shows an interest in such application, 
and since in the discretion of the Commissioner such an interest was shown 
in this case, the request for access and inspection was granted. 

Such requests are ex parte in their nature, since they involve only the 
question of a showing of sufficient interest by the person making the request 
and the discretion of the Commissioner in either granting or denying the 
request. 

As a matter of information, a copy of the request is enclosed. 

The motion is denied. 
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ANDERSON, CLAYTON & CO. v. SOPHIE TUCKER'S 
FOOD PRODUCTS COMPANY, INCORPORATED 


No. 32574 — Commissioner of Patents — June 19, 1956 


TRADEMAFK ACT OF 1946—REGISTRABILITY—IN GENERAL 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application for registration of mark SOPHIE TUCKER’S with drawing of young 
lady used on noodles but later on used to include macaroni, soup mixes, mayonnaise, 
pickles and olives is opposed by registrant of MRS. TUCKER’S used on vegetable oil 
shortening, salad oil, canned goods and table syrup. 

Burden was on opposer to present facts from which damage might be presumed 
from expansion of applicant’s line of products. Opposer failed to discharge burden 
and registration may issue. 


Opposition proceeding by Anderson, Clayton & Co. v. Sophie Tucker’s 
Food Products Company, Incorporated, application Serial No. 631,133 filed 
June 12, 1952. Applicant appeals from decision of Examiner of Inter- 
ferences refusing registration. Reversed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for applicant-appellant. 
Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for 
opposer-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register the word mark SOPHIE TUCKER’S, 
associated with a drawing of a smiling young lady,’ for noodles, macaroni, 
diced soup mixes, macaroni and peas, mayonnaise, pickles and olives. Use 
since December 1, 1932 has been asserted. Registration has been opposed 
by the registrant of mrs. TUCKER’s for a line of prepared food products.’ 

Opposer’s record consists of copies of its registrations and certified 
copies of instruments evidencing changes in ownership of the mark. 

Applicant’s record consists of its application file, including reference 
in the application to ownership of a registration of a composite mark con- 
sisting primarily of SOPHIE TUCKER’s, and a drawing of a solemn young lady, 
for noodles.’ This registration, renewed to applicant, has been in effect since 
1933, and it appears from the application that the mark has been mod- 
ernized and the goods have been expanded to include macaroni, soup mixes, 
macaroni and peas, mayonnaise, pickles and olives. 


1. It appears that the name SOPHIE TUCKER identifies not the well-known enter- 
tainer, but a former officer of applicant’s corporation, and she has consented to the use 
of her name. 

2. Reg. No. 133,999 issued to a predecessor Aug. 10, 1920, renewed; Reg. No. 
367,965 issued to a predecessor June 6, 1939; Reg. No. 544,613 issued to a predecessor 
July 3, 1951; and Reg. No. 559,387 issued to a predecessor May 27, 1952. The two 
earliest registrations show, in addition to the word mark, a drawing of a grandmotherly 
appearing woman. 

3. Reg. No. 303,976, issued June 13, 1933 to a predecessor and renewed to 
applicant. 
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Opposer’s earliest registration was for vegetable oils and shortening for 
cooking purposes. The application filed in 1938 indicates that its prede- 
cessor expanded its goods to include wheat flour, canned vegetables and 
canned and preserved fruits. The application filed in 1950 indicates that 
opposer’s predecessor’s line consisted of oleomargarine, vegetable oil short- 
ening, and cottonseed oil for salad and cooking purposes. The application 
filed in 1951 by opposer’s predecessor indicates that its line consisted of 
vegetable oil shortening, salad oil, wheat flour, canned vegetables, canned 
and preserved fruits and table syrup. 


Thus, it may be assumed for purposes of this proceeding that from 
1933 opposer has been using MRS. TUCKER’s as a trademark for vegetable 
oils and shortening, and applicant has been using SOPHIE TUCKER’s on 
noodles. From 1938 opposer has used MRS. TUCKER’s on flour and canned 
vegetables and fruits, and fruit preserves, and applicant has used soPHIE 
TUCKER’s on noodles. These circumstances placed a burden on opposer to 
present facts from which damage to opposer might be presumed from the 
expansion of applicant’s line of products sold under the mark soPHIE 
TUCKER’s. The burden has not been discharged. 


The decision of the Examiner of Interferences is reversed. 


JULES MONTENIER, INC. v. RESSAN CO., INC. 
No. 32098 — Commissioner of Patents — June 19, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of Toor for liquid preparation for treatment of 
athlete’s foot is opposed by manufacturer of anti-perspirant STOPETTE, in connection 
with which the phrase POOF! THERE GOES PERSPIRATION is used. 

Considering that opposer’s prior use of POOF was only in connection with 
phrase and considering suggestiveness of word Poor as used on goods packed in 
“squeeze” bottles and differences of product, confusion of purchasers is unlikely 
and opposition is dismissed. 


Opposition proceeding by Jules Montenier, Inc. v. Ressan Co., Inc., 
application Serial No. 609,101 filed January 22, 1951. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Wallenstein & Spangenberg, of Chicago, Illinois, for opposer-appellant. 
Bacon & Thomas, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register roor for a liquid preparation 
for use in the treatment of athlete’s foot, use since October 24, 1950 having 
been asserted. Registration has been opposed by the manufacturer of 
(1) an anti-perspirant sold under the mark sTOPETTE, in connection with 
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which the phrase POOF! THERE GOES PERSPIRATION’ is used; and (2) a de- 
odorant body powder sold under the two marks sTOPETTE and poor.’ The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

According to the testimony of opposer’s president, he has been in the 
business of selling cosmetics since 1929 and body deodorants since 1931 or 
1932. He conducted his business under various trade styles until July of 
1947 when opposer corporation was organized. Opposer succeeded to his 
assets and continued with the business, concentrating on body deodorants. 
For a number of years opposer has used the trademark sTOPETTE on its 
liquid anti-perspirants, and in February of 1950 it commenced using the 
phrase POOF! THERE GOES PERSPIRATION in connection with the sale of the 
product. Since that time it has spent approximately four million dollars in 
advertising the product, and featuring the phrase in such advertising which 
has appeared on national television, in nationally circulated periodicals and 
in newspapers. Some twenty-five million packages of the anti-perspirant 
showing POOF! THERE GOES PERSPIRATION on the package, or on the display 
associated therewith, have been sold throughout the United States. These 
sales had a retail value of thirteen to fourteen million dollars. 

In 1946 and 1947 opposer invoiced forty packages of body powder iden- 
tified in the invoices as poor body powder, but the record does not show 
how the powder was packaged, nor does it show that such body powder 
was marked with poor in any way. According to the witness, “the liquid 
deodorant business proved to be quite a job for me, both in the size of the 
business, and the growth of the business, and the financing of it, and I had 
to give all my time at the beginning to the liquid part until I had it suffi- 
ciently well established that I could devote more time to other products 
which came later,” and commercial exploitation of Poor deodorant body 
powder was not commenced until the late fall of 1951. 

Both the liquid anti-perspirant and the deodorant body powder made 
by opposer are sold in a plastic “squeeze” bottle. As was stated by opposer’s 
witness: “POOF STOPETTE has a functional container. When you squeeze it 
you can impinge the liquid in it and have a spray action, and we have 
been looking for names or trademarks which would be functional at the 
same time. Sometimes, like an onomatopoeia, the sound indicates the func- 
tion, and I have other trademarks like sQUEEZE, SQUEEZETTE and Poor; it 
indicates the function of the functional container.” 

Thus, it is seen that opposer adopted the word poor to indicate the 
function of the “squeeze” container and has used it in the phrase Poor! 
THERE GOES PERSPIRATION since February of 1950. It commenced commercial 
use of poor (indicating the function of the “squeeze” container) as a mark 
for its body deodorant powder in the late fall of 1951. 


1. Reg. No. 570,137 issued Feb. 10, 1953. 
2. Reg. No. 578,233 issued Aug. 4, 1953. 
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Meanwhile, on January 22, 1951 applicant filed its application to 
register Toor for its pharmaceutical preparation for treatment of athlete’s 
foot. 


Considering that opposer’s prior use of poor was only in the phrase 
POOF! THERE GOES PERSPIRATION, and considering the suggestiveness of POOF 
as used by opposer on its products packaged in the “squeeze” bottles, and 
considering the differences in the products and the uses for which they 
are designed, it is not believed that confusion or mistake of purchasers is 
likely; and there is nothing else in the record from which it can be con- 
cluded that opposer will be damaged by the registration. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE METALS & CONTROLS CORPORATION 


Commissioner of Patents — June 20, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Four applications were filed to register designs or configurations on Supple- 
mental Register for temperature controlled electric switches, for which a patent 
was granted. Applicant sells its switches under mark KLIXON but record shows only 
one advertising circular listing of product sold under that mark. 

Fact that applicant owns patents for thermostatic switches of the designs does 
not mean that designs are registrable under Trademark Act. Question is whether 
or not shape of thermostatic switches is capable of distinguishing them from those 
made by others. 

Patents in accordance with which switches are manufactured will expire within 
a short time; upon expiration of patents thermostatic switches will be free to all 
in design disclosed in patents. Applicant may not deprive public of right to utilize 
disclosures in patents by claiming exclusive rights in configurations resulting from 
disclosures. “Prior art” has no applicability to trademark matters and it is not 
incumbent on Patent Office to cite “prior art” in connection with configurations 
or designs sought to be registered as trademark. Assistant Commissioner holds that 
under the circumstances subject matter of applications is incapable of distinguish- 
ing applicant’s goods and registration is refused. 


Application for trademark registration by Metals & Controls Corpora- 
tion, Serial Nos. 607,555-8 filed December 11, 1950. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Townsend M. Gunn, of Attleboro, Massachusetts, for applicant. 


LEEps, Assistant Commissioner. 


Four applications have been filed to register on the Supplemental 
Register the designs or configurations of switches described in the applica- 
tions as “temperature controlled electric switches used, for example, in the 
control of electric motors or other energy translating devices.” Use since 
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June of 1938 of the designs in S.N. 607,555 and S.N. 607,556 is asserted ; 
use since July 25, 1946 of the design in S.N. 607,557 is asserted; and use 
since August 26, 1946 of the design in S.N. 607,558 is asserted. (It is noted 
that the application which matured into Patent No. 2,199,388 hereinafter 
discussed was filed February 7, 1938.) Registration has been refused on 
the ground that the subject matter of the applications is incapable of dis- 
tinguishing the goods of applicant from the goods of others. Applicant 
has appealed. 

The specimens submitted in each case are the switches themselves; and 
the drawings each consist of five views of the switches and appear to be of 
the type generally submitted with applications for design patent rather 
than applications for trademark registration. 

Applicant sells its switches under the trademark KLIxon; and the only 
advertisement in the record is a circular which states under the sub-heading 
“Specify when Ordering Motors” the following: “Specify Motors with 
built-in KLIxon Motor Protectors.” 

It appears from the circular in the record that two of the switches 
submitted (S.N. 607,555 and S.N. 607,557) are for automatic reset recom- 
mended for use in refrigeration, air conditioning, air compressors, blowers 
and other unattended or automatically controlled equipment. According 
to the explanatory material, when the temperature within the motor reaches 
danger point KLIxon Protector snaps the power Orr preventing motor 
from burning out; and as soon as the motor cools to safe operating tempera- 
ture, the KLrIxon Protector automatically snaps the power ON again. 

The other two switches submitted (S.N. 607,556 and S.N. 607,558) are, 
according to the circular, for manual reset recommended for use in those 
applications where hazard is involved in an unexpected starting of the 
motor, such as washing machines, hand tools, power saws, etc. The ex- 
planatory material states, “As in the automatic reset type, the KLIXON 
Protector snaps the power orr whenever the motor reaches the danger 
point * * * Protector stays orr until the reset button is pushed to turn 
power oN. Protector cannot be reset unless motor has cooled to safe 
temperature.” Each of these switches has a red button on the top, but 
it is the entire switch which applicant seeks to register rather than the 
red button feature. 

All of the thermostatic switches are manufactured under patents 
owned by applicant—the basic patent for the automatic reset switch appears 
to be Patent No. 2,199,387, granted May 7, 1940; and the basic patent for 
the manual reset switch appears to be Patent No. 2,199,388, granted May 7, 
1940. Subsequent patents (Nos. 2,317,830 and 2,317,831, granted on April 
27, 1943) appear to be the specific patents under which the switches are 
presently manufactured. 

It is notable that Figures 1, 2 and 3 of the drawings submitted with 
Patent No. 2,199,388 are substantially identical with Figures 3, 5 and 1, 
respectively, of application Serial No. 607,556 and Figures 2, 5 and 1, 
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respectively, of application Serial No. 607,558. The drawings submitted 
with application Serial Nos. 607,555 and 607,557 are substantially the same 
as Figures 1, 2 and 3 of Patent No. 2,199,388 with the omission of the 
button from manual operation, and they are not unlike Figures 1, 2, 3 and 
8 of Patent No. 2,199,387. 

Applicant apparently contends: (1) that when “no prior art has been 
cited,” the configuration of the switches cannot fail to distinguish the 
goods; (2) letters submitted by applicant from purchasers are sufficient 
to show that the shape of the switches indicates to such purchasers “just 
where the goods originate” ; (3) the decision in Ex parte Caron Corporation, 
100 USPQ 356 (44 TMR 336), is controlling; and (4) the switches are 
“species of the genus motor protection thermostats” and “the fact that 
others may now be making devices that look remarkably like applicant’s 
does not destroy (in trademark law) this genus-species relationship, because 
such devices came into being after applicant created its species.” 

These contentions will be disposed of in the order stated. Prior art is 
a patent term and has no applicability to trademark matters. It is not 
incumbent on the Patent Office to cite “prior art” in connection with con- 
figurations or designs sought to be registered as trademarks. Trademarks 
are not inventions—they are names, words, symbols or devices which 
identify the products of one manufacturer or merchant and distinguish 
them from those of others. It does not follow from the mere fact that 
applicant owns patents disclosing inventions of thermostatic switches of 
the designs sought to be registered that the designs are registrable under 
the Trademark Act. Indeed, the reverse may follow. The question of 
whether a mark presented for registration is capable of distinguishing an 
applicant’s goods is, in the present cases, a question of mixed law and fact. 
It was not necessary for the Examiner of Trademarks to cite “prior art” 
to support his holding that the subject matter of the applications is not 
capable of distinguishing applicant’s goods. 

The letters submitted by applicant are from twelve users of applicant’s 
thermostatic switches. In soliciting the letters applicant apparently sub- 
mitted a photograph of six switches, four of which had check marks— 
three above and one below—indicating switches made by applicant. The 
substance of the contents of the letters is that the writers recognize from 
their appearance that the checked switches are made by applicant. The 
record does not show what applicant asked the writers, but from the 
context of the letters, it may be presumed that the writers were asked if 
they recognized the checked switches as being made by applicant. They 
are without weight, particularly where, as here, the switches are made in 
accordance with patents which show the same shape as is now sought to be 
registered. 

The decision in Ez parte Caron Corporation is inapposite here. In 
that case, the question presented was whether or not the conformation of 
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the applicant’s bottle was capable of distinguishing its perfume, and not 
whether or not it was capable of distinguishing a bottle; whereas the ques- 
tion here is whether or not the design or configuration of applicant’s 
patented switches is capable of distinguishing its switches. 

The final contention of applicant might be appropriate in some way 
in prosecuting an application for design patent, since it seems to relate to 
“invention” or “creation” of the designs sought to be registered, but the 
very admission that others may now be making devices that look remark- 
ably like applicant’s is sufficient to support a holding in these cases that 
the subject matter of the applications is incapable of distinguishing appli- 
cant’s goods. Applicant seems to contend that these devices made by others 
are infringing devices because of their appearance, but the question of 
infringement is not before us. The sole question is whether or not the 
shape of applicant’s thermostatic switches is capable of distinguishing 
them from thermostatic switches made by others. 

There is a fundamental matter of law and fact present in these cases 
which requires a ruling against applicant’s right to register the designs or 
configurations presented. The patents in accordance with which applicant 
is manufacturing its switches will expire in a relatively short time. Upon 
expiration of the patents, the thermostatic switches disclosed therein will 
be free to all. Freedom to make switches in accordance with the patents, 
under the circumstances of these cases, carries with it freedom to make 
them in the design disclosed in the drawings. Although Patents Nos. 
2,199,388 and 2,199,387 state that the thermostatic disc may be made in 
other than circular shape and that the matter shown in the accompanying 
drawings shall be interpreted as illustrative and not in a limiting sense, 
nevertheless, the disclosures are for switches incorporated in a round 
configuration. It was stated in Ez parte Jongleux & Lundquist, Inc., 101 
USPQ 77, 82 (44 TMR 835) (Com’r., 1954) “* * * a patentee will not be 
permitted to claim rights under the guise of trademark protection and 
thereby deprive the public of its right to utilize freely and completely a 
machine on which a patent has expired.” So here, applicant may not 
deprive the public of its right freely and completely to utilize, upon expira- 
tion, the disclosures in the patents identified herein by claiming exclusive 
rights in the configurations resulting from the disclosures. Under the cir- 
cumstances of these cases, it must be concluded as a matter of law that the 
subject matter of the applications is incapable of distinguishing applicant’s 
goods, since upon expiration of the patents, all who make thermostatic 
switches in accordance with their terms will be free to utilize the configura- 
tions. 

The decision of the Examiner of Trademarks is affirmed, but for 
the reasons set forth herein. 
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TORO MANUFACTURING CORPORATION OF 
MINNESOTA v. ROOT MANUFACTURING CO., INC. 


No. 6090 — Commissioner of Patents — June 22, 1956 


TRADEMARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Petition for cancellation of mark zip with arrow running through letters for 
power lawn mowers is filed by owner of ZIPPER for powered sickle bar mowers 
alleging prior use. Petitioner uses TORO as house mark in connection with specific 
marks for its various items. 

While products are the same, although different in type the marks zip and 
ZIPPER create substantially identical commercial impressions when applied to goods 
and are likely to confuse purchasing public. The marks are similar in sound and 
appearance. 

Respondent began using ZIP in 1947 and learned about a year later of peti- 
tioner’s use of ZIPPER use of which commenced in 1946. Respondent pleads laches 
but proofs fall short of establishing laches and estoppel on part of petitioner, but 
proved respondent’s knowledge of petitioner’s use of ZIPPER, but no effort was made 
to establish superior rights. Affirmative defense fails for lack of proof and regis- 
tration is ordered canceled. 


Cancellation proceeding by Toro Manufacturing Corporation of Min- 
nesota v. Root Manufacturing Co., Inc., Registration No. 550,567 issued 
December 11, 1950. Registrant appeals from decision of Examiner of 
Interferences granting petition. Affirmed. 


Williamson, Williamson, Schroeder & Adams, of Minneapolis, Minnesota 
and James Atkins, of Washington, D. C. for petitioner-appellee. 


Fishburn & Mullendorf, of Kansas City, Missouri for respondent-appellant. 


Leeps, Assistant Commissioner. 


A petition has been filed to cancel Registration No. 550,567 showing 
zip, with an arrow running through the letters, registered on November 
6, 1951 for power lawn mowers. Petitioner claims ownership of zIPPER 
for powered sickle bar mowers as a result of its alleged prior use. The 
Examiner of Interferences granted the petition, and respondent has 
appealed. 

Petitioner’s record shows that it is a manufacturer of mowers (riding- 
type, reel-type, sickle bar-type, and gang mowers), snow plows, golf course 
tractors, replacement parts for these items, and a small machine tool. 
Early in 1946 it commenced using zipPER as the trademark for its sickle 
bar power mower and each sickle bar power mower thereafter shipped was 
marked with the word zipPer in large letters on the side stenciled by silk- 
screen process and it also appeared with the serial number of the mower on 
a metal name plate attached to the mower. 

Petitioner uses TORO as its house mark on all of the machines which it 
makes and sells, but the specific marks for the various items are used 
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separately from the house mark on the machines. Some of the advertising 
has shown TORO ZIPPER, but much of it has featured zIpPER most prominently. 
Sales value of zipper mowers from early in 1946 to the fall of 1953 when 
testimony was taken amounted to approximately $1,100,000—in ratio of 
nine to ten percent of petitioner’s total sales. Scope of petitioner’s distri- 
bution has been nationwide with exports to many countries of the world. 
An average of $250,000 to $300,000 have been spent by petitioner in 
advertising its products nationally under its various marks in periodicals 
circulated to users—for example, golf magazines, cemetery magazines and 
the like—but it was not possible for the witness to estimate the amounts 
spent in advertising the zIppeR mower due to the fact that petitioner ordi- 
narily advertises three or more items in each advertisement. It has also 
advertised the zIPPER mower by means of brochures, catalogs and circulars. 


Respondent’s record shows that it manufactures and sells rotary 
mowers, power saws and trench mortar shells. It has sold its mowers under 
various marks, and in 1947 it commenced using zip on one of its rotary 
power mowers—first by casting the word on the mowers and later by means 
of decalcomanias. About a year after it had been using the mark, respon- 
dent learned of petitioner’s use of zipper through a mailing piece of peti- 
tioner. From 1947 through 1953 respondent sold a total of 3,875 zip mowers 
having a sales value of $306,378.24, and sales were made in Illinois, Mis- 
souri, Kansas, Oklahoma, Texas, Tennessee, Louisiana, Florida and possibly 
Georgia. Some four or five thousand dollars have been spent annually by 
respondent in advertising its zip mowers primarily by direct mail, although 
some advertisements have appeared in “Kansas Business Magazines” and 
possibly in local newspapers, “Cappers Weekly,” and “Hardware Age.” 
Only the last mentioned has national circulation, and the evidence is not 
conclusive that there was ever any advertising of zip mowers in that 
periodical. 

Petitioner makes and sells zIPPER mowers, and respondent makes and 
sells zip mowers. For purposes of this proceeding, the products are the 
same, although different in type. 

The sole question, then, is whether or not purchasers are likely to be 
confused or mistaken as between zip mowers and ZIPPER mowers. The marks, 
when applied to the goods, create substantially identical commercial impres- 
sions and are likely to be confused in recollection. Furthermore, they do 
not look or sound unlike. Under such circumstances, damage to petitioner 
will be presumed. 

Respondent pleaded laches, but its proofs fall far short of establish- 
ing laches and estoppel on the part of petitioner. It proved no facts which 
indicate that it built its business under the zip mark in reliance on peti- 
tioner’s knowledge of what it was doing. Indeed, it did not prove either 
actual or imputed knowledge by petitioner, but it did prove respondent’s 
knowledge of petitioner’s use of zipper for mowers about a year after it 
had commenced using ziP; but apparently no effort was made to determine 
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which had superior rights, and no effort was made to change its mark. The 
affirmative defense must fail for want of proof. 


The decision of the Examiner of Interferences is affirmed, and Regis- 
tration No. 550,567 should be canceled. 


UNITED WALLPAPER, INC. v. 
LOUIS HAND, INCORPORATED 


Oppos. No. 31994, Canc. No. 6059 -— Comm. of Patents — June 22, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Application to register TRIMETTE for rufflings for windows and curtains is 
opposed by registrant of TRIMz for paper table mats, doilies, wallpaper and fabric 
draperies and wall coverings. Shortly after filing of answer in opposition proceed- 


ing applicant petitioned for cancellation of opposer’s registrations apparently on 
grounds that TRIMz is descriptive. 


Petitioner failed to discharge burden of showing TRIMZ to be a descriptive 


use which was heavy in view of prior ex parte decision that TRIMZ was registrable 
and therefore the petition to cancel is dismissed. 


Considering suggestive nature of applicant’s mark and unorthodox spelling 
confusion of purchasing public is unlikely to result and opposition is dismissed 
and TRIMETTE may be registered. 


Opposition proceeding by United Wallpaper, Inc. v. Louis Hand, 
Incorporated, application Serial No. 621,768 filed November 28, 1951. 

Cancellation proceeding by Louis Hand, Incorporated v. United Wall- 
paper, Inc., Registration No. 408,609 issued August 22, 1944 and Regis- 
tration No. 535,225 issued December 26, 1950. 

Both parties appeal from decision of Examiner of Interferences sus- 
taining opposition and granting petition. Reversed. 


Wilkinson, Huzley, Byron & Hume, of Chicago, Illinois, for opposer- 
respondent. 


William R. Liberman, of New York, N. Y., for applicant-petitioner. 
Leeps, Assistant Commissioner. 


An application was filed to register TRImETTE for rufflings for windows 
and curtains, use since November 16, 1951 having been asserted. Registra- 
tion was opposed by the registrant of TrR1mz for paper table mats, doilies, 
wallpaper and paper borders,’ and for rayon and cotton draperies and 
fabric wall coverings.” 

Three months after applicant filed its answer in the opposition pro- 
ceeding it filed a petition to cancel opposer’s registrations, apparently on 


1. Reg. No. 408,609 issued to a predecessor on August 22, 1944 and was published 
in accordance with Section 12(c) on May 3, 1949. 


2. Reg. No. 535,225 issued to a predecessor on December 26, 1950 on the Principal 
Register. 
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the grounds that opposer-respondent had opposed registration of applicant- 
petitioner’s mark, opposer-respondent’s mark is descriptive, and “the 
existence of the said registrations represents an unconscionable and in- 
equitable effort on the part of respondent to monopolize and to withdraw 
from the language the descriptive word ‘trim’ in respect of the goods 
here involved.” 

On motion of opposer-respondent to consolidate the two proceedings, 
it was ordered that the two would proceed concurrently and might be sub- 
mitted upon the same records and briefs in so far as practicable. The 
Examiner of Interferences sustained the opposition and granted the petition 
to cancel. Applicant-petitioner has appealed in the opposition proceeding, 
and opposer-respondent has appealed in the cancelation proceeding. 

The nature of these cross-actions requires consideration of the can- 
celation proceeding first. Respondent’s registrations are prima facie evi- 
dence of ownership of the mark, of validity of the registrations, and of 
registrant’s exclusive right to use the mark on the goods identified in the 
registrations. Petitioner’s record consists of items noticed under Rule 282 
consisting of a copy of a page from the American College Dictionary 
showing the definitions of “trim”; a copy of a page from a book entitled 
“Koester School of Drapes” showing a page heading “Complete Window 
Trims”; a copy of a page from the same book showing reference to “store 
trim” in the narrative; a copy of a page from the same book showing an 
illustration of the book entitled “Modern Window Trims”; and copies of 
seven registrations which include TRIM, TRIMZ, TRIMS Or TRIMMINGS as a 
component. 

The word Trim has a commonly and well understood meaning, and the 
copy of the page from a dictionary adds nothing to that meaning in so far 
as this case is concerned. 

The copies of pages from the book entitled “Koester School of Drapes” 
deal with store window trimmings for display purposes and they are irrele- 
vant to the question presented in this case. 

One of the registrations—TRIM-TEX—is for leather simulating cloth for 
upholstering motor vehicles, vehicle top coverings and carriage cloth, and is 
irrelevant to the matter involved here. The six other registrations were 
issued after respondent’s Registration No. 408,609; but in any event they 
are incompetent for the purpose for which they were noticed, namely, to 
support petitioner’s allegations that (1) the word Trrm is a dictionary word 
and therefore respondent’s mark is merely descriptive ; and (2) respondent’s 
registrations merely pluralize the word Trim and the only points of differ- 
ence in said registrations over the word Trim is the presence of the terminal 
letter “Z.” 

Presumably, petitioner made the strongest possible showing, but there 
is nothing in its record which rebuts the prima facie evidence of respon- 
dent’s registrations. Petitioner has failed to discharge its burden—and the 
burden was a heavy one in view of the fact that the Assistant Commis- 
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sioner in Ex parte Trimz Company, Inc.,’ 61 USPQ 217 (Com’r., 1944), 
reversed the holding of the Examiner of Trademarks that respondent’s 
mark was descriptive, and found it to be registrable. 

The Examiner of Interferences erred in granting the petition to cancel 
on the ground of descriptiveness, particularly where, as here, there could 
have been no presumption of damage to petitioner in view of the fact 
that he sustained the respondent-opposer’s opposition in the companion 
ease, and where, as here, the question of descriptiveness had previously 
been resolved in respondent’s favor by the Assistant Commissioner. 

The decision of the Examiner of Interferences is reversed, and the 
petition for cancellation is dismissed. 

In the opposition proceeding, opposer’s record shows that prior to 
August of 1950 Trimz Company, Inc. (the original registrant of the mark 
TRIMZ) was a subsidiary of opposer and in August of 1950 this company 
and other subsidiaries were merged in, and all assets were transferred to, 
opposer. The business of opposer comprises the manufacture and sale of 
wallpapers, borders in the decorative field, pre-pasted wallpapers and 
borders, plastic coated wall coverings, and packaging materials, such as 
cartons. In October of 1940, Trimz Company, Inc. commenced using TRIMz 
as a trademark for wallpaper and other paper products which it sold, and 
it continued to use the mark until the merger in 1950, and opposer has 
continued using the mark since the merger. Trimz Company, Inc. spent, 
prior to the merger, $2,812,560.91 in advertising its Trrmz products in 
newspapers, magazines, on radio and television and by point of purchase 
displays, and its sales in the ten-year period amounted to $22,239,719.99. 
Opposer, between the date of the merger and the date testimony was taken 
in 1954, has spent $240,325.97 in advertising TRrmz products in all modern 
media, and its sales have amounted to $2,678,551.14. Sales have been made 
throughout the United States, in some South American countries, Mexico, 
Cuba, the West Indies, Canada and India. The products are sold through 
department stores, paint and wallpaper stores, hardware stores, and five- 
and-dime stores to the general public. 

The testimony and exhibits indicate that tTrmz is presently used 
primarily on ready-pasted wallpaper and borders, draperies and valances, 
plastic wallpaper and cedar wood made into wallpaper for closets. 

There is no question but that opposer has a substantial business and 
goodwill symbolized by its TrRrmz mark. 

Applicant’s record consists of its application file and the above- 
described items noticed under Rule 282. The stated purpose of the copies 
of the registrations submitted with the notice, in so far as the opposition 
is concerned, was to support the allegation in its answer that a long time 
prior to respondent’s earliest dates and since, the word Trim in various 
combinations has been used and registered in respect of the goods here 





3. Trimz Company, Inc. was respondent’s predecessor. 
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involved. Since all of the registrations, except the one heretofore held to 
be irrelevant, issued after opposer’s earliest registration, they are incom- 
petent for the purpose stated. 

The sole question presented is whether or not purchasers of applicant’s 
TRIMETTE window and curtain rufflings are likely to believe that they orig- 
inate with the manufacturer of TRIMz wallpaper, borders, draperies and 
valances, or that such purchasers are likely to associate applicant’s TRIM- 
ETTE rufflings with opposer or its TRIMz paper items. 

Considering the suggestive nature of the applicant’s mark when applied 
to its goods, and considering the commercial impression created by opposer’s 
mark as a result of the peculiar and unorthodox spelling of the word, it is 
not believed that there would be any association in the public mind between 
TRIMETTE rufflings and TRImMz wallpaper, borders, draperies and valances; 
nor is it believed that there is any likelihood of purchaser confusion or 
mistake such as was contemplated by the framers of the statute. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


MONTICELLO DRUG COMPANY v. SILBY 
No. 32529 — Commissioner of Patents — July 9, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of BIG 6 sIx for laxative used in treatment of 
colds, fever, headache and malaria is opposed by registrant of “666” for similar 
goods, chill and fever tonic, grippe, malaria and headaches. Applicant’s mark 
underwent various changes since rights in registered mark were acquired from 
previous owner, taking on greater similarity with opposer’s mark; applicant con- 
cedes prior use of mark by opposer and knowledge of opposer’s mark “666” at 
time of adoption of mark BIG 6 SIX. 

Marks involved are not unlike in appearance and sound and when applied to 
the goods are likely to cause confusion and deception among consumers. Under 
circumstances opposition is sustained and mark is not entitled to registration. 


Opposition proceeding by Monticello Drug Company v. Jos. Silby, 
application Serial No. 637,617 filed November 4, 1952. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Reversed. 


Munn, Liddy, Nathanson & March, of New York, N. Y., for opposer- 
appellant. 


John F. Brezina, of Chicago, Illinois, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register the mark shown below for a 
medicinal preparation used as a laxative in the treatment of colds, chills, 
fever, headache, biliousness, and malaria: 
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Use since 1914 is alleged. 

Registration has been opposed by the registrant of “666” for a chill 
and fever tonic ;' for remedies for chills and fevers, colds, grippe, malaria, 
diabetes, liver, kidney and bladder troubles, Bright’s disease and dropsy ;? 
and for liquid preparations for treatment of colds, headaches, neuralgia, 
muscular aches and pains and for reducing fever due to colds, and for 
checking chills and fever due to malaria; nose drops; cold tablets; and 
salve for aiding and relieving discomforts of colds and as a dressing for 
burns, scalds, bruises and sunburn.® 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has conducted a substantial business 
under the trademark “666” since 1901, it being estimated that sales under 
the mark have exceeded $1,000,000 annually in value since 1926; and ap- 
proximately $8,000,000 have been spent in advertising the “666” products 
through national magazines, newspaper, radio, point-of-sale displays and 
by direct mail. 

Applicant concedes that opposer has prior use of its mark on its 
products, and that the products of the parties are similar in kind. 

It appears from applicant’s record that in 1933 he acquired from one 
William F. Sibbett of Douglas, Georgia, all right, title and interest in the 
mark shown below, registered on January 25, 1921 for a chill and fever 
tonic :* 


fic sk 


6 


The consideration was $200, and applicant testified that he received the 
formula for making the preparation, as well as labels showing the mark. 
He testified, however, that “there were not too many” labels turned over 
to him. 

By 1934 applicant had changed the mark and obtained a registration 
showing that reproduced below for a preparation for the treatment of 
colds, chills, fever, headache, biliousness and malaria :° 


1. Reg. No. 38,957 issued to a predecessor Sept. 30, 1902, renewed twice to opposer. 

2. Reg. No. 88,916 issued Oct. 29, 1912, renewed. 

3. Reg. No. 516,054 issued Oct. 4, 1949. ; , 

4. Reg. No. 139,209, expired. The numeral “6” was superimposed in red over the 
dosage and directional material, rather than as a part of the mark as indicated by the 
registration. 

5. Beg. No. 315,707 issued Aug. 7, 1937. 
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ORSIBBETTS 
WG Six 


6 


This registration has been renewed and is in full force and effect.* 

In about 1940 there was a further change in the label to show Bie six 
in larger type, with pR. sIBBETTs appearing above and the big red numeral 
“6” appearing superimposed on the dosage and directional material. 

Sometime between 1943 and 1946 the label was changed to eliminate 
reference to DR. SIBBETTS and to show the mark now presented for regis- 
tration. 

Applicant knew of opposer’s products and sold them under the “666” 
mark in his drug store for several years before he commenced making his 
own product. When he began manufacture, he did not select his own mark 
to identify and distinguish his product from those of others. Instead, he 
purchased from Sibbett, a stranger, such rights as Sibbett may have had 
in the SIBBETTs BIG sIx mark’ and from time to time, applicant changed 
the formula and the mark. His product has been promoted and sold for 
relief of chills and fevers due to colds, and for headaches and biliousness 
due to constipation. Applicant testified that he no longer advertises his 
preparation as having any beneficial effect with respect to colds, yet his 
application recites that the mark sought to be registered is used on a 
medicinal preparation used as a laxative in the treatment of colds, chills, 
fever, headache, biliousness and malaria. His business has apparently 
grown somewhat over the years, as indicated by label orders in evidence, 
‘ although his advertising has been limited to local media and point-of-sale 
displays. Applicant presently employs four people in the operation. 

Opposer’s mark is pronounced six SIX SIX or SIX SIXTY-SIX Or THREE 
sixes. Applicant’s mark is pronounced BIG SIX or BIG six six. The sole 
question is whether or not applicant’s mark when applied to his product 
so resembles opposer’s mark when applied to its product as to be likely to 
eause confusion, mistake or deception of purchasers. To put it another 
way, is applicant’s mark, when seen on his product, likely to cause pur- 
chasers to associate applicant’s product with opposer’s product or its 
producer, or to lead them to believe that applicant’s product is approved 


6. It is observed that the size of the letters making up the words pr. SIBBETTS and 
BIG SIX are not in the same proportions on the specimens submitted with the application 
as in the registration, the words BIG SIX appearing in larger proportion on the speci- 
mens. The numeral “6” on the specimens was in considerably larger proportion than 
appears in the registration, and it was displayed in red over the dosage and other 
directional material on the labels. 

7. There is some question that there was any goodwill of the business in existence 
at the time of the execution of the instrument of assignment in 1933. The assignor, 
according to applicant’s testimony, agreed to forward to him, the assignee, any orders 
received for the product after the assignment, and he further testified that any orders 
which came from sources “down there” [where Sibbett was located] after the purported 
transfer, whether directly or through Sibbett, were negligible. 
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or sponsored or in some way connected with opposer? Whatever may have 
been the result of use of applicant’s earlier marks, the metamorphosis has 
been such that the type of confusion, mistake or deception at which the 
statute was aimed is believed likely to result, especially when opposer’s 
substantial consumer advertising is considered. One of applicant’s retailers 
obviously associated the two products when he wrote to applicant in 1941 
in part as follows: “I hardly think that five gross will even scratch the 
surface in view of the fact that the THREE SIx preparation has been increased 
to approximately $1.70 per dozen to direct purchasers. In view of this 
situation, do you still want to go along with your initial deal as outlined 
by your letter of June 26, or would you rather have your initial offer 
reduced to five free per dozen.” 

Having been familiar with opposer’s products sold under its “666” 
mark for some years, and having sold them through his drug store, when 
applicant decided to embark upon the business of manufacturing a com- 
petitive product, he did not select a mark so different as to have his business 
and goodwill stand apart from opposer’s. Instead, he purchased from a 
stranger whatever rights he may have had in the term SIBBETTS BIG SIX, 
and gradually changed the mark to Bia 6 srx. The language in Baker v. 
The Master Printers of New Jersey, 47 USPQ 69, 72 (30 TMR 640) 
(D.C.N.J., 1940), is not inappropriate wherein the Court said: 

“Tt has been well said that the most successful form of copying 


is to employ enough points of similarity to confuse the public with 
enough points of difference to confuse the Courts.” 


The facts of this case are such that unscrupulous dealers are likely to 
be led by applicant’s mark on his product to believe that they can sell that 
product for opposer’s without fear of detection, or if detected, with an 
excuse believed to be sufficient to excuse the action, thereby bringing about 
consumer deception. 

The marks here involved are not unlike either in appearance or sound— 
and so far as significance or association is concerned, applicant’s mark only 
suggests opposer and its products. Consumer confusion and mistake are 
likely to result from applicant’s mark on his goods under the circumstances 
present here. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 


EX PARTE THE BASTIAN-BLESSING COMPANY 


Commissioner of Patents — July 10, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SYMBOLS 
Applicant seeks to register caricature of a girl’s head beneath which appears 
LITTLE ELPEE for use on cylinder connections, valves and adaptor connectors; LITTLE 
ELPEE is disclaimed. 
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Applicant manufactures items for utilizing and controlling liquefied petroleum 
gas under mark REGO. LITTLE ELPEE is central character of comic booklets used for 
advertising applicant’s goods. Symbols and devices under the statute are motion- 
less and changeless, whereas physical position, attire and physiognomy of LITTLE 
ELPEE are constantly changing. It is used only to promote sale of liquefied petroleum 
products and to promote applicant’s goods sold under REGO mark. It is not used 
to identify applicant’s products and does not serve as trademark. Application is 
refused. 


Application for trademark registration by The Bastian-Blessing Com- 
pany, Serial No. 649,468 filed June 29, 1953. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Watson D. Harbaugh, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register a somewhat grotesque cari- 
eature of a girl’s head beneath which appears her name, LITTLE ELPEE. The 
name LITTLE ELPEE is disclaimed. The products identified in the application 
are cylinder connections, valves, gas pressure regulators and adaptor 
connectors, all for use in connection with heating apparatus. Use since 
March 24, 1948 is alleged. 

Registration has been refused on the ground that the subject matter 
of the application is an advertising “gimmick” not used in commerce as a 
trademark. Applicant has appealed. 

Applicant is a manufacturer of items for utilizing and controlling 
liquefied petroleum gas, and it sells these items under the trademark RE«o. 

The specimens include comic booklets featuring LITTLE ELPEE as the 
central figure; brochures showing LITTLE ELPEE urging the purchase of 
REGO products ; a booklet in which LITTLE ELPEE offers comic strip newspaper 
mats to dealers in L-P gas appliances, installations and maintenance parts; 
and a convention pad with LITTLE ELPEE telling the conventioneers where 
the REGO room is and inviting them to come to call. 

The comic booklets show LITTLE ELPEE telling the virtues of liquefied 
petroleum gas for water heating, refrigerating, cooking ranges, space heat- 
ing, clothes drying and the like. On the back cover page she is pictured as 
saying “Remember! Every time you specify rEGO, you specify depend- 
ability !”” Applicant’s REGo products are pictured on the page. 

On the brochures LITTLE ELPEE is pictured with a bow and arrow 
(marked REGO), and the arrow is being shot into the heart of a bullseye 
marked “Profits.” LITTLE ELPEE is saying “Yes Sir! Specify reco for 
Greater Profits.” 

On the booklet offering to dealers newspaper mats of comic strips 
featuring LITTLE ELPEE telling the virtues of L-P gas, she is pictured saying, 
“Here they are—LITTLE ELPEE newspaper mats to help you sell more L-P 
gas installations and appliances!” 
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The convention pad pictures a scantily clad LITTLE ELPEE saying, 
“The REGO room is . Drop in and see us!” 

LITTLE ELPEE is animated and clothed to suit the occasion. 

Applicant contends that these specimens show the “trademark” on 
“displays associated with the goods,” such “displays” being shipped in 
commerce with the identified products. 

At the outset, it is necessary to determine whether or not the subject 
matter of the application is a trademark under the terms of the statute. 
Obviously, the caricature is not a name or word. (The name, LITTLE ELPEE, 
as stated above is disclaimed.) Is it a symbol or device? The answer is 
probably in the negative, since symbols and devices used as trademarks are 
motionless and changeless, whereas LITTLE ELPEE is quite active and her 
physiognomy, physical position and attire are constantly changing. 

If the subject matter of the application could be considered a symbol 
or device, is it a symbol or device used by the applicant to identify its prod- 
ucts and distinguish them from others? The answer is in the negative. It is 
used to promote the virtues of liquefied petroleum gas; to aid dealers who 
sell gas appliances and install and maintain gas appliances to sell more; and 
to promote applicant’s REGO products with such dealers in their installations. 
The subject matter is not used to identify applicant’s goods and distinguish 
them from those of others. 

The mere fact that the brochures and other promotion pieces featuring 
LITTLE ELPEE may be inserted with applicant’s products when they are 
shipped to dealers does not elevate this animated advertising and sales 
promotion “gimmick” to the status of a trademark. 

Registration is refused on the ground that the subject matter of the 
application is not a trademark adopted and used in commerce by applicant 
to identify its products and distinguish them from those of others. 

The Examiner of Trademarks is affirmed. 


INDUSTRIAL TAPE CORPORATION (by change of 
name, PERMACEL TAPE CORPORATION) v. TIME- 
SAVER PRODUCTS COMPANY (PACIFIC PUTTY 
COMPANY, assignee, substituted) 


No. 6092 — Commissioner of Patents — July 10, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—EVIDENCE 
Registrant of PERMACEL for pressure-sensitive adhesive tapes, heat-sealing tapes 
and tape dispensers petitions for cancellation of PERMA SEAL for caulking compound. 
Although products of parties are specifically different, they could be thought 
to emanate from same source if sold under same mark. Where goods are sold to 
industrial users and governments confusion is unlikely since such purchasers know 
what they want. But where goods are sold also to general public confusion is likely; 
damage to petitioner will be presumed, if one class of purchasers is likely to be 











Vol. 46 T. M.R. 





1248 THE TRADEMARK REPORTER 





confused, although other classes can clearly distinguish goods sold under respective 
marks, Petition to cancel granted. 


Cancellation proceeding by Industrial Tape Corporation (by change 
of name, Permacel Tape Corporation) v. Timesaver Products Company 
(Pacific Putty Company, assignee, substituted), Registration No. 557,054 
issued April 1, 1952. Petitioner appeals from decision of Examiner of 
Interferences dismissing petition. Reversed. 


Norman St. Landau and Benton A. Bull, of New Brunswick, New Jersey, 
for petitioner-appellant. 


Cook & Robinson, of Seattle, Washington, for respondent-appellee. 


LEEps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration No. 
557,054 showing PERMA SEAL for a caulking compound, issued on April 1, 
1952. Petitioner is the registrant of peRMAcEL for pressure-sensitive ad- 
hesive tapes,’ adhesive cements in liquid and solid form,” heat-sealing tape,° 
and adhesive tape dispensers.* The Examiner of Interferences dismissed 
the petition, and petitioner has appealed. 

The record consists of copies of opposer’s registrations, respondent’s 
registration file and a joint stipulation of facts in lieu of testimony. 

According to the stipulated facts, petitioner owns the mark PERMACEL 
and the identified registrations, and it has continuously used the mark 
since prior to May 15, 1950; the mark has been continuously used on rolls 
of adhesive tapes ranging from ten feet to several hundred yards in length, 
and such tapes are used for many purposes including extensive use in and 
by the construction industry, in handling concrete, as weather stripping 
for trucks, and for masking, holding, protecting, reinforcing, sealing and 
packaging various products; the mark is used on dispensers for its tapes; 
the mark is used on containers of liquid adhesive cement ranging in con- 
tent from pints to fifty-five gallons and such cement is sold to industrial 
users, including the electrical, communications, aircraft, machinery and 
paper and packaging industries; the mark is used on adhesive cements in 
solid sheets used for banding or joining two or more members or parts 
together ; the products sold under the mark have been extensively adver- 
tised in a variety of national trade periodicals and in some consumer 
magazines; adhesive tapes have been sold under the mark PERMACEL 
throughout the United States and in foreign commerce, whereas its cements 
have been sold extensively in the Eastern and Mid-Western part of the 
United States and in California; and petitioner’s pERMACEL products are 
sold directly to manufacturers, to the general public through glass merchan- 






















































Reg. No. 388,238 issued June 17, 1941. 
Reg. No. 433,551 issued Oct. 21, 1947. 
Reg. No. 511,583 issued June 28, 1949. 
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disers, distributors of paint and building materials, and directly to depart- 
ments of State and Federal governments. 

Respondent and its predecessor have, since May 15, 1950, used PERMA 
SEAL on products commonly known as caulking compounds, glazing com- 
pounds and putty, and specifically on metal sash glazing compounds, wood 
sash glazing compounds, bedding compounds, gun-consistency and knife- 
consistency caulking compounds and similar compounds manufactured to 
specifications; its products are packaged in tubes, cartridges, cartons and 
drums ranging from one-tenth gallon to eight hundred pounds; respondent’s 
products are primarily and extensively used in and by the building and 
construction industries; they are sold directly to window sash manu- 
facturers, glass merchandisers and installers, to the general public through 
distributors of paint and building materials, and directly to various Mu- 
nicipal, State and Federal governments; and respondent’s products have 
been sold extensively in the Western part of the United States, Western 
Canada and Alaska. 


It seems beyond question that the products of the parties, though 
specifically different, are such that they would be thought to emanate from 
the same source if sold under the same mark. This leaves only the question 
of whether or not the marks are so alike—either in sound, appearance or 
significance as to be likely to cause confusion, mistake or deception of 
purchasers. 


With reference to direct sales to manufacturers, industrial users and 
governments, there is no likelihood of confusion, mistake or deception, since 
such purchasers are likely to know what they want, where to obtain what 
they want, and with whom they are dealing. 

Those engaged in the building and construction industry are not 
likely, in view of the specific differences in the products of the parties and 
the probable suggestive significance of respondent’s mark when applied to 
its caulking compounds, to attribute the products to a single source. 

Purchasers in the category of the general public buy the goods of both 
parties in paint stores and hardware stores handling builders’ supplies 
and household repair materials. The products are of a nature not frequently 
purchased and the recollection of marks on such products is not always 
precise. It is probable that neither mark would have any particular sug- 
gestive significance to this class of purchasers when used in connection 
with the respective goods; but the sound of the marks when used on such 
items, which are not unrelated in use by the “do-it-yourself” householder, 
is such as to suggest a single producer for both. This is especially true 
when pronunciations in various sections of the country may differ, and, 
as stated above, the products are not frequently purchased and the pur- 
chaser’s recollection is not infallible. It is concluded that so far as the 
general public is concerned, there is likelihood of confusion or mistake 
within the meaning of the statute. Damage to petitioner will be presumed 
if one class of purchasers is likely to be confused or mistaken, although 
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other classes clearly would distinguish the goods sold under the respective 
marks. 

The decision of the Examiner of Interferences is reversed, and the 
petition to cancel is granted. 


EX PARTE RICHARD H. ULLMAN, INC. 


Commissioner of Patents — July 10, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register MUSICAL TUNE-O as service mark for entertainment 
service of musical game played over the radio. Registration is refused on ground 
that applicant’s mark so resembles TUNEO registered for musical game as to be 
likely to cause confusion when applied to applicant’s services. Hyphenated spelling 
of TUNE-O and resulting difference in pronunciation is not convincing. Application 


is refused. 


Application for service mark registration by Richard H. Ullman, Inc., 
Serial No. 596,213 filed April 27, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Bean, Brooks, Buckley & Bean, of Buffalo, N. Y., for applicant. 


LEeps, Assistant Commissioner. 

An application has been filed to register MUSICAL TUNE-O as a service 
mark for “an entertainment service in the nature of a musical quiz game 
played over the radio,” use since August 29, 1949 having been asserted. 
Registration has been denied on the ground that applicant’s mark so 
resembles the mark TUNEO previously registered for a musical game’ as 
to be likely, when applied to applicant’s services, to cause confusion, mis- 
take or deception. Applicant has appealed. 

Applicant’s mark MUSICAL-TUNE-O is for a musical game played on 
radio. Registrant’s mark TUNEO is for a musical game played on a board 
or “panel.” Both games use song titles as the “hub” of the game. 

There is no question in my mind but that persons familiar with regis- 
trant’s game identified by its mark would, upon seeing applicant’s mark 
advertised on the entertainment page of a newspaper or listed in the radio 
program, assume common production or association of the two—particu- 
larly when it is considered that the listening public ordinarily does not 
know the identity of producers of radio programs. 

Applicant’s contention that “the hyphenated phrase TUNE-o not only 
provides an appearance different from the registered mark TUNEO, but 


1. Reg. No. 547,446 issued Sept. 4, 1951 for a “musical game which includes a 
master panel having vertical and horizontal blocks thereon, each block having a name 
of a song and a slot associated therewith, a tab for each slot and a plurality of playing 
cards, each card having a smaller number of vertical and horizontal blocks thereon, 
each block having a name of a song thereon, the names for all the blocks being on the 
master panel.” 
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also ensures separate pronunciation of the parts ‘Tune’ (rhyming with 
‘June’) and ‘O,’ whereas upon viewing the registered mark it would 
appear that the ‘E’ should be spoken making the registered mark rhyme 
with ‘Romeo’ ” is not convincing. TUNEO with or without a hyphen is likely 
to be pronounced the same way—the hyphen creating a distinction without 
a real difference. It is common knowledge that the public generally is not 
conscious of the presence or absence of hyphens in trademarks. 

The Examiner of Trademarks properly held that applicant’s mark so 
resembles the previously registered mark as to be likely, when used in 
connection with a radio musical game, to cause confusion or mistake, and 
his decision is affirmed. 


YARD-MAN, INC. v. ARIENS COMPANY 
No. 32772 — Commissioner of Patents — July 10, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for registration of ARIENS YARDSTER for wheeled, motor operated 
tillage machine with lawn mower attachment is opposed by registrant of YARD-MAN 
for hand and motor operated lawn mowers. 

Although applicant’s corporate name ARIENS appears in mark as used on goods, 
it does not eliminate likelihood of confusion where opposer uses mark YARD-MAN 
without corporate name. 

Products involved are expensive and not casually purchased, but manner of use 
of respective marks might lead purchasers to believe that applicant’s goods are 
part of opposer’s line. Opposer who has used mark 20 years prior to applicant is 
entitled to benefit of such doubt as may be created. Opposition sustained. 


Opposition proceeding by Yard-Man, Inc. v. Ariens Company, appli- 
cation Serial No. 639,732 filed December 19, 1952. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 


Townsend F. Beaman, of Jackson, Michigan, for Yard-Man, Inc. 


Morsell & Morsell, of Milwaukee, Wisconsin, for Ariens Company. 


Leeps, Assistant Commissioner. 

An application has been filed to register ARIENS YARDSTER for a wheeled, 
motor operated tillage machine, including lawn mower and snow removal 
attachments. Use of ARIENS since 1932 and of ARIENS YARDSTER since 1952 
is asserted. Registration has been opposed by the registrant of YARD-MAN 
for hand and motor operated lawn mowers.‘ The Examiner of Inter- 
ferences dismissed the opposition, and opposer has appealed. 

The record consists of a copy of opposer’s registration, applicant’s 
application, and a stipulation of facts in lieu of testimony. 

According to the stipulated facts, opposer is the owner of the trade- 
mark YARD-MAN, registered as No. 378,647; opposer has continuously used 


1. Reg. No. 378,647 issued June 11, 1940. 





1252 THE TRADEMARK REPORTER Vol. 46 T. M.R. 


its trademark since 1933 on lawn mowers, both hand and power operated, 
sold through hardware stores and hardware departments in large quantities 
throughout the United States, at prices ranging from $15.00 to $120.00; 
and the specimen submitted with the opposition showing 


—THE SILENT— 
YARD-MAN 


constitutes one form of usage of the YARD-MAN mark on opposer’s goods. 


On applicant’s behalf, the stipulation recites that it is the owner of the 
trademark ARIENS YARDSTER which has been continuously applied to wheeled 
motor operated tillage machines, including auxiliary lawn mower and 
snow removal attachments, since September 24, 1952; the trademark is a 
composite mark comprising ARIENS, the predominant portion of applicant’s 
corporate name, and the word yarpsTER; the machines to which applicant 
applies its mark are primarily motor driven tillage implements for garden 
tilling and cultivating, with mower and snow removal attachments being 
optional; 97% of sales of applicant’s implements involve only their sale 
as a garden tiller and cultivator, .9% involve the sale with mower attach- 
ment, and 2% involve the sale with snow removal attachment; the price 
range of applicant’s implements is from $168.50 to $198.50; and in addition 
to its other functions, applicant’s implement can, with proper accessories, 
be used for spraying flowers and plants, spraying paint, and for providing 
electric power. 

Applicant’s advertising and brochures, attached to the stipulation 
indicate that it features YARDSTER in much larger type than ARIENs, and in 
a display considerably different from the appearance of the mark on the 
machines. Such brochures and advertisements also include applicant’s cor- 
porate name or at least the aRrENns portion of it. 

The Examiner of Interferences relied upon the decision in Yard-Man, 
Inc. v. Savage Arms Corporation, 99 USPQ 215 (44 TMR 322) (Com’r, 
1953), aff’d CCPA, 105 USPQ 284 (45 TMR 724), in dismissing the 
opposition. In that case the respondent’s mark was dominated by the word 
SAVAGE in large black letters and the representation of an Indian Chief’s 
head in red, the words YARD CHIEF being secondary in size and position. 
There the respondent’s mark and the petitioner’s (opposer here) mark dif- 
fered widely in appearance, and they differed widely in significance in 
view of the fact that presence of the word savaag, the representation of an 
Indian’s head and the word cutEF resulted in a connotation completely 
different from the word YARD-MAN. The marks—YARD-MAN and SAVAGE 
YARD CHIEF sounded entirely different. Both marks were used on lawn 
mowers. 

In the present case the marks are YARD-MAN and ARIENS YARDSTER— 
the former used on lawn mowers and the latter on implements for garden 
tilling and cultivating, with lawn mower and snow removal attachments, 
though the great proportion are sold without the attachments. 
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It does not appear why applicant selected yaRDSTER, suggestive of yard 
or lawn equipment, for an implement designed and sold primarily for 
garden tilling and cultivating, nor does it appear why it features the 
word YARDSTER so predominantly in its advertising pieces. 


It is true that the salient feature of applicant’s corporate name 
ARIENS appears in the mark as used on the goods, but this does not neces- 
sarily eliminate likelihood of confusion when opposer, so far as this record 
shows, uses its trademark YARD-MAN without any corporate name. 

The involved products are neither inexpensive nor casually purchased ; 
but the manner of use of their respective marks by the parties, and 
opposer’s long use of YARD-MAN on lawn mowers before applicant’s first use 
of ARIENS YARDSTER on garden tilling and cultivating implements with 
mower attachment leads to the conclusion that potential purchasers of 
applicant’s implements, upon seeing YARDSTER thereon, are likely to believe 
that they are an item in the “line” made by the manufacturer of YARD-MAN 
lawn mowers. In any event, opposer is entitled to the benefit of such 
doubt as may be created by the record of this case. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. ; 


EX PARTE BACHARACH INDUSTRIAL 
INSTRUMENT COMPANY 


Commissioner of Patents — July 11, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


TRADEMARK ACT oF 1946—REGISTRABILITY—SYMBOLS 

Applicant seeks to register two marks, both showing letter “B” half enclosed 
in partially opened triangle for use on locating flanges in the nature of jigs, sleeve 
and seal expanders, seat cutters and supercharger kits for hand tools. Registration 
is refused on ground that applicant’s mark resembles registered mark “B” in tri- 
angle used on tools and for machinery of all types, such as wrenches, pliers, chisels 
and drills. If applicant’s marks are used on same goods as registrant’s confusion 
and deception are likely to be caused and application is, therefore, refused. 


Application for trademark registration by Bacharach Industrial Instru- 
ment Company, Serial Nos. 646,723 and 646,977 filed May 11, and 14, 
1953. Applicant appeals from decisions of Examiner of Trademarks 
refusing registration. Affirmed. 


Joseph E. Dickinson, Pittsburgh, Pennsylvania, for applicant. 


Leeps, Assistant Commissioner. 
Two applications have been filed to register the following marks: 
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B B 


Use since July 7, 1952 and January 16, 1953, respectively, is alleged. 
Registration has been refused on the ground that applicant’s mark so 
resembles the registered mark’ 


as to be likely, when applied to applicant’s goods, to cause confusion, 
mistake or deception of purchasers. Applicant has appealed. 

The products identified in the applications are “locating flanges in the 
nature of jigs, sleeve and seal expanders, driving mandrels, spanner 
wrenches, boring fixtures, seat cutters, supercharger kits comprising hand 
tools, jigs and fixtures for assembling and disassembling engine super- 


chargers, and parts thereof.” 

The products identified in the registration are “tools and for machin- 
ery—namely, all kinds and types of the following goods: wrenches, wrench 
sets, wrench sockets and chain pipe wrenches, tongs, hammers, handles, 
pliers, pipe vises, clamps, knurling tools, screw drivers, drifts, drill sockets, 
reamer holders, ratchet drills, chisels, hand punches, cotter-pin tools, cut- 
off tools, lathe dogs, clamp dogs, automatic screw machines, drop hammers, 
die sinking machines, milling machines, trimmer die millers, hot trimming 
presses, timber scribes and hot saws.” 

It cannot be doubted that if applicant’s marks are used on the same 
products as registrant’s, confusion, mistake or deception is most likely 
to occur. It would appear from a catalog of applicant’s and one of regis- 
trant’s that the products may be substantially different and may move 
in completely different trade channels to different classes of purchasers, 
but applicant’s record fails to reveal the facts. During the prosecution of 
the applications when the question was raised by the examiner, applicant’s 
position was stated as follows: 


“A review of the products recited in the reference registration and 
those recited in the applicant’s application[s] disclose some similarity 
of wording, but there appears to be a relatively wide difference in the 


1. Reg. No. 399,829 issued on Feb. 2, 1943. 
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type of products involved so far as the channels of industry are con- 
cerned. This, however, is not considered of great importance so far 
as applicant’s right to his registration is concerned.” 


Since applicant’s marks, if used on substantially similar products 
moving in substantially the same trade channels to the same classes of 
purchasers as registrant’s, would be most likely to cause confusion or mis- 
take, and since the record is silent on this point it must be assumed that 
there is no substantial difference. Doubt is resolved in registrant’s favor, 
and registrations are refused. 

The decisions of the Examiner of Trademarks are affirmed. 


ENDO PRODUCTS INC. v. STRONG, 
COBB AND COMPANY, INC. 


No. 33297 — Commissioner of Patents — July 11, 1956 


Opposition proceeding by Endo Products Inc. v. Strong, Cobb and 
Company, Inc., application Serial No. 646,500 filed May 5, 1953. Opposer 
appealed from decision of Examiner of Interferences dismissing opposi- 
tion ; reversed at 46 TMR 1007. Petition for reconsideration denied. 


A. J. Nydick, of New York, N. Y., for opposer-appellant. 


Albert L. Jacobs, of New York, N. Y., for applicant-appellee. 
LEEpDs, Assistant Commissioner. 


Applicant has filed a request for reconsideration of the decision of the 
Assistant Commissioner dated June 26, 1956, 46 TMR 1007. 

It appears that the second full paragraph on page 100, right hand 
column, of that decision is not strictly in accord with the facts. The para- 
graph is therefore revised as follows: 


It appears from the application file that applicant owns a regis- 
tration of TETROPENTOBARB for a “sedative preparation comprising a 
combination of pentobarbital* sodium and pentyleneterazol”?; and a 
registration of TETROSECOBARB for a “sedative preparation comprising 
a combination of secobarbital* sodium and pentylenetetrazol.” * From 
this, it must be concluded that applicant has adopted a contraction of 
these two marks—TETROBARBS—for its “sedative preparation compris- 
ing a combination of phenobarbital* sodium and pentylenetetrazol.” 
Opposer pointed this out quite forcefully in its response to the order 
to show cause ; and it also contended that the tendency to shorten words 
may well bring about further contraction resulting in a mark sub- 
stantially identical with opposer’s mark. 


2. Reg. No. 579,804 issued Sept. 8, 1953. 
3. Reg. No. 579,805 issued Sept. 8, 1953. 
* Emphasis supplied. 
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The request for reconsideration is granted only to the extent indicated 
herein. 


THE ALLIGATOR COMPANY v. BERRY & BENSON 
No. 32023 — Commissioner of Patents — July 12, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register TRAVEL-TWIN for men’s and ladies’ combination top- 
coats and overcoats is opposed by registrant of TRAVELWEIGHT for raincoats and 
other waterproof garments. Opposer’s rainwear is sold under the widely advertised 
mark ALLIGATOR using specific mark TRAVELWEIGHT to identify particular model. 

Word TRAVEL while highly suggestive in referring to wearing apparel, is not 
obviously descriptive. 

TRAVELWEIGHT as used by opposer suggests garment of light weight, while 
TRAVEL-TWIN as used by applicant suggests dual purpose coat. Considering nature 
of marks when applied to goods, it is unlikely that confusion or deception would 
result and opposition is dismissed. 


Opposition proceeding by The Alligator Company v. Berry & Benson, 
application Serial No. 545,075 filed December 22, 1947. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Zabel, Baker, York, Jones & Dithmar, of Chicago, Illinois for opposer- 
appellant. 


Wallenstein & Spangenberg, of Chicago, Illinois for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TRAVEL-TWIN for men’s and 
ladies’ combination topcoats and overcoats, use since December 3, 1947 
having been asserted. Registration has been opposed by the registrant of 
TRAVELWEIGHT for raincoats and all kindred waterproof garments. The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

The record shows that opposer is a manufacturer of rainwear, all of 
which it sells under the trademark ALLIGATOR, and each model of which is 
sold under a specific mark. TRAVELWEIGHT is one of the specific marks— 
termed by opposer in its brief “a secondary mark which identifies the par- 
ticular type of garment.” The aLLicaTor products are extensively adver- 
tised and extensively sold. Opposer advertises its various types of garments 
under the ALLIGATOR mark and the specific marks in magazines having 
national circulation; and its retailers advertise in the same manner in their 
local newspapers. According to the testimony of opposer’s vice-president, 


1. Reg. No. 288,723 issued Nov. 3, 1931, renewed, for raincoats and all kindred 
waterproof garments, namely, capes, hats, caps, jackets, leggings, shirts, pants, ponchos, 
aprons, golf shirts, and golf coats for men, boys, women and girls. 


et eT 


5% eae 
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both national advertising and dealer advertising may feature a particular 
type of garment, or several different types, but all of such advertising, as 
well as display racks, window and counter plaques, and other point of sale 
material feature “mainly the main trademark auuicaTor.” The function 
of the specific garment trademark, according to the witness, is very im- 
portant in dealer advertising “because it pegs the ad for a specific item by 
a specific price.” Even a casual examination of the advertising leads to 
the conclusion that opposer has attempted to create in the public mind a 
consciousness of ALLIGATOR rainwear and to promote its specific marks as 
type or model designations of ALLIGATOR rainwear. It is presumed that its 
attempts have been successful—and that TRAVELWEIGHT means to the public 
a particular model of ALLIGATOR raincoat. 

Applicant has, according to the record, used its trademark TRAVEL-TWIN 
on combination topcoats and overcoats, principally in the midwestern 
States, in a volume averaging $100,000 annually since December of 1947. 
So far as the record shows, TRAVEL-TWIN is the only mark used by applicant 
on its combination topeoat-overcoats for men and women. 

The word TRAVEL is commonly used by the public in referring to and 
describing apparel—such phrases as “good for travel,” “they travel well,” 
“has many advantages for travel” are in common usage. TRAVEL is not, 
in my opinion, “obviously descriptive” of the goods of the parties, as was 
held by the Examiner of Interferences, but it is highly suggestive as a 
result of use in common speech in referring to wearing apparel. 

The only question presented is whether or not the purchasing public 
is likely, upon seeing TRAVEL-TWIN combination topcoat-overcoats, to be- 
lieve that they emanate from the manufacturer of ALLIGATOR TRAVELWEIGHT 
raincoats. There is nothing in the record which leads to an affirmative 
answer. TRAVELWEIGHT, as used by opposer, suggests a garment of light 
weight. TRAVEL-TWIN, as used by applicant, suggests a dual purpose coat. 

Considering the nature of the marks when applied to the goods, it is 
concluded that the type of confusion, mistake or deception contemplated 
by the statute is not likely to result from applicant’s mark. 

The decision of the Examiner of Interferences is affirmed. 


AMERICAN HOME PRODUCTS CORPORATION 
v. MEDICAL SPECIALTIES, INC. 


No. 32954 — Commissioner of Patents — July 12, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register EMEBAL for sedative containing barbiturate and emetic 
is opposed by registrant of ETHOBRAL for sedatives. 

Since both products are dispensed on prescription only likelihood of confusion 
must be considered on physician-pharmacist level rather than at consumer’s level. 
Marks do not sound or look alike and do not suggest common origin. Therefore, 
confusion is unlikely to result and registration may issue. 
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Opposition proceeding by American Home Products Corporation v. 
Medical Specialties, Inc., application Serial No. 609,371 filed January 29, 
1951. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Dudley Browne, Louis H. Baer, and Mortimer Altin, of New York, N. Y., 
for opposer-appellant. 


Williamson & Williamson, Minneapolis, Minnesota, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register EMEBAL for a sedative con- 
taining barbiturate and emetic, use since January 19, 1951 having been 
asserted. Registration has been opposed by the registrant of ETHOBRAL 
for sedatives.. The Examiner of Interferences dismissed the opposition, 
and opposer has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
applicant’s application file, and a stipulation of facts showing that opposer 
owns the pleaded registration. 

EMEBAL sedatives and ETHOBRAL sedatives are not likely, in my opinion, 
to be confused in the trade channels in which they apparently move. The 
products of the parties are dispensed only on prescription, and likelihood 
of confusion must be considered at the physician-pharmacist level rather 
than at the level of the consumer. The marks do not sounci alike or. look 


alike, and neither has any particular suggestive significance when applied 
to the goods. EMEBAL does not suggest ETHOBRAL, nor do the marks suggest 
common origin. 

The decision of the Examiner of Interferences holding that confusion, 
mistake or deception of purchasers is unlikely is affirmed. 


INFILCO INCORPORATED v. CHICAGO 
PUMP COMPANY - 


No. 31175 — Commissioner of Patents — July 12, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application for registration of secondary meaning mark COMMINUTOR for ma- 
chine intended to screen and comminute coarse sewage matter into small solids so 
that they can pass through screen. 

In descriptive brochure applicant refers to its apparatus as “comminutors” 
and Patent Office has recognized term as name of screening and comminuting sewage 
apparatus in granting patent claims to applicant and one competitor. COMMINUTOR 
is not distinctive of applicant’s goods but is used and recognized by others in the 
field as name for certain type of apparatus for sewage treatment. 


1. Reg. No. 337,492 issued to a related company on August 11, 1936. 
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While opposer has not used word in connection with sewage treatment ap- 
paratus, it is entitled to do so under facts presented; damage would result to 
opposer if registration issued giving exclusive rights to name to applicant. Oppo- 
sition sustained and registration refused. 


Opposition proceeding by Infilco Incorporated v. Chicago Pump Com- 
pany, application Serial No. 587,712 filed November 14, 1949. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 


J. Gunz, of Tucson, Arizona and Brown, Jackson, Boettcher & Dienner, of 
Chicago, Illinois, for opposer-appellant. 


Schneider & Dressler, of Chicago, Illinois, for applicant-appellee. 


LEeEps, Assistant Commissioner. 


An application has been filed to register as a secondary meaning mark 
COMMINUTOR for “a machine intended to be interposed in and across a 
sewage stream and adapted to intercept and screen solids carried by the 
stream and permit the sewage liquor and the unscreened small solids to 
pass therethrough, and to triturate the screened solids until the same are 
reduced to a size to be carried through the screen of the machine by the 
sewage stream.” Use since January 11, 1933 is alleged. 

Registration has been opposed by a manufacturer of machinery and 
equipment for the treatment and disposal of sewage and other waste mate- 
rials, who alleges that some of such machines are commonly referred to 
and designated as “comminutors,” and that registration of the word to 
applicant would create the false impression that applicant is the sole 
manufacturer of comminutors and deprive opposer of its right to use the 
word in connection with the advertising sale of various machinery and 
equipment manufactured and sold by it. 


The Examiner of Interferences dismissed the opposition, holding that 
aside from designating an agricultural implement for pulverizing plowed 
soil, “comminutor” is net the generic name of any particular apparatus 
but is descriptive of a function of any apparatus involving the reduction 
of solids to minute particles, and that the word had become distinctive 
of applicant’s goods. Opposer has appealed. 


The word “comminute” is an ordinary verb in the English meaning 
“to reduce to minute particles, or fine powder; pulverize; triturate” 
(Webster’s New International Dictionary, Second Edition, Unabridged). 
It seems clear, then, that applicant’s machine screens all except small solids 
from the sewage stream and comminutes them to small solids-so that they 
will pass through the screen. In the same dictionary, “comminutor” is 
defined as an [agricultural] implement for pulverizing plowed soil. 

In a descriptive brochure published by applicant and submitted during 
the ex parte prosecution of its application, it advertises “Comminutors for 
all sizes and types of sewage treatment plants and pumping stations”; and 
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it states that “Comminution provides continuous cutting of coarse sewage 
matter into small settleable solids without removal from the raw sewage 
channel * * *. Comminution often improves sedimentation and digestion.” 
A drawing in a second brochure presented during prosecution of the 
application shows various identifications as “Raw Sewage Influent,” “Stop 
Gate,” comminuTor, “Comminuted Sewage to Treatment Plant.” Other 
than these submissions, applicant relied upon its allegation of five years 
substantially exclusive and continuous use to support its claim of dis- 


tinctiveness. 
Chronologically, the record shows the following pertinent facts: 


1917—A patent’ issued to Sawyer for a method of treating sewage 
describing “a comminuter* which may be of any desired type adapted 
by agitation or otherwise to reduce the non-fibrous organic content of 
the sewage to a finely divided state * * *.” 


1921—A patent* issued to Peck for an apparatus for treatment 
of sewage in which reference is made to the comminuted material after 
reducing the solids until it passes through the interstices of the screen. 


1930—The U.S. Patent Office records show a class title for patent 
purposes of “Vegetable and Meat Cutters and Comminutors” in which 
comminutors of different types are classified; and a second class title 
named “Solid Material Comminution or Disintegration” in which 
processes and apparatus for effecting comminution of solids are 
classified. 


1933—A patent*® issued to Rankin for an apparatus for sewage 
disposal in which the specifications refer to a comminuter. 


1933—Applicant commenced using a name plate on its machine 
showing 
Chicago Pump Co. 
Comminutor 


1934—A patent* issued to Nordell for a system for handling 
sewage, and comminuter is used in the specifications and in claims 1, 
2, 3, 6, 7, 8, 9 and 10. 

1935—Applicant published a trade bulletin (128-H1) entitled 

The 
“Chicago” 
Comminutor 
with the following listing on the back: 
Sewage Pumps—sScRU-PELLER Sludge Pumps 
Sewage Samplers—Comminutors—Aerators 


_ 1936—Applicant published a bulletin (128-H2) in which “Com- 
minutor” is used as the name of the apparatus. 


1. Pat. No. 1,242,986. 

* “Comminuter” and “communitor” are italicized by the writer thruout the dis- 
cussion of documentary evidence. 

2. Pat. No. 1,392,212. 

3. Pat. No. 1,892,681. 

4. Pat. No. 1,982,266. 
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1937—A patent* issued to applicant as assignee for a comminuter, 
seventeen of the claims of which begin with “a comminuter * * *.” 


1938—Applicant published a bulletin (185) in which “Com- 
minutor” is used as the name of the apparatus. 


1938—A patent® issued to applicant as assignee for a combined 
straining and comminuting apparatus in which “comminuter” and 
“comminuter chamber” are used throughout the specifications and 
claims. 


1938—Opposer put on the market a competitive apparatus. 


1939—Applicant filed two patent infringement suits against op- 
poser in which it alleged that defendant had manufactured and offered 
for sale comminuters for sewage solids in violation of its patent; and 
defendant had violated its patent by the manufacture and sale of 
comminuters and screens for sewage solids; and defendant had made 
and sold comminuters for sewage solids, called GRIDUCTORs. 


1940—A patent’ issued to applicant as assignee for a comminutor, 
and seven of the claims begin with “A comminutor comprising * * *.” 


1940—A paper entitled “Sewage Treatment” was published by 
Imhoff and Fair in which reference is made to a “cutting screen or 
comminuter.” 


1941—A patent® issued to applicant as assignee for channel con- 
struction for comminutors, and five of the claims refer to “a com- 
bined comminutor and strainer.” 


1942—A patent® issued to applicant as assignee for a comminutor, 


in which eight of the claims begin with “A comminutor comprising 
** @#» 


1942—A paper entitled “Industrial Waste Treatment” was pub- 
lished by Eldridge in which it was stated that “comminuters are being 
installed in a large number of the newer plants to take the place of 
screens,” and one of the figures forming a part of the paper was entitled 
“View of a comminuter.” (It is a screening and comminuting ap- 
paratus. ) 


1942—A patent” issued to applicant as assignee for a comminuting 
means, in which “comminutor” is used throughout the specifications 
and the claims, five of the claims beginning with “A comminuter com- 
pene? >?” 

1942—A patent" issued to applicant as assignee for a comminutor, 
and the word is used throughout the specifications. Each of the seven 
claims begins with “A comminutor adapted to * * *.” 


_ 1943—Two patents’* issued to applicant as assignee for a com- 
minutor and a through-flow comminutor, respectively. 


Pat. No. 2,085,326. 
Pat. No. 2,106,851. 
Pat. No. 2,199,788. 
Pat. No. 2,241,587. 
Pat. No. 2,305,935. 
Pat. No. 2,295,633. 
Pat. No. 2,305,935. 
Pats. Nos. 2,322,922 and 2,336,069. 
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1943—A patent’® issued to Stanley for a comminuting apparatus 
in which “comminutor” appears in claims 2, 3, and 5. 


1943—A patent’* issued to Durdin for a comminutor and the 
word is used both in specifications and claims. 


1944—A patent’ issued to Durdin for a comminutor, and the 
word is used both in specification and claims. 


1944—A patent*® issued to Durdin for sewage treatment method 
and apparatus, and the word “comminutor” is used therein. 


1945—A patent?’ issued to applicant as assignee for a comminutor 
base seal. 


1945—A patent’® issued to Durdin for a comminuting method and 
apparatus, and the word “comminutor” is used therein. 


1945—A patent’® issued to applicant as assignee for a sewage 
treatment system, and the words “comminutor” appears therein. 


1945—A patent”? issued to opposer as assignee for a sewage com- 
minutor and the first paragraph reads, “This invention relates to 
comminutors employed for sereening and cutting solids carried by 
liquids such as sewage.” Claims 3, 4, 7 and 8 refer to “a comminutor.” 


1945—A patent”! issued to opposer as assignee for sewage com- 
minuting apparatus, and “comminutor” is used therein. 


1949—Items were published in “Sewage Works Engineering” and 
“Water and Sewage Works” in which a comminutor made by Worth- 
ington Pump and Machinery Corporation was described. Throughout 
the three articles the word “comminutor” is used as the name of the 
apparatus. 


1949—Worthington Pump and Machinery Corporation published 
a bulletin (W-2010-B3) describing its comminutor. 


1950—An advertisement of Worthington Pump and Machinery 
Corporation in “Sewage and Industrial Wastes” featured “The only 
comminutor with all these advantages * * *.” 

1951—An advertisement of Worthington in the same periodical 
featured the same language. 


1951—A paper presented at a meeting of the South African 
Branch of the Institute of Sewage Purification (later published in the 
United States in “Sewage and Industrial Wastes”), entitled “Operating 
Experiences With a Rotary Comminutor,” describes experiences with a 
comminutor which was put in operation in South Africa in 1950. 


1952—A patent** issued to Worthington Pump and Machinery 
Corporation as assignee for a comminutor, and the first three claims 


. 2,317,416, 


Pat. 7 
Pat. No. 


nee nae eT 
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begin with “A comminutor for a sewage channel comprising * * *.” 
The other two claims begin with the words “A comminutor.” 


1952—An advertisement in “Sewage and Industrial Wastes” by 
Worthington used the word “comminutor” throughout. 


1952—An article in “Municipal Utilities,” published at Toronto, 
described standards for the design of sewage-treatment works in 
Alberta, and it refers to “comminutors” in the channels. 


The Examiner of Interferences, in commenting on the patents, stated, 
“the fact that different devices not resembling each other * * * are desig- 
nated by the term cOMMINUTOR shows that this term is not meant to be 
the generic name of any particular patented device, but rather that the 
term is used descriptively.” This statement is not understood when it is 
clear from the record that as long ago as 1917 a patented method of treat- 
ing sewage described a comminuter adapted to reduce the content of the 
sewage to a finely divided state; it has been used in other patents—not 
only in those of applicant and opposer, but others—as the name of the 
apparatus for reducing or comminuting large solids in sewage to small 
solids ; and the word is used in such patents to describe a device or apparatus 
for comminuting sewage and other waste material—comminutors of the 
rotary screen type and others. 

It appears that prior to the early 1930’s the only method for eliminating 
large solids from sewage was by screening, removing and incinerating, or 
otherwise disposing of them. A Mr. Nordell developed an apparatus 
for screening and comminuting the large solids so that removal became 
unnecessary, and he licensed applicant to manufacture the equipment. 
(Apparently under Pat. No. 1,982,266 which refers both in specifications 
and claims to a “comminuter.”) He called it a coMMINUTOR, knowing that 
“comminuted” meant that the sewage solids were “made small or finely 
divided.” He testified that he thought he coined the word—he wanted a 
single word—and “if I were to describe more clearly what this device did, 
it was primarily a screen, and secondly a cutter-upper.” (In his applica- 
tion for patent he called the device a “comminuter” throughout. ) 

Applicant’s purchaser witnesses, although they testified that com- 
MINUTOR meant an apparatus made by applicant, testified that they had 
never heard the term before applicant used it on its apparatus (though 
they knew the word “comminute”), but they also testified that they did 
not know any other name by which a screening and comminuting sewage 
disposal apparatus could be described. Applicant has used commiNuToR 
as the name of the apparatus in its advertising and mailing pieces—and it 
has given it no other name. It not only is an apt description of the appa- 
ratus, but it appears to be the only apt description commonly used and 
recognized—“triturator” would be synonymous, but it apparently has not 
been commonly used. 

The word has been used by applicant as the name of its apparatus; 
it has been used as the name of screening and comminuting sewage ap- 
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paratus by writers in the United States, Canada and South Africa; it has 
been used as the name of screening and comminuting sewage apparatus by 
applicants for patent; it has been recognized by the Patent Office as the 
name of screening and comminuting sewage apparatus in granting patent 
claims with disclosures of specific comminutors (comminuters) ; and it has 
been used as the name of screening and comminuting sewage apparatus by 
at least one competitor. 

It does not appear that opposer has used the word in connection with 
its screening and comminuting sewage apparatus, but under the facts and 
circumstances of this case, it is entitled to do so, and damage to opposer 
would result if a registration were to issue to applicant evidencing prima 
facie its exclusive right to use the word, thereby depriving opposer of its 
freedom of use of the recognized and well-understood name of such ap- 
paratus. 

The record shows that cOoMMINUTOR is not distinctive of applicant’s 
screening and comminuting sewage disposal apparatus, but it is used and 
recognized by others in the field as the name of screening and comminuting 
sewage disposal apparatus. 

The opposition is sustained, and registration is refused. 

The decision of the Examiner of Interferences is reversed. 





JEAN PATOU, INC. v. LANCOME S. A. 
No. 6041 — Commissioner of Patents — July 12, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRADEMARK AcT OF 1946—REGISTRABILITY—TITLE 

Petitioner claiming ownership of LA JOIE DE JEAN PATOU for perfumes, bath 
salts and various other cosmetics petitions for cancellation of JoYEUX ETE with 
picture of woman for toilet waters, eaux de cologne and skin lotions. Registration 
of LA JOIE DE JEAN PATOU issued to French manufacturer but about 20 years later 
registration for JOY issued to petitioner, who is importer of perfumes. 

Retailers advertise JOY DE JEAN PATOU PARIS and variations indicating nowhere 
that products are those of petitioner, but identify them as products of French 
manufacturer. Petitioner fails to establish allegations essential to give it necessary 
standing to question respondent’s registration. 

Ex parte consideration of marks does not show likelihood of confusion since 
they do not sound or look alike. 

CANCELLATION PROCEDURE—EVIDENCE 
EFFECT OF REGISTRATION—IMPORTATIONS 

Where French manufacturer continues to make products, package them and 
ship them to petitioner and where importer continues to buy them from French 
manufacturer for sale to ultimate consumer, purported assignee cannot claim owner- 
ship of marks. 

Decision in Jean Patou, Inc. v. Societe Anonyme Societe Technique de Par- 
fumerie F. Millot, 44 TMR 750 is applicable here and petition for cancellation is 
dismissed. 
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Cancellation proceeding by Jean Patou, Inc. v. Lancome 8. A., Regis- 
tration No. 561,367, issued July 15, 1952. Petitioner appeals from decision 
of Examiner of Interferences dismissing petition. Affirmed. 


Lewis G. Bernstein, of New York, N. Y., for petitioner-appellant. 
Allen & Allen, of Cincinnati, Ohio, for respondent-appellee. 


Leeps, Assistant Commissioner. 


A petition has been filed to cancel Principal Register Reg. No. 561,367, 
issued July 15, 1952, showing the word mark JOYEUX ETE (translated “Joy- 
ous Summer”), with a picture of a woman in diaphanous drape beside a 
climbing rose, for toilet waters, eaux de cologne and skin lotions. 

Petitioner claims ownership of LA JOIE DE JEAN PATOU previously 
registered for perfumes, toilet waters, face powder, talcum powder, sachet, 
brilliantine, bath salts, face cream, face lotions and lip rouge; and Joy 
previously registered for perfumes and toilet waters.’ 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

Petitioner’s record shows that it is an importer of perfume and 
cosmetic products made in France and marked JOY JEAN PATOU PARIS and 
JOY DE JEAN PATOU PARIS. In 1931 a registration of LA JO DE JEAN PATOU 
for cosmetics and perfume was issued to Societe Anonyme Jean Patou, of 
Paris, France. On July 18, 1933 the registrant, by its manager, in con- 
sideration of the sum of $5.00 and other good and valuable consideration, 
executed an instrument purporting to assign to petitioner “the entire right, 
title and interest in and to the said trademark and the registration thereof 
No. 282,355, together with the good will and business thereof connected 
therewith.” In 1950 a registration of yoy for perfume was issued to peti- 
tioner. 

Exhibits in evidence show that petitioner’s retailers advertise Joy DE 
JEAN PATOU PARIS; and petitioner advertises JOY DE JEAN PATOU PARIS; 
“There is only one Joy, the Costliest Perfume in the world”; “Also from 
Paris Joy soap and Joy poudre” ; and “Now .. . also from Paris yoy poudre.” 
Nowhere in the advertising, on the labels, or elsewhere, does it appear that 
JOY or any variations of the word claimed by petitioner indicate a product 
of petitioner. On the contrary, it appears that soy, and the variations 
claimed by petitioner, identify and distinguish the products of the French 
manufacturer. 

The facts concerning ownership of the marks relied upon by petitioner 
parallel those in Roger & Gallet v. Janmarie, 107 USPQ 295 (46 TMR 216) 
(Com’r, 1955) on petition for reconsideration, 109 USPQ 16 (46 TMR 627) 
(Com’r, 1956), where it was held that where the facts show that the parties 
to an instrument purporting to assign a trademark and its registration 


1. Reg. No. 282,355 issued to the French manufacturer on April 21, 1931. 
2. Reg. No. 529,337 issued August 22, 1950. 
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have continued to do that, and only that, which they were doing prior 
to and at the time the instrument was executed—i.e., the French manu- 
facturer continued to make the products, package them, label them with 
the same French labels, and ship them to opposer (petitioner here) for sale 
in the United States, and the importer continued to buy the products of the 
French manufacturer so packaged and labeled and sell them to whole- 
salers, retailers, and ultimately to consumers—the purported assignee could 
not have received, as a result of the execution of the instrument, anything 
which it did not have before. The same conclusion is applicable here, and 
on the facts of this case, it is held that petitioner has failed to show that it 
is the owner of the marks and registrations pleaded. See also: Mackie- 
Lovejoy v. Birnbaum, 102 USPQ 38 (44 TMR 1223) (Com’r 1954); 
Rimmel, Inc. v. Nelson, 102 USPQ 258 (44 TMR 1248) (Com’r, 1954) ; 
Ex parte E. Leitz, Inc., 105 USPQ 480 and 105 USPQ 481 (45 TMR 855, 
857) (Com’r, 1955). The petition must be dismissed for failure of petitioner 
to establish the allegations essential to give it the necessary standing to 
question respondent’s registration. See: John H. Woodbury, Inc. v. Pena- 
ten, 101 USPQ 496 (44 TMR 1215) (Com’r, 1954). 

On ex parte consideration of likelihood of confusion, mistake or decep- 
tion of ultimate purchasers between applicant’s JOYEUX ETE toilet waters, 
eaux de cologne and skin lotions and LA JOIE DE JEAN PATOU cosmetics or 
soy perfumes and toilet waters, no error is found in the action of the 
Examiner of Trademarks’ finding that the registered marks did not, under 
Section 2(d) preclude registration of applicant-respondent’s mark for its 
products. The marks neither look alike, nor sound alike, nor do they 
create the same commercial impressions. Although conclusions reached in 
prior cases involving different parties, different marks and different facts 
are usually not helpful in these cases, the rationale of the decision in 
Jean Patou, Inc. v. Societe Anonyme Societe Technique de Parfumerie F. 
Millot, 100 USPQ 444 (44 TMR 750) (Com’r, 1953), is applicable here. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE BOOTH BOTTLING CO. INC. 


Commissioner of Patents — July 13, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SYMBOLS 
Generally, the mere background display of a mark is not registrable apart from 
the dominating word mark, except where said background has acquired a secondary 
meaning. 
A shield-shaped disk serves only to display the word mark and performs no 
trademark function. 


Application for trademark registration by Booth Bottling Co. Inc., 
Serial No. 635,811 filed September 26, 1952. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 
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Leonard L. Kalish, of Philadelphia, Pennsylvania, for applicant. 


Leeps, Assistant Commissioner. 

The subject matter of the application under consideration comprises 
the outline design of a shield-shaped label, with a disk superimposed 
thereon. The goods recited in the application are soft drinks. 

The Examiner of Trademarks refused registration on the ground that 
the subject matter “is merely in the nature of embellishment or a carrying 
device to display the features appearing therein and would be regarded 
as such by purchasers of applicant’s products, rather than as a trademark 
used by applicant to distinguish its goods from those of other soft drink 
bottlers.” Applicant has appealed. 

The specimens submitted by applicant indicate that it bottles some 
sixteen different flavors of soft drinks. The labels used on the bottles con- 
taining the product are all of the shape presented for registration, and all 
include the disk. The color of the shield-shaped label is either gold, or 
silver, or pink covered with pinkish cherries. The disk is either brown, or 
violet, or red, or blue-green, or orange, or raspberry, or pink, or yellow, 
or light blue, or maroon, or bright green, or light green, or dark green, 
depending upon the flavor of the contents of the bottle. 

Each of the specimens has the trademark BooTH’s' prominently dis- 
played on the disk, above which appears (on all except two of the labels) 
an illustration of a girl’s head wearing a “fruit-basket” hat extending out- 
side the disk into the shield and below which appears what applicant obvi- 
ously considers to be the name of the product and the required Food and 
Drug Act markings. 

On the lower part of the shield, the ounce content of the bottle and 
applicant’s name and address appear. 

Generally speaking, mere background display of a mark is not regis- 
trable apart from the dominating word mark, except in those cases where 
secondary meaning is shown. The subject matter of the present applica- 
tion shows only the background display for the word mark sBoorn’s, the 
word mark being a dominant, integral and inseparable part of the label. 

The commercial impression created by a mark is created by the mark 
as a whole, and it cannot be broken into its separate components*—word 
mark and background for word mark—for purposes of registration unless 
it is shown that the mark presented performs a trademark function. 

In the present case, there is no real commercial impression created by 
the subject matter of the application. As the colors and informational 
material are changed, the suggested significance of what applicant claims 
to be a trademark is lost. 


1. Applicant owns registrations showing BOOTH’s on the shield and disk back- 
glia No. 508,708 issued April 19, 1949, and Reg. No. 519,738 issued Jan. 10, 
0 


2. See: Tea Garden Products Co. v. Chin & Lee Co., Inc., 104 USPQ 405 (45 
TMR 475) (Com’r, 1955); Ea parte Marcalus Manufacturing Co., 107 USPQ 154 (46 
TMR 211) (Com’r, 1955); and Ea parte Hillerich § Bradsby Co., 97 USPQ 451 (43 
TMR 967) (C.C.P.A. 1953). 
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The subject matter of the application is not a word, name, symbol or 
device adopted and used by applicant to identify its goods and distinguish 
them from those of others. It is a shield-shaped label with a disk which 
serves only to display the word mark BooTH’s and other informational 
material. On the record here, it performs no trademark function. 

The decision of the Examiner of Trademarks is affirmed. 


D. B. FULLER & CO., INC. v. LINCOLN FABRICS CO. INC. 
No. 32892 — Commissioner of Patents — July 13, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CORDORAMA for textile fabrics is confusingly similar to RAMA for cotton piece 
goods. 


Opposition proceeding by D. B. Fuller & Co., Inc. v. Lincoln Fabrics 
Co. Inc., application Serial No. 642,361 filed February 17, 1953. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Howard A. Rosenberg, of New York, N. Y., for applicant-appellant. 


Alfred E. Page and Philip G. Hilbert, of New York, N. Y., for opposer- 


appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register corporaMA for textile fabrics 
made of cotton and synthetic fibres, use since February 9, 1953 having 
been asserted. Registration has been opposed by the registrant of RAMA 
for cotton piece goods. The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
and applicant’s application. 

The only question presented is whether or not persons familiar with 
RAMA cotton piece goods would be likely, upon seeing corDoraMa fabrics of 
cotton and synthetic fibres, to attribute common origin to them, with the 
type of confusion contemplated by the statute resulting. 

RAMA has no significance when applied to cotton piece goods, and 
CORDORAMA has no significance when applied to piece goods of cotton and 
synthetic fibres other than to suggest to purchasers that it is another 
RAMA product in opposer’s fabric line. Under these circumstances, it is 
believed that confusion and mistake of purchasers are likely to occur. In 
any event, opposer is entitled to the benefit of such doubt as may exist. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 335,519 issued June 9, 1936, renewed. 
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OLD MONASTERY WINE CO., INC. v. 
ST. JULIAN WINE COMPANY, INCORPORATED 


No. 136 — Commissioner of Patents — July 13, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONCURRENT MARKS 
Investments made by junior party after knowledge of another’s allegedly prior 
use of same mark cannot be used to support claim to registration based on con- 
current lawful use. 
Applicant’s false representation that mark had been used in 1934 made with 
knowledge that applicant had not obtained approval from Treasury Department to 
use alcoholic beverage label until 1949 requires refusal of registration. 


Concurrent use proceeding by Old Monastery Wine Co., Inc. applica- 
tion Serial No. 635,050 filed September 9, 1952 v. St. Julian Wine Company, 
Incorporated application Serial No. 596,525. Old Monastery Wine Co., 
Inc., appeals from decision of Examiner of Interferences refusirg regis- 
tration. Affirmed, but registration also refused to St. Julian Wine Com- 
pany, Incorporated. 

See also 44 TMR 324. 


Leech & Radue, of Washington, D. C., for Old Monastery Wine Co., Inc. 


John B. Hosty, of Chicago, Illinois, for St. Julian Wine Company, Incor- 
porated. 


Leeps, Assistant Commissioner. 

On February 9, 1950, Old Monastery Wine Co., Inc. (hereafter called 
Old Monastery) filed an application to register sHALOM,* with a picture of 
a rabbi, for wine, alleging use since February 1, 1950. 

On April 28, 1950 St. Julian Wine Company, Incorporated (hereafter 
called St. Julian), filed an application to register sHoLom® for wine, alleging 
use since December of 1934. 

Both marks were published in the Official Gazette on January 9, 1951. 

On February 6, 1951 St. Julian filed an opposition against the Old 
Monastery application. 

On May 8, 1951 an interference was declared between the two appli- 
cations, and on motion of Old Monastery, the opposition proceedings were 
suspended pending termination of the interference proceedings. 

In the interference proceedings, only St. Julian presented testimony, 
and the Examiner of Interferences, on July 7, 1952, found that the record 
established that St. Julian had prior use of its mark on wine, and held that 
Old Monastery was not entitled to the registration sought. On August 1, 
1952 Old Monastery appealed. 

On September 9, 1952 Old Monastery filed an application to register its 
SHALOM mark based on concurrent lawful use in the States of Connecticut, 


* Both SHALOM and SHOLOM are Hebrew words meaning peace or well-being, the 
former apparently being the preferred spelling, according to the dictionary. 
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Rhode Island and Massachusetts, and reciting St. Julian’s use as an excep- 
tion to its exclusive use. 

On March 13, 1953 notice of institution of the concurrent use proceed- 
ing was sent to both parties, allowing St. Julian thirty days within which 
to file a statement as provided in the then existing Rule 22.1. No statement 
was filed. 

On October 27, 1953, the Examiner-in-Chief, acting for the Commis- 
sioner, affirmed the decision of the Examiner of Interferences in the inter- 
ference proceedings. (99 USPQ 260) The opposition was then sustained 
by default on March 8, 1954. 

In the concurrent use proceeding, only Old Monastery filed testimony. 
The Examiner of Interferences held that, “While it appears that the junior 
party [Old Monastery] adopted its mark in good faith and since has made 
a seemingly substantial investment in its mark, it does not appear that the 
junior party [Old Monastery] acquired substantial rights in its mark 
prior to the filing date of the senior party’s application, viz., April 28, 
1950. It accordingly is the opinion of the examiner that the junior party 
[Old Monastery] has failed to establish any right to a concurrent regis- 
tration.” Old Monastery has appealed. 

Since this concurrent use proceeding was instituted prior to termina- 
tion of the interference proceedings and is in the nature of a continuation 
of such proceedings, the testimony presented by St. Julian in the inter- 
ference proceedings and that presented by Old Monastery in the concur- 
rent use proceeding will be considered as the record upon which a deter- 
mination of the rights of the parties will be made. 

The following facts appear in the record: 

St. Julian is a vintner located in Paw Paw, Michigan; and Old 
Monastery is a vintner located in New Haven, Connecticut. The marks 
here involved are both used on Kosher wines. 

St. Julian filed with the Treasury Department an application for 
approval of a label showing sHOLoM for wine, and on June 9, 1949, approval 
was granted. 

Old Monastery filed with the Treasury Department an application for 
approval of a label showing sHALOM, with a picture of a rabbi, for wine, 
but the proposed label was a photoprint of a sketched label, and on Sep- 
tember 22, 1949 the Treasury Department advised that before wine could 
be bottled under the proposed label, it would be necessary to submit the 
labels in their final printed form on properly executed Forms 1647. This 
submission was made on January 6, 1950 and certificate of label approval 
issued on January 30, 1950. 

St. Julian made its first sale of SHALOM wine on July 18, 1949 to a 
wholesaler in Wisconsin. 

Old Monastery made its first sales on February 15, 1950 in Connecticut, 
Rhode Island and Massachusetts. 
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From July 18, 1949 through December 31, 1949 St. Julian sold in 
excess of 17,000 gallons of sHALOM wine in the States of Michigan, Wis- 
consin, Illinois, Indiana, Minnesota, Ohio and Kentucky. 


On March 16, 1950 St. Julian filed an application for approval by the 
Treasury Department of a label showing sHoLOM and on March 31, 1950 
approval was granted. 


During the year 1950 St. Julian sold approximately 75,000 gallons of 
wine bearing the SHALOM or SHOLOM label in Michigan, Wisconsin, Illinois, 
Indiana, Minnesota, Ohio, Kentucky, Iowa, New York and the District of 
Columbia. If St. Julian has advertised its product under SHALOM or 
SHOLOM, it does not appear in the record. 

During the year 1950 Old Monastery sold 11,600 “units”—apparently 
about 2900 gallons—of its sHALOM wine in Connecticut, Rhode Island and 
Massachusetts. Apparently, about 7300 gallons were sold in 1951 and 17,310 
gallons in 1952. 

Old Monastery advertised its product under the mark in February 
and March of 1950 in the Connecticut Beverage Journal, and in March of 
1950 it advertised in the Rhode Island Beverage Journal and the Con- 
necticut Jewish Ledger. It apparently advertised it also through a New 
Haven radio station in February of 1950. Old Monastery spent about $3,000 
in advertising its SHALOM wine in local media, including radio and tele- 
vision, in Connecticut, Rhode Island and Massachusetts during February, 
March and April of 1950 before St. Julian’s application was filed. The 
testimony is to the effect that approximately $25,000 to $30,000 was spent 
in advertising the product during the year 1950, but it is noted that the 
amount estimated is probably as large as, or larger than, the amount re- 
ceived from gross sales during the same year. 

The marks SHALOM and SHOLOM are the same in legal contemplation, 
and the products of both parties are Kosher wine. 

Prior to Old Monastery’s use of sHAaLom St. Julian had sold more than 
17,000 gallons—representing almost 92,000 separately labeled bottles and 
jugs. Using the same ratio for the 75,000 gallons sold in 1950, there would 
be represented 405,000 labeled bottles and jugs. 

Meanwhile, Old Monastery had sold by the end of 1950 about 2900 
gallons representing 11,600 labeled bottles and jugs. 

During 1950 St. Julian expanded its territory to New York, which is 
adjacent to Connecticut where Old Monastery was selling its product. 

It is apparent that both parties adopted their respective marks in good 
faith and without any knowledge of the other. 

Each party knew of the other’s use as of January 9, 1951, the date the 
marks were published in the Official Gazette. 

It would appear that Old Monastery made no effort to change its 
mark after such knowledge, even though it also knew that St. Julian’s 
alleged date of first use was years earlier than its own. Such investments 
as were made in the mark after such knowledge were made at Old Mon- 
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astery’s own risk, and cannot be used to support its claim to registration 
based on concurrent lawful use. 

In order that the purchasing public might be protected from the con- 
fusion and mistake which will inevitably result from use by the parties 
of SHALOM and sHOLOM on Kosher wines, it is concluded that Old Monastery 
is not entitled to the registration sought. The decision of the Examiner of 
Interferences in denying registration is affirmed. 

There is a further matter not discussed by the Examiner of Interfer- 
ences which requires treatment. St. Julian filed its application to register 
on April 28, 1950 alleging under oath that it first used the mark in Decem- 
ber of 1934. This statement under oath was made by St. Julian’s president 
with full knowledge that the applicant had not obtained approval from 
the Treasury Department (a prerequisite to selling alcoholic beverages 
under a given label) to use the label showing sHaLom until June 9, 1949, 
and that the showing SHOLOM was not approved until March 31, 1950. The 
false representation to the Patent Office requires refusal of registration to 
St. Julian on application Serial No. 596,525, and registration is hereby 
refused. 





SWIFT & COMPANY v. B. A. RAILTON CO. 
No. 33951 — Commissioner of Patents — July 13, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Patent Office Rule 2.106(b) supersedes prior practice under which counterclaim, 
seeking cancellation of opposer’s mark, joined with answer must state independent 
cause of action. Under Revised Rules of Practice an answer to an opposition may 
contain a request for cancellation of opposer’s pleaded registration. 


Opposition proceeding by Swift & Company v. B. A. Railton Co., 
application Serial No. 631,687 filed June 24, 1952. Applicant appeals from 
decision of Examiner of Interferences striking affirmative defenses. Modi- 


fied. 


R. G. Story and E. C. Vandenburgh, of Chicago, Illinois, for applicant- 
appellant. 


Thiess, Olson & Mecklenburger, of Chicago, Illinois, for opposer-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register crysTAL ARROW, with an arrow 
running diagonally therethrough, for soap chips and flakes, and cleaners 
for household and industrial use. Use is asserted since “at least as early 
as 1923.” Opposition was filed by the registrant of a symbol comprising 
the letter “S” with an arrow running diagonally therethrough, enclosed 
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within a circle, for soap. Opposer also alleges prior use of ARROW, SWIFT’s 
ARROW and QUICK ARROW for soap products. 

Applicant filed a general denial of the averments of opposer’s pleading 
and set out in its answer “separate and further affirmative defenses,” * 
including a request for cancelation of the opposer’s registration. 

Opposer filed a motion to strike all except two of the paragraphs set 
forth as “affirmative defenses” generally on the ground of immateriality 
and incompetency, and it moved to strike the request for cancellation on 
the ground that the “petition to cancel” was not verified, the fee for filing 
a petition to cancel was not paid, and there is no averment of likelihood of 
confusion, mistake or deception with respect to the marks of the parties 
which would indicate that the existence of the mark on the register is 
inconsistent with a right of the applicant. The pleading was then verified 
by applicant, and the fee was paid. 

The Examiner of Interferences granted opposer’s motion to strike 
one paragraph of the “affirmative defenses” and to strike the request for 
cancellation. He then dismissed the “counterclaim.” Applicant has ap- 
pealed from dismissal of the “counterclaim” and has also contended on 
appeal that the examiner erred in striking paragraph XI. 

The stricken paragraph (paragraph XI) is clearly irrelevant and im- 
material to the issues of both the opposition proceeding and the “affirmative 
defenses” (or the “petition to cancel” or the “counterclaim”). The Exam- 
iner of Interferences properly granted the motion to strike the paragraph. 

The “affirmative defenses” which remain are directed to abandonment, 
laches and acquiescence. 

Although it does not appear from his decision dismissing the “counter- 
claim,” the Examiner of Interferences apparently relied upon those deci- 
sions holding that a “counterclaim” or “petition to cancel” joined with an 
answer must state an independent cause of action. This case demonstrates 
the underlying reasons for promulgating revised Rule 2.106(b) which 
supersedes the prior practice established by the decisions. The Rule states: 


“An answer may contain any affirmative defense, including a 
request for affirmative relief by way of cancellation of a registration 
pleaded in the notice of opposition, but no defense attacking the valid- 
ity of such registration may be otherwise raised in the proceeding. A 
reply to such a request for affirmative relief is required within twenty 
days after service thereof, but no reply need be filed to other affirmative 
defenses.” 


The decision of the Examiner of Interferences in this case leaves 
standing a pleading of abandonment, but strikes the request for cancellation 
based on the averments of abandonment. 


‘ 1. Reg. No. 69,140 issued to a predecessor on May 19, 1908, renewed a second time 
0 opposer. 

2. Applicant designates the pleading “affirmative defenses”; opposer designates it 
a “petition to cancel”; and the Examiner of Interferences designates it a “counter- 
claim, 
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Since the revised Rules of Practice in Trademark Cases became effective 
prior to the presentation of this case on appeal, and since such revised rules 
were made applicable to further proceedings in inter partes cases pending 
on their effective date, except to the extent that their application to a 
particular case would, in the opinion of the Commissioner, work an injus- 
tice, and since it does not appear that their application in this case would 
work an injustice, the revised rules are applicable. In view thereof, the 
decision of the Examiner of Interferences is reversed insofar as he dis- 
missed the “counterclaim” and granted the motion to strike paragraph XV, 
which is the request for cancellation—or the request for affirmative relief 
by way of cancellation. 

Opposer will file its answer to paragraphs X, XIII and XV within 
twenty days from the date hereof, and trial periods will thereafter be fixed 
by the Examiner of Interferences. Opposer will assume the burden of 
going forward with its proofs in support of the averments in its opposition 
during its period; and applicant will assume the burden of going forward 
with its proofs in support of the averments of abandonment, laches and 
acquiescence during its period. 


EX PARTE R. HOE & CO.., INC. 


Commissioner of Patents — July 16, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Application for registration of CHISEL-TOOTH for saws rejected upon the 
ground that it is common descriptive name and incapable of distinguishing appli- 
cant’s chisel-tooth saws. 


Application for trademark registration by R. Hoe & Co., Inc., Serial 
No. 556,441 filed August 19, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Sawyer & Kennedy, of New York, N. Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register CHISEL-TooTH for saws, use 
since June 20, 1930 having been asserted. Registration has been refused 
on the ground that CHISEL-TOOTH is the common descriptive name of the 
goods. Applicant has appealed. 

The specimens submitted with the application are folders which 
show a picture of a circular saw on which appears R. HOE & CO., INC. CHISEL- 
TOOTH SAW and the caption on the folder shows GENUINE HOE CHISEL-TOOTH 
SAWS—RECOGNIZED LEADERS THE WORLD OVER. 

A chisel-tooth saw is a circular saw having inserted teeth with chisel- 
shaped cutting edges, and is so defined in the dictionary. This is the saw 
which applicant is making and calling chisel-tooth saw. Others make chisel- 
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tooth saws and call them chisel-tooth saws,’ and they are entitled to continue 
to do so. 

Under such circumstances CHISEL-TOOTH is not capable of distinguish- 
ing applicant’s chisel-tooth saws from chisel-tooth saws made by others. 
It is the common descriptive name of the article. 

The decision of the Examiner of Trademarks is affirmed. 


ST. THOMAS INC. v. COX 
No. 33212 — Commissioner of Patents — July 17, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TUMBLING THOMAS for billfolds and purses is not confusingly similar to st. 
THOMAS for billfolds and pocketbooks. 


Opposition proceeding by St. Thomas Inc. v. Lester L. Cox, application 
Serial No. 648,374 filed June 8, 1953. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Affirmed. 


Adams & Bush, of Washington, D. C., for opposer-appellant. 
Terry & Cohn, of St. Louis, Missouri, for opposer-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TUMBLING THOMAS for billfolds 
and purses containing foldable card receptacles, use since July 5, 1952 
having been asserted. Registration has been opposed by the registrant of 
st. THomaS for billfolds, pocketbooks, key cases, leather coin holders, pocket 
secretaries, wallets, coin purses, combination coin purses and bi!lfolds, card 
eases and pass cases. The Examiner of Interferences dismissed the opposi- 
tion, and opposer has appealed. 

The record consists of the pleadings, a copy of opposer’s registration, 
and applicant’s application. 

The marks do not look alike nor sound alike, nor do they create similar 
commercial impressions. Opposer’s mark, when applied to its goods suggests 
a surname,’ or a place, or a saint. Applicant’s mark, when applied to his 
goods suggests a boy who tumbles, just as the foldable card receptacles 
“tumble” from the billfolds. 

Under the circumstances of this case, confusion, mistake or deception 
of purchasers is not likely to occur. 

The decision of the Examiner of Interferences is affirmed. 


1. Simonds catalog (1919); Sears & Roebuck catalog (1946); Thomas Register; 
Addel’s Mechanical Dictionary (1942); Handbook on Saws by Disston (1907). 

1. Reg. No. 540,526 issued April 3, 1951. 

2. Opposer’s mark is in fact a facsimile signature of the surname of opposer’s 
president. 
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EX PARTE GUS GLASER MEATS, INC. 


Commissioner of Patents — July 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SURNAMES 


CouRTS—FINDINGS 
A state court injunction against president of applicant enjoining him from 
using GLASER’S in script form as shown in state registration, but which did not 
prevent him from using his surname or full name does not bar registration of Gus 
GLASER. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
GUS GLASER for prepared meat products is not confusingly similar to GLASER’S 
with the word NUHAMO for “cooked pork shoulder picnics.” 


Application for trademark registration by Gus Glaser Meats, Inc., 
Serial No. 550,685 filed February 27, 1948. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 


Beale & Jones, of Washington, D. C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register GUs GLASER, with a caricature 
of a chef’s head and hand, and accompanied by the phrase “A treat for 
a snack or a meal.” The goods are prepared meat products,’ and use of 
the mark since December 12, 1947, is asserted. 

Registration has been refused on the ground that applicant’s mark so 
resembles the mark GLASER’S, with the word NUHAMO, registered for “cooked 
pork shoulder picnics,” ? as to be likely, when applied to its prepared meat 
products, to cause confusion, mistake or deception of purchasers. 

It appears that applicant filed its application on February 27, 
1948. Registrant filed its application to register its mark as a secondary 
meaning mark on January 27, 1950. aus GLasER is the name of applicant’s 
president, and GLASER is the surname of registrant’s president. 

Originally, the Examiner of Trademarks refused registration on the 
basis of registrant’s registration under the 1920 Act. This refusal was 
continued for about four years, until registrant obtained its registration 
as a secondary meaning mark on the Principal Register, at which time 
the examiner withdrew the 1920 Act registration as a reference and refused 
on the Principal Register registration. 

The present application and registrant’s application were pending at 
the same time and no interference was declared. It would appear that the 
examiner must have been of the opinion that applicant’s use of agus GLASER 


1. The meat products identified are weiners, — smoked salami, cervalot, 


mettewurst, braunschweiger, liver sausage, link sausage, b sausage, smoked sausage, 
pork loaf, beef loaf, Dutch loaf, ham, minced ham, bologna, ham luncheon roll, smoked 
picnic, smoked hams, bacon, smoked hocks, bar B-Q ribs, corn beef, smoked tongue, 
souse, head cheese, pork pudding, chili, and chicken loaf. 

2. Reg. No. 551,260 issued Nov. 27, 1951. Registrant also owns Reg. No. 364,527— 
1920 Act. 
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was not such as to affect registrant’s acquisition of a secondary meaning 
in GLASER’s else the registration of GLASER’s would not have issued to 
registrant without having had the rights of the parties established in an 
interference proceeding. Be that as it may, the decision here must be 
based on the present record. 

The record shows that several years ago the president or registrant, 
who apparently was the predecessor of registrant corporation, filed in the 
District Court for Webster County, Iowa, a civil action against the presi- 
dent of the present applicant, who apparently was the predecessor of 
applicant corporation. A certified copy of the judgment of the court, 
entered on February 9, 1943, shows that Gus Glaser was enjoined from 
using GLASER’s in the script form as reproduced in the judgment and as 
shown in Iowa Reg. No. 4150 (and in Federal Regs. Nos. 364,527 and 
551,260) ; but the judgment further provided: 

“Nothing herein contained shall prevent the defendant from 
using his own surname, GLASER, or his full name, GUs GLASER, in any 


form not covered by the said trademark registration.” [Iowa State 
registration. | 


Under the circumstances of this case, applicant’s mark should be pub- 
lished in accordance with Sec. 12(a). The decision of the Examiner of 
Trademarks is reversed. 

Applicant may, prior to such publication, or thereafter, submit an 
amendment striking the present identification of goods from its application 
and inserting in lieu thereof the words “prepared meat products,” and the 
examiner is authorized to enter such an amendment. 


THE KENDALL COMPANY v. POLYMARK LIMITED 
No. 32722 — Commissioner of Patents — July 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
POLYMARK for adhesive tapes is not confusingly similar to PoLYKEN for pres- 
sure sensitive adhesive tape. 


Opposition proceeding by The Kendall Company v. Polymark Limited, 
application Serial No. 640,062 filed November 24, 1952. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Reversed. 


Soans, Glaister & Anderson, of Chicago, Illinois, for applicant-appellant. 
George H. Corey, of New York, N. Y., for opposer-appellee. 


Leeps, Assistant Commissioner. 


An application has been filed to register pouyMaRK for adhesive tapes 
(textile) for use in laundries for attachment to articles for identification 
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purposes. The application is based on British Reg. No. 688,636, issued April 
28, 1950. 

Registration has been opposed by the registrant of POLYKEN for pres- 
sure sensitive adhesive tape.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Applicant has conceded opposer’s ownership and prior use on tapes 
having many uses, and it has conceded that opposer has spent large amounts 
in advertising its POLYKEN tapes. 

Opposer’s pressure sensitive industrial tape sold under the mark 
POLYKEN is used for sealing, holding, reinforcing, marking and packaging. 
It is sold only to industry, either directly or through distributors. Many 
of opposer’s tapes have waterproofed backing suitable for writing for 
identification, labeling or other marking purposes. They are not however, 
used for laundry marking—although they may sometimes be sold to 
laundries for other purposes. 

Applicant’s tape, according to the identification of goods in its appli- 
cation, has a limited use by a limited class of purchasers. 

The marks do not look alike—opposer’s, as used, being printed in initial 
capital and lower case letters, and, as registered, in block letters; and 
applicant’s being displayed on a key-shaped background with an unrolling 
roll of tape forming the initial letter “P” and the balance in lower case 
letters. 

They do not sound sufficiently alike when pronounced to be likely to 
result in confusion or mistake of purchasers. 

The only question left, then, is whether or not purchasing agents for 
laundries are likely, upon seeing or hearing of poLYMARK laundry marking 
tape, to be led by the mark to believe that it is another product made by 
opposer, or to associate it with the maker of POLYKEN pressure-sensitive in- 
dustrial tapes. There is nothing in the record which is persuasive of an 
affirmative answer to the question. The record does not indicate that 
opposer’s product has ever been advertised in laundry trade periodicals, 
or that it has been otherwise promoted with laundries, or that laundries 
generally are familiar with or conscious of opposer’s mark. The limited use 
of applicant’s marking tape by a limited class of purchasers who apparently 
are neither large, regular nor “ordinary” users of pressure-sensitive in- 
dustrial tape in their normal operations leads to the conclusion that there 
is no likelihood of confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is reversed. 


1. Reg. No. 435,666 issued Jan. 6, 1948. 
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THE KROGER CO. v. COLDWATER 
SEAFOOD CORPORATION 


No. 6143 — Commissioner of Patents — July 18, 1956 





TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FRESHER BRAND for frozen seafoods is not confusingly similar to FRES-SHORE 
for seafoods. 






































Cancellation proceeding by The Kroger Co. v. Coldwater Seafood Cor- 
poration, Registration No. 541,590 issued April 24, 1951. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 


Wood, Herron & Evans, of Cincinnati, Ohio, for petitioner-appellant. 


Joseph V. Meigs and Morrison, Kennedy & Campbell, of New York, N. Y., 
for respondent-appellee. 


LeEps, Assistant Commissioner. 


A petition has been filed to cancel Supplemental Registration of 
FRESHER BRAND for frozen seafoods—namely frozen codfish and haddock, 
issued April 24, 1951. Petitioner is the user of FRES-SHORE, on seafoods 


1 and registrant of a composite mark showing KROGER’s FRES-SHORE OYSTERS, 
1 above a sketch of two men in a fishing boat on the sea,’ for oysters. The 
. Examiner of Interferences dismissed the petition, and petitioner has 
" appealed. 
This controversy arose when the Examiner of Trademarks refused 

‘. registration to petitioner of rrES-SHORE for frozen fresh fish, frozen cooked 
. fish, frozen fresh and cooked scallops, frozen fresh shrimp, and fresh oysters, 

on the ground that the mark so resembled respondent’s registered mark as 
al to be likely, when applied to frozen fresh and cooked seafoods, to cause 
1g confusion, mistake or deception of purchasers. A few weeks after the 
ry petition was filed, the Examiner of Trademarks withdrew his refusal to 
- register, and petitioner’s registration of FRES-SHORE issued.® 
an It is observed that in the prosecution of its application, petitioner 
at argued that the marks here involved should not be “considered to be con- 
Is, fusingly similar, as the word BRAND is an integral element of Reg. No. 
1€8 541,590 and FRESHER and FRES-SHORE have an entirely different connotation.” 
ise ‘ The Examiner of Trademarks was persuaded to agree with the argument. 
tly The Examiner of Interferences, after considering the record presented 
in- by the parties here, also agreed with the ex parte argument of petitioner 
ere 


in the prosecution of its application, and held that “when the marks are 
considered in their entireties, as they must be, they do not look or sound 
alike or have the same meaning.” 


1. Reg. No. 541,590. 
2. Reg. No. 392,152 issued Dec. 9, 1941. 
3. Reg. No. 584,664 issued Jan. 12, 1954. 
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The Examiner of Interferences, quoting from Joseph Dixon Crucible 
Co. v. Richard Best Pencil Co., Inc., 99 USPQ 170, 171 (Com’r., 1953), 


noted : 


“* * * such inconsistencies cannot be entirely disregarded in 
applying the rule that petitioner has the burden of proving by a pre- 
ponderance of evidence that it is injured by the registration of a mark 
that it has thus argued to be dissimilar to its own. EF. Bierhaus & Sons 
v. The Great Atlantic & Pacific Tea Co., 62 USPQ 254 (Com’r., 1944).” 


The record shows contemporaneous use by the parties on their respec- 
tive goods for more than six years, and it further shows that from 1948 
to 1953 respondent has made substantial sales of its FRESHER BRAND products 
to petitioner for resale in its retail stores alongside its FRES-SHORE products, 
without any evidence of confusion. 

Under the facts of this case, it is concluded that both the Examiner 
of Trademarks and the Examiner of Interferences were correct in their 
ultimate findings that when the marks are considered in their entireties, 
they do not look sufficiently alike or sound sufficiently alike to be likely to 
cause confusion, mistake or deception of purchasers buying under the usual 
conditions and circumstances of trade in the products; and the impression 
created by the marks on the goods is entirely different. 

Petitioner has not proved any facts from which damage to it can be 
presumed; nor has it shown that respondent was not entitled to register 
its FRESHER BRAND mark at the time of its application, or that respondent 
is not using or has otherwise abandoned its mark. 

The decision of the Examiner of Interferences is affirmed. 


MERCHANDISING PROMOTIONS v. 
HASTINGS & CO., INC. 


No. 34221 — Commissioner of Patents — July 18, 1956 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Ordinarily oppositions should not be decided on motions to dismiss, but motion 
is granted where, admitting all well-pleaded facts in case, it does not appear that 
opposer is entitled to relief. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—APPLICATION 
GOLDMARK for gold stamping foil is not confusingly similar to MAGIC GOLD for 
plastic gold foil. 
Registration is withheld pending amendment to application properly identifying 
goods. 


Opposition proceeding by Merchandising Promotions v. Hastings & 
Co., Inc., application Serial No. 663,022 filed March 22, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 
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Silverman & Mullin, of Chicago, Illinois, for opposer-appellant. 
Paul & Paul, of Philadelphia, Pennsylvania, for applicant-appellee. 


Leezps, Assistant Commissioner. 


An application has been filed to register coLDMaRK for gold stamping 
foil, use since March 10, 1954 having been asserted. Registration has been 
opposed by one who claims prior use of maaic goup for plastic backed gold 
foil used for personalizing articles by pressure.’ Applicant filed a motion 
to dismiss, and the Examiner of Interferences granted the motion. Opposer 
has appealed. 


The products of the parties are the same, being a cellophane folder, 
to the back of which is attached a pressure-sensitive gold foil strip. By 
unfolding the cellophane, placing the dull side of the gold foil against any 
article made of wood, plastic, leather or fabric, and writing with a ball-point 
pen, pencil or stylus on the cellophane and shiny side of the gold foil, the 
written matter will be transferred to the article in gold lettering. The 
products are stationery items.* 


Ordinarily, cases such as this should not be decided on motion to 
dismiss, but admitting all well-pleaded facts in this case, it does not appear 
that opposer is entitled to relief. 


The marks neither look alike nor sound alike—the only common por- 
tion being the word goLD. The word GoLp when applied to gold foil items is 
so highly descriptive as to fail to perform any trademark function; and 
since the word appears as the prefix of one mark and the suffix of the 
other, there is no such similarity of sound or appearance as to be likely to 
result in any confusion or mistake of average purchasers. 

The marks do not have the same suggestive significance. One suggests 
a surname and the other suggests a gold item of extraordinary properties. 

Under the circumstances present here, even if proofs of pleaded facts 
were offered, they could not lead to a conclusion that confusion, mistake 
or deception of purchasers is likely. 

Registration of applicant’s mark will be withheld, however, pending 
an amendment properly identifying the goods as cellophane folders with 
pressure-sensitive gold foil strip attached for personalizing articles in 
Class 37. 

The decision of the Examiner of Interferences is sustained. 


1. Opposer has pending an application 8. N. 666,857 to register MAGIC GOLD for 

its product. 
. For some reason which is not understood, the goods are classified in Class 14, 
Metals and Metal Castings and Forgings, whereas the items are simple stationery items. 
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EX PARTE PARICHY BLOOMER GIRLS, INC. 


Commissioner of Patents — July 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 


REGISTRATION PROCEDURE—EX PARTE REJECTION 
Although members of applicant’s baseball team BLOOMER GIRLS embark upon 
interstate journeys to perform their entertainment service, interstate aspect ends 
when they disembark. Registration of the service mark is refused since the services 
are not rendered in interstate commerce, 


Application for service mark registration by Parichy Bloomer Girls, 
Inc., Serial No. 639,712 filed December 18, 1952. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register BLOOMER GIRLS for an enter- 
tainment service in the nature of baseball exhibitions by girls, use since 
July 15, 1927 having been asserted. Registration has been refused on the 
ground that there is nothing in the record which indicates that the identi- 
fied service is rendered in commerce. Applicant has appealed. 

It appears from the record that since 1927 the applicant’s baseball 
team has traveled thousands of miles and played baseball for innumerable 
people. In 1937, the team played in the World Amateur Softball Tourna- 
ment in which 42 states, 10 metropolitan areas and some Canadian prov- 
inces participated. The team has played in almost every city of any size 
in the United States. 

The Examiner of Trademarks relied upon Federal Baseball Club of 
Baltimore v. National League of Professional Baseball Clubs, 259 U.S. 200, 
and the 1953 decision of Toolson v. New York Yankees, Inc., et al., 346 U.S. 
356, in which the Supreme Court held in effect: (1) Congress had no inten- 
tion of including the business of baseball within the scope of the Federal 
antitrust laws; and (2) Congress has not seen fit to bring such business 
under these laws by legislation, and if there are evils in the field of pro- 
fessional baseball which warrant application of the antitrust laws, it should 
be by legislation. A subcommittee of the House Judiciary Committee has 
expressed the opinion that the Congress has jurisdiction to investigate and 
legislate on the subject of professional baseball (House Report No. 2002, 
82d Cong. 2d Sess., 4. 7, 111-139), but to date it has not legislated in the 
field. 

The present application, however, does not involve the antitrust laws, 
but must be decided on the definition of “commerce” and service marks 
“used in commerce” under the Trademark Act of 1946. 

As was said in Ex parte The Aspen Company, 107 USPQ 239 (46 
TMR 350) (Com’r, 1955), “In such cases as this we are not concerned 
with the applicability of various federal statutes to applicant’s activities 
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(such as the Sherman Act, the National Labor Relations Act, or the Inter- 
nal Revenue Act); but the sole question for determination is whether or 
not applicant is using a mark in connection with service which it renders 
in commerce.” 

For purposes of the Act, “commerce” means all commerce which may 
lawfully be regulated by Congress; and a mark is “used in commerce” on 
services when it is used or displayed in the sale or advertising of services 
and the services are rendered in commerce. (Emphasis added.) 

The members of applicant’s baseball team unquestionably embark upon 
interstate journeys to perform their entertainment service, but the inter- 
state aspect ends when they disembark at the station in the city of destina- 
tion. See United States v. Yellow Cab Co., 332 U.S. 218 (1947), and the 
discussion of that case in Ex parte The Aspen Company, cited above. 

There is nothing to indicate that the entertainment service in the form 
of exhibitions is performed across State lines. Indeed, it seems probable 
that such is not the case. Nor is there anything in the record to indicate 
that the entertainment service is broadcast by radio or telecast so as to 
permit a finding of performance of services interstated.* 

There is nothing in the record here to support a finding that applicant’s 
claimed services are rendered in commerce which may lawfully be regulated 
by Congress. Paraphrasing the language of the Supreme Court in the 
Toolson case cited above, if marks should be registered under the circum- 
stances of this case, it should be so provided by legislation. The language 
of the definition of a service mark used in commerce cannot reasonably be 
interpreted to embrace applicant’s activities. 

The decision of the Examiner of Trademarks is affirmed. 


STANDARD OIL DEVELOPMENT COMPANY v. ADVANCE 
SOLVENTS & CHEMICAL CORPORATION (assignor to 
CARLISLE CHEMICAL WORKS, INC.) 


Nos. 31908, 31909, 32222 —Commissioner of Patents — July 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
vistas for hydrocarbon polymers is not confusingly similar to visTone for 
additives in lubricants. 
vistac for synthetic hydrocarbon is not confusingly similar to visTaNEx for 
high molecular weight polymers of isobutylene. 


REGISTRATION PROCEDURE—APPLICATION 
Same mark for same product should not be registered in different classes. 


1. An addendum to applicant’s brief filed after the case was submitted on brief 
quotes from the published article The Eighth Year of Administration of the Lanham 
Trademark Act of 1946 by Walter J. Derenberg, in which it was stated in part: “Names 
of teams, such as, for instance, baseball teams, are now held registrable as service 
marks * * *.” Both applicant and Mr. Derenberg, in so far as the latter apparently 
stated a general principle, overlooked the fact that names of baseball teams are registra- 
ble only if a showing is made that the entertainment service is rendered in commerce, 
and in some instances such a showing has been made. 
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REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Confusion, mistake, and deception grow out of use of marks and not out of 
registration. 


Opposition proceeding by Standard Oil Development Company v. 
Advance Solvents & Chemical Corporation (assignor to Carlisle Chemical 
Works, Inc.), applications, Serial No. 612,227, filed Apr. 5, 1951, Serial 
No. 590,923, filed Jan. 16, 1950, and Serial No. 612,226, filed Apr. 5, 1951. 
Opposer appeals from decisions of Examiner of Interferences dismissing 
oppositions. Affirmed, but Serial No. 612,226 and 612,227 refused regis- 
tration. 


Jewett, Mead, Browne & Schuyler, of Washington, D. C., for opposer-appel- 
lant. 


Fritz G. Hochwald and Edward Halle, of New York, N. Y., for applicant- 
appellee. 


Leeps, Assistant Commissioner. 


Three applications have been filed to register visTac, use since October 
of 1938 having been asserted in each application. 

In the first application,’ the goods are identified as “synthetic hydro- 
carbon polymers, particularly butene polymers, especially for use as a 
vehicle for caulking compounds.” (Class 6—Chemicals and Chemical Com- 
positions) 

In the second application,? the goods are identified as “viscous synthetic 
hydrocarbon polymers, particularly butene polymers, for use as ingredients 
of hot-melt paper coatings and as additives to paint products.” (Class 16— 
Protective and Decorative Coatings) 

In the third application,® the goods are identified as “viscous synthetic 
liquid softeners, plasticizers, tackifiers, and modifiers for use as an in- 
gredient of adhesives, such as of shoe and stationers’ adhesives, adhesive 
industrial tapes, adhesives for laminating compositions, and for fur 
backing.” (Class 5—Adhesives) 

Oppositions were filed against the applications by the registrant of 
VISTANEX,* VISTONE® and PARATAC.® 


S.N. 590,923 filed January 16, 1950. 

S.N. 612,226 filed April 5, 1951. 

S.N. 612,227 filed April 5, 1951. 

Reg. No. 332,118 issued Feb. 4, 1936 for cementitious adhesive or binder for 
paper, cloth, glass and particularly safety glass; Reg. No. 332,828 issued Feb. 25, 
1936 for compounding agent for use in rubber, plastics, coating ‘compositions, paints, 
waxes, asphalt, resins, chewing gum, emulsions, and an impregnating agent for water- 
proofing or otherwise agen cloth, glass, and particularly safety glass; for waterless 
cleaning compounds for industrial and household uses; and Reg. No. 368,305 issued 
June 13, 1939 for a rubber substitute. 

5. "Reg. No. 314,040 issued June 19, 1934 for lubricating oils; and Reg. No. 314,956 
issued July 17, 1934 "for chemical compound for increasing the load carrying capacity 
of lubricating oils. 

6. Reg. No. 347,624 issued June 29, 1937 for chemical compound for improving 
the viscosity tempe rature relationship of lubricating oils; and Reg. No. 353,001 issued 
Dec. 21, 1937 for ’ Webaiaating oils. 
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The Examiner of Interferences dismissed the three oppositions, and 
opposer has appealed. 

Before discussing the inter partes proceedings, there is an ex parte 
question not mentioned by the Examiner of Interferences which requires 
consideration and disposition. 

The first filed application identified the goods as “synthetic hydro- 
carbon polymers, particularly butene polymers, especially for use as soft- 
eners for natural and synthetic rubbers in surgical and industrial tapes, 
adhesives, hot-melt paper coatings, laminating compositions, for fur back- 
ings, as a vehicle for caulking compounds, and as an additive in flat wall 
paints,” in Class 6. The first action of the examiner required an “election” 
holding that softeners for adhesives are in Class 5; additives for flat wall 
paint are in Class 16; and the other items are in Class 6. Applicant 
amended the first application by striking “softeners” for natural and syn- 
thetic rubbers in surgical and industrial tapes, adhesives, and “as an 
additive in flat wall paints,” and filed the second and third applications. 

Thereafter, the Trademark Classification Examiner advised applicant 
that synthetic hydrocarbon polymers for use as hot-melt paper coatings are 
in Class 16; those for laminated compositions are in Class 5; and those for 
caulking compounds are in Class 6. Applicant then amended the first 
application by striking “as hot-melt paper coatings, laminating composi- 
tions, for fur backings” from the first application; by adding “hot-melt 
paper coatings” to the second application; and by adding “adhesives for 
laminating compositions and for fur backings” to the third application. 


The foregoing demonstrates the fallacy of classifying products accord- 
ing to use rather than according to the common commercial names of the 
products. Applicant uses the mark vistac on synthetic hydrocarbon 
polymers, which is the commonly recognized commercial name of the prod- 
uct, and the uses to which such polymers may be put by industrial users 
does not change the product from one class to another. The class, under 
such circumstances, must remain the same, if classification is to serve any 
purpose. 

The three application files show that the same label is used on the 
hydrocarbon polymers, irrespective of the purpose for which they are used. 
If classification is to serve its statutory purpose, it should provide a 
consistent and orderly system which places like products in a single class; 
and the same mark for the same product should not be registered in different 
classes. See: Ex parte Mead Johnson & Co., 104 USPQ 69 (45 TMR 235). 
It seems self-evident that synthetic hydrocarbon polymers, do not become 
protective and decorative coatings merely because they may be used as 
additives in paint products; nor do they become adhesives merely because 
they may be used as an ingredient of adhesives. They are chemical compo- 
sitions irrespective of their uses. 

In view of the foregoing, registration on Ser. No. 612,226 and Ser. 
No. 612,227 is refused on the ground that the same mark is not registrable 





1286 THE TRADEMARK REPORTER Vol. 46 T.M.R. 


for the same product in more than one class, and the oppositions’ which 
were filed against these applications are dismissed ; and if, on final termina- 
tion of the remaining opposition,® it is concluded that applicant is entitled 
to the registration sought, registration will be withheld pending receipt 
of an amendment deleting from the identification of goods in the ,applica- 
tion the words “especially for use as a vehicle for caulking compounds.” 

Opposer’s record shows that it uses VISTANEX on high molecular weight 
polymers of isobutylene ; it uses VISTONE on an ester additive for lubricating 
oils; and it uses PARATAC on an oil-dissolved isobutylene polymer additive 
for lubricating oils. It appears that the respective marks have always been 
used on these products and on nothing else. 

The record shows that on July 1, 1935 applicant placed an order for 
five pounds of vISTANEX with opposer, and shipment of the order was made 
on July 19, 1935. The record does not show how or whether the product 
was identified on the container by the mark vISTANEX. 

On July 3, 1941, opposer’s affiliate and predecessor in title entered into 
a sales agreement with applicant under which applicant agreed to sell 
minimum quantities of opposer’s polybutene during the years through 1945, 
and to resell it in the exact condition received, under the brand name vis- 
TANEX, which brand name was to remain exclusively in opposer’s affiliate. 
In using VISTANEX applicant agreed to display in connection therewith the 
notice “T.M. Reg. sTANCO DISTRIBUTORS, INC.” (Stanco Distributors, Inc. is 
opposer’s affiliate and predecessor in title to visTANEX.) The agreement fur- 
ther provided that opposer’s predecessor could sell directly to the U.S. and 
Canadian government, but it agreed not to sell polybutylene to any indus- 
trial user, other than manufacturers or vendors of petroleum products, 
except through resellers, agent or distributors. 

Applicant continued to sell vISTANEX to its customers under the above 
identified agreement until June 18, 1945, when a second agreement was 
executed. This agreement made applicant a commission agent to solicit 
orders for vISTANEX polybutene, subject to written approval and acceptance 
of opposer’s predecessor and upon such terms and conditions as opposer’s 
affiliate-predecessor should from time to time authorize in writing. This 
agreement was assigned to another affiliate and predecessor in title of 
opposer as of January 1, 1947. On March 18, 1949 opposer’s affiliate- 
predecessor gave notice of cancellation of the contract as of April 30, 1949, 
subject only to payment of commissions on orders, up to a million pounds, 
received through applicant during the balance of the calendar year 1949, 
even though some of the deliveries would not be made until 1950. 

The record indicates that opposer’s affiliate-predecessor advised appli- 
cant in 1949 that it was discontinuing production of visTaNEx. Thereupon, 
applicant wrote a letter to its customers advising them of discontinuance 


7. 
8, 


Opp. No. 32,222 and . No. 31,908. 
Opp. No. 31,909. ad : 
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of production by its suppliers, and further stating that the suppliers 
expected to make a decision concerning resumption of production early 
in 1950. The contents of this customer letter were transmitted to opposer’s 
affiliate-predecessor by telephone and then confirmed in writing on Decem- 
ber 15,1949. A few days later, on December 23, 1949, applicant wrote a 
letter to opposer’s affiliate-predecessor stating that it had learned from one 
of its customers that it had been informed by opposer’s affiliate-predecessor 
that production of VISTANEX was not being discontinued, and that applicant 
had been greatly embarrassed by the inference that it had misrepresented 
the facts in its letter to its customers. Applicant requested opposer’s 
affiliate-predecessor to instruct its staff that the statements made in its 
customer letter were in accordance with the facts as they existed when the 
letter was written, in order that further damage to applicant might be 
prevented. 

Opposer, in its brief, refers to applicant as “the exclusive sales agent 
for opposer’s goods sold under the trademark vIsTANEX, and to “this exclu- 
sive arrangement,” but neither of the agreements provided exclusivity, and 
there is nothing in the record which shows that applicant was the exclusive 
seller of vISTANEX on behalf of opposer and its affiliate-predecessor. The 
testimony of opposer’s witnesses indicates that applicant was not the exclu- 
sive selling agent. 

The record shows merely that applicant knew of visTANEX as sold by 
opposer and its affiliate-predecessors as early as 1935, and applicant sold 
products identified as vISTANEX to its industrial user customers from 1941 
through 1949. It further shows that after termination of the agreement, 
applicant continued to purchase viSTANEX from one of the opposer’s affili- 
ates and from its parent company, and that it uses the product in a com- 
pound which it sells under its own trademark. 

A sales card in evidence shows that in November of 1938 applicant 
sold ten gallons of visTac to a customer in Ohio, and the card indicates that 
during periods in 1938, 1940, 1943, and 1944 it was also selling visTANEx, 
LATEKOLL, ADVAGUM and PLASTOFLEX to the same customer. In 1947, at the 
request of one of opposer’s affiliates, data sheets on applicant’s visTac were 
forwarded to it by applicant. 

One of the opposer’s witnesses who has been employed since 1921 by 
various of the subsidiaries of Standard Oil Company (New Jersey), of 
which opposer is one, testified that he first became aware of applicant’s use 
of the trademark vistac in the early ’40’s, “the very early ’40’s, perhaps 
1940 or 41, at which time the product and brand vistac was, I believe, 
brought to the attention of industry through some technical publications 
presented at or about that time”; and that the various companies of the 
Standard Oil Company (New Jersey), including opposer, were familiar 
with the use of vistac by applicant as far back as 1941. As far as the 
witness knew, none of such companies ever objected to applicant’s use of 
VISTAC., 
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In the earlier days of applicant’s use of visTac, applicant purchased the 
product from Standard Oil Company of California,? a completely inde- 
pendent company from Standard Oil Company (New Jersey). Opposer 
was aware of this fact. 

At the time testimony was taken, applicant was purchasing from 
another supplier. 

According to opposer’s testimony, the products sold under the vISTANEX 
mark and those sold under the vistac mark were under government alloca- 
tion prior to 1946, and it was not until after 1946 that they were “released 
from allocation and became competitive in commerce.” 

It is apparent from the record that opposer’s VISTONE and PARATAC are 
sold to manufacturers of lubricants who use them as additives. Applicant’s 
product does not move in these trade channels and is not used as an addi- 
tive in lubricants. In view of the differences in marks, the differences in 
goods and the differences in trade channels in which the goods move, there 
is not believed to be any likelihood of confusion, mistake, or deception of 
purchasers as between applicant’s vistac hydrocarbon polymers and op- 
poser’s VISTONE and PARATAC additive for lubricants. 

This leaves for consideration only the question of likelihood of confu- 
sion, mistake or deception of purchasers of visTANEX high molecular weight 
polymers of isobutylene and visTac synthetic hydrocarbon polymers. The 
purchasers in this case are industrial users—and at least some of them 
are in the same general class of industry—and some of them may be the 
same people. They are, however, customers who know with whom they are 
dealing when they make their purchases. 


So far as the record shows, opposer advertises its product vISTANEX 
through an affiliate only as the name of one of the chemicals sold under the 
ENJAY OVAL trademark; and it is listed in the same manner and with the 
same effect as the others of its “wide range of chemicals,” which includes 
Secondary Butyl Alcohol, Isooctyi. Alcohol, Isopropyl Acetate, Acetone, 
Methyl Ethyl Ketone, Ethyl Ether, Isopropyl Ether, Polypropylenes, Bu- 
tadiene, Isoprene, Aromatic Tars, Paratone, Paratac, Vistanex, Naphthenic 
Acids, Benzene, and others. 


9. Standard Oil Company of California owns Reg. No. 395,979 issued June 23, 
1942, showing vistac for lubricating oils and greases. During the prosecution of the 
application which matured into this registration, registration was refused on the ground 
of likelihood of confusion with vISTONE for jubricating oils. One of this opposer’s 
affiliates had some correspondence with Standard Oil Company of California in which 
it was stated that there was no objection to registration of visTac for lubricating oils 
and greases; that VISTONE was used on an additive compound sold to manufacturers of 
lubricating oils and greases; and that there was no likelihood of confusion. A letter 
was then written to the Commissioner of Patents 4 opposer stating that it had no 
objection to registration of vistac by Standard Oil Company of California. This, even 
though opposer had a registration of vISTONE for lubricating oils. 

One of the present applicant’s applications was involved in an interference with 
the viIsTAC registration of Standard Oil Company of California, and on motion of 
registrant to dissolve on the ground that no interference in fact existed since no con- 
fusion was likely to occur from contemporaneous use of the mark on the products of 
the respective parties, the interference was dissolved. 
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The record shows that opposer and its affiliates have known of appli- 
eant’s use of the mark visTac on its hydrocarbon polymers since 1940 or 
1941 and have voiced no objection to such use. During the years 1941 
through 1949 applicant sold both visTaNEx and vistTac to its customers. 
Opposer’s witness testified that until 1946 these products of the parties 
were under government allocation and it was in 1946 that they became 
“competitive in commerce,” but it seems obvious that the products were 
just as competitive and purchasers of the products were just the same while 
they were under allocation as they were when they were released from 
allocation. 

It was not until after the sales agreement was canceled by opposer in 
1949 and applicant’s mark was published for opposition purposes—some 
twelve years after opposer knew of applicant’s use of vistac—that opposer 
voiced any objection to it, and this was done by filing an opposition to 
registration of the mark rather than by proceeding against its use. Con- 
fusion, mistake and deception grow out of use of marks and not out of 
their registration. 

There are in evidence three exhibits, and some testimony concerning 
them, which suggest that two potential purchasers and the Chief of the 
Plastics Section of the NPA in the Department of Commerce may have 
thought that vistac was made by opposer. This is understandable in the 
light of the record which shows that for several years applicant sold both 
products under the respective marks, without objection from opposer; and 
in the light of opposer’s advertising which includes visTANEX as the name 
of one of the many petrochemicals offered for sale by opposer’s affiliate 
without any indication that some of such names may be trademarks of one 
company or another. 

If confusion, mistake or deception is likely today, it was likely in the 
early 1940’s when opposer first knew of applicant’s use and at a time 
when the parties had a business relationship. Meanwhile, applicant has 
come to enjoy an annual sales volume of some $200,000 from its vistac 
hydrocarbon polymers. Under the facts and circumstances of this case, 
it is concluded that such ordinary business mistakes as might be suggested 
by the exhibits are probably the result of opposer’s use of vISTANEX as the 
name of one of its petrochemicals and of its conduct in permitting appli- 
cant to sell both vIsTANEX and visTAc over a long period of time. It cannot 
be found on this record that opposer will be damaged by the registration 
sought. The record leads to the inescapable conclusion that opposer deems 
itself injured more by the competition than by the mark. 

The decisions of the Examiner of Interferences are affirmed. 
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VANITY FAIR MILLS, INC. v. JULIUS KAYSER & CO. 
No. 32403 — Commissioner of Patents — July 18, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NYLOTUX for women’s lingerie is not confusingly similar to TUx for men’s 
underwear made up primarily for individuals as an accommodation on special order. 


Opposition proceeding by Vanity Fair Mills, Inc. v. Julius Kayser & 
Co., application Serial No. 621,971 filed December 1, 1951. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Toulmin & Toulmin, of Dayton, Ohio, for opposer-appellant. 
Edmund Dill Scotti, of New York, N.Y., for applicant-appellee. 


Legps, Assistant Commissioner. 

An application has been filed to register nyLoTUx for nightgowns, slips, 
petticoats, panties and briefs for women, use since September 28, 1951 
having been asserted. Registration has been opposed by the registrant of 
tux for men’s athletic union suits and athletic shirts and pants. The 
Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

The record, in so far as the pertinent facts are concerned, shows that 
opposer is a manufacturer of women’s lingerie. From 1927 or 1928 until 
1948, opposer also manufactured and sold men’s underwear, and it was on 
this merchandise that the mark Tux was used. Since 1943, the mark tux 
has been used only on men’s underwear made up primarily for individuals 
as an accommodation on special order, or in small quantity for a special 
promotion. The product is not in opposer’s “line,” and Tux men’s under- 
wear has not been in its price list since 1943, and deliveries of special orders 
have been insignificant and sporadic. Under these circumstances, likelihood 
of confusion, mistake, or deception of purchasers is non-existent. 

Opposer has failed to prove any facts from which damage can be pre- 
sumed ; especially where, as here, the mark NYLOTUX is used on women’s 
lingerie, and Tux, if used at all is used on special orders of men’s under- 
wear not sold through usual trade channels; and where, as here, NYLOTUX 
suggests tucked nylon? while TUX on men’s underwear suggests underwear 
to be worn with formal attire. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 257,783 issued Jan. 17, 1928, renewed. 
2. The record shows that the mark is used on lingerie made of finely tucked nylon. 





Vol. 46 T. M.R. JOHN WALKER & SONS v. AMERICAN TOBACCO 1291 


JOHN WALKER & SONS, LIMITED v. 
THE AMERICAN TOBACCO COMPANY 


No. 30381 — Commissioner of Patents — July 18, 1956 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Although opposer’s pleading identifies only one registration owned by it, Patent 
Office considers other registrations by opposer. All of opposer’s registrations are 
relevant and material to issue as to whether applicant’s mark is confusingly similar 
to opposer’s mark. A registration under Section 22 is constructive notice to Patent 
Office. 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JOHNNIE WALKER for cigarettes is confusingly similar to JOHNNIE WALKER for 
whisky in view of the celebrity of opposer’s mark. Registration is refused under 
Section 2(a) because it falsely suggests a connection with opposer and under Sec- 
tion 2(d) because it is confusingly similar. 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Failure of British Company to take legal action against United States Company 
during World War II is excusable. 


Opposition proceeding by John Walker & Sons, Limited v. The Amer- 
ican Tobacco Company, application Serial No. 567,230 filed October 20, 
1948. Opposer appeals from decision of Examiner of Interferences dismiss- 
ing opposition. Reversed. 


Watson, Leavenworth, Kelton & Taggart, of New York, N. Y., for opposer- 
appellant. 


James F. Hoge and Lenore B. Stoughton, of New York, N. Y., and E. F. 
Wenderoth, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register JOHNNIE WALKER for cigarettes. 
Use since 1919 by applicant and a predecessor has been asserted. Regis- 
tration has been opposed by the registrant of JoHNNIE WALKER for a blend 
of straight Scotch whiskies. The Examiner of Interferences dismissed the 
opposition, and opposer has appealed. 

Opposer’s pleading identifies only Reg. No. 78,556 issued June 21, 1910, 
renewed, and published in accordance with Section 12(c) of the Act of 
1946. Opposer also owns other registrations of JOHNNIE WALKER and of the 
JOHNNY WALKER picture,’ all of which have been renewed and published 
in accordance with Section 12(c). The Examiner of Interferences held 
that these registrations could not be considered because they had not been 
pleaded. Aside from the fact that a list of all registrations owned by 
opposer, including those in the United States, was included as a part of the 
record in this case by stipulation of the parties, Patent Office records, in 


1. Reg. No. 255,415 issued April 23, 1929; Reg. No. 255,416 issued April 23, 1929; 
Reg. No. 307,393 issued October 24, 1933; Reg. No. 320,563 issued Jan. 1, 1935; Reg. 
No. 329,524 issued Nov. 5, 1935; and Reg. No. 329,525 issued Nov. 5, 1935. 
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so far as they are relevant and material to the issues in a proceeding, may— 
and should—be considered by the tribunals of the Patent Office in admin- 
istering the Trademark Act of 1946. The issues in this case, simply stated, 
are: (1) does applicant’s mark so resemble opposer’s registered mark as to 
be likely, when applied to its goods, to cause confusion or mistake or to 
deceive purchasers; and (2) is applicant entitled to the registration which 
it seeks. All of opposer’s U.S. registrations are Patent Office records which 
are relevant and material to the first issue; and just as a registration is, 
under Section 22 of the statute, constructive notice to the public of the 
registrant’s claim of ownership, so it is constructive notice to the tribunals 
of the Patent Office. The cases relied on by the Examiner of Interferences 
were decided before the Act of 1946 became effective. 

The record here consists of two stipulations of fact, the testimony of 
one witness for opposer, and published matter noticed under Rule 282. 

Opposer is a British corporation doing business at Kilmarnock, Scot- 
land, and London, England. Its business of blending and bottling Scotch 
whiskies was founded by a man named John Walker in 1820. About 1880 
a predecessor of opposer commenced using JOHNNIE WALKER for its whisky, 
and the mark has been continuously used since that time. In 1908 opposer’s 
whisky was first imported and sold in the United States under the mark 
JOHNNIE WALKER. Except for the interval of national prohibition, the mark 
has continued in use on opposer’s whisky, and even during that period 
some JOHNNIE WALKER whisky was imported from August of 1920 to about 
November of 1925 and sold for medicinal purposes. 

The advertising of JOHNNIE WALKER whisky commenced in 1908 and 
continued until national prohibition became effective. From June of 1908 
to November of 1917 opposer spent approximately $159,000 in advertising 
its product under its mark through national magazines, newspapers, and 
outdoor advertising. During the interval of prohibition, advertising of 
alcoholic beverages in U.S. publications was not permitted, but opposer 
continued to advertise in British periodicals and publications which were 
circulated to some extent in the United States. 

From June of 1911 to August of 1917 shipments of JoHNNY WALKER 
whisky to the United States amounted to 147,350 cases, and the product 
was sold through distributors and retailers to the consuming public. 

National prohibition was repealed in 1933, and from January of 1934 
through July of 1953, sales of JOHNNIE WALKER whisky amounted to 
4,622,125 cases, and distribution was nationwide. During the same period 
opposer spent more than $8,000,000 in advertising its product under its 
mark through national magazines, trade periodicals, newspapers, outdoor 
advertising and point of sale displays. Ash trays and book matches adver- 
tising JOHNNIE WALKER have been distributed at one time or another 
by opposer. 

As was said by the Court in John Walker & Sons, Ltd. v. Tampa Cigar 
Co., Inc., 103 USPQ 21, 22 (44 TMR 1102) (8.D. Fla., 1954), “Plaintiff’s 





Vol. 46 T. M.R. JOHN WALKER & SONS v. AMERICAN TOBACCO 1293 


[opposer’s] trademark JOHNNIE WALKER is and has been for many years 
a famous trademark for whisky.” 

Applicant is a manufacturer of tobacco products, its cigarettes and 
smoking tobacco being sold under numerous trademarks. 

In 1919, Falk Tobacco Company, Incorporated, commenced using 
JOHNNIE WALKER on smoking tobacco and it continued selling smoking 
tobacco under that mark until November 1, 1923. About December of 
1921, it commenced selling cigarettes under the mark JOHNNIE WALKER 
and continued to do so until November 1, 1923. The total sales of JoHNNIE 
WALKER cigarettes by Falk amounted to about 2,269 cases, or 113,467 
cartons. 

As of November 1, 1923, Falk leased its business, together with its 
trademarks, to applicant for 99 years with right of commutation, and this 
right was exercised on January 31, 1935 at which time Falk’s business, 
goodwill and trademarks became the property of applicant. The trademarks 
were twelve in number and included JOHNNIE WALKER and the well-known 
HERBERT TAREYTON and MELACHRINO marks. 

From 1924 through 1952—a period of 28 years—applicant has sold a 
total of 106,909 cases of fifty cartons each (5,345,450 cartons) of JOHNNIE 
WALKER cigarettes—an average of 3,818 cases annually. The peak year was 
1927 when 15,325 cases were sold; the lowest year was 1946 when 1,177 
cases were sold; and the annual average of sales in the years 1948-1952 
was 1,727 cases. 

From 1925 through 1952, applicant spent some $600,000 in advertising 
JOHNNIE WALKER cigarettes—an annual average of about $22,000—chiefly 
through point of sale displays, sampling,-and direct mail. There was some 
newspaper and magazine advertising in 1926, 1927 and 1928; sample pack- 
ages were last distributed in 1942; “other promotional methods directed to 
the trade or public or both over the years 1923 to 1949, both inclusive, 
including from time to time special combination cartons, or special sizes 
of packages, distribution of cigarette and lighter combinations, direct-mail 
circulars to the trade, direct-mail circulars and booklets to members of the 
general public, and window-trimming service for retail stores,” according 
to the stipulation, were used, but there are no specimens of any such 
“methods” in the record, nor does the record indicate how much of such 
“promotion” was done each year—particularly the ten years or so immedi- 
ately preceding 1952. Apparently, all that has been done in the way of 
“promotion” since 1949 is to list the mark in applicant’s price list. 


It seems beyond question that in view of the celebrity of opposer’s 
mark, the purchasing public would, upon seeing JOHNNIE WALKER cigarettes, 
immediately associate them with opposer and its JOHNNIE WALKER whisky 
and would assume that JOHNNIE WALKER cigarettes are made by, sponsored 
by, or connected in some way in trade with the producer of JoHNNIE 
WALKER whisky. Registration should be refused on the ground that appli- 
cant’s mark falsely suggests a trade connection with opposer. Section 2(a) 





1294 THE TRADEMARK REPORTER Vol. 46 T.M.R. 


of the Trademark Act of 1946 prohibits registration under such circum- 
stances. See: Copacabana, Inc. v. Breslauer, 101 USPQ 467 (44 TMR 987) 
(Com’r, 1954). In addition, registration should be refused under Section 
2(d) on the ground that applicant’s mark, when applied to its goods, is 
likely to cause confusion of purchasers. 

Opposer is likely to be damaged by reason of confusion and of the 
false suggestion of a trade connection between applicant and opposer. 

Applicant has affirmatively defended on the ground that opposer is 
estopped by acquiescence from asserting that applicant’s mark is likely to 
cause confusion, or that opposer will be damaged, or that the public will 
be injured from continued use and registration of the mark. 

The material facts are as follows: 

On the eve of the effectiveness of an amendment to the Constitution 
of the United States prohibiting the manufacture and general sale of alco- 
holic beverages, applicant’s predecessor commenced using a well-known 
whisky trademark on its smoking tobacco. Opposer had, by that time, 
spent $159,000" in advertising its JOHNNIE WALKER whisky, and sales had 
been substantial. Opposer learned of the use by applicant’s predecessor in 
1923 and protested by letter dated May 9, 1923. The protest was not 
followed by legal action, but it is observed that opposer was, from 1920 to 
1933 in the somewhat awkward position of being unable to show how it 
was damaged, since it could not sell its product in this country. 

The repeal of the prohibition amendment took place in 1933. Opposer 
apparently did not know of applicant’s use until 1939, when it protested 
by letter of May 1, 1939. The record does not show whether or not legal 
action was contemplated at that time; but the war in Europe broke out 
on September 1, 1939 and continued until the middle of 1945. Failure of 
a British company to take legal action against a United States company 
in a trademark case during those years is believed to be excusable. It is 
clear, however, that opposer had knowledge of some use of the mark by 
applicant as of 1939. 

Acquiescence in these cases relates to an opposer’s knowing of an appli- 
cant’s long and widespread use of the mark sought to be registered, without 
protest or action ; and an estoppel arises when the opposer’s inaction induces 
the applicant to believe that opposer has no objection to its continued use 
of the mark, and applicant continues to invest in, and expand its business 
symbolized by, the mark to such an extent that it will now be prejudiced 
by opposer’s action. See: Salem Commodities, Inc. v. Miami Margarine Co., 
106 USPQ 411 (45 TMR 1389) (Com’r, 1955). 

The record here shows that opposer protested applicant’s use, and 
when coupled with applicant’s failure to show that it has either invested 
any substantial amount in the mark since 1939, or that its business sym- 
bolized by the mark has expanded or grown, it must be held that applicant 


2. It is common knowledge that the purchasing power of the dollar for advertising 
in the years 1908-1919 was much greater than today. 
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will not now be prejudiced by sustaining the opposition and refusing regis- 
tration. It appears that applicant’s largest investment in the mark was 
probably in the middle to late 1920’s at the time its sales were at their 
peak. Since then, the record indicates reduced investment in the mark, 
and the business symbolized by the mark has been “built down’”—not up— 
from 15,325 cases in 1927 to an average of 1,727 cases annually over the 
five-year period immediately preceding 1953. Meanwhile, the business 
symbolized by applicant’s other marks has grown four-fold since 1939, 
so far as gross sales are concerned. Applicant’s sales under the JOHNNIE 
WALKER mark in 1952 amounted to approximately one one-hundredth 
of one percent of its total sales. 

The record fails to show estoppel by acquiescence. 

Registration is refused, the opposition is sustained, and the decision 
of the Examiner of Interferences is reversed. 


EX PARTE PORCELAIN ENAMEL INSTITUTE, INC. 


Commissioner of Patents — July 19, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CERTIFICATION MARKS 
TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Subject matter of application for HOME APPLIANCES used by certified manufac- 
turers of porcelain enamel products is certification mark and not service mark 
inasmuch as it is used on and in connection with products of persons other than 
applicant. Upon proper amendment of the application registration should issue as 
a certification mark. 


Application for service mark registration by Porcelain Enamel Insti- 
tute, Inc., Serial No. 631,686 filed June 24, 1952. Applicant appeals from 
decision of Examiner of Trademark refusing registration. Modified. 
Francis G. Boswell, of Washington, D.C., for applicant. 


LeeEps, Assistant Commissioner. 


An application has been filed for Supplemental Registration as a ser- 
vice mark of the following: 


HOME APPLIANCES 
Pre-Tested 
Safe Transit 
Shipment 
National Safe Transit Program 
Make 
Safe Handling 
Your job 
Handle With Care 


3. In 1952 sales of LUCKY STRIKE amounted to 8,220,000 cases; PALL MALL 
amounted to 4,600,000 cases; and HERBERT TAREYTON amounted to 1,280,000 cases. 
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The wording is displayed on a colored rectangle in a color combination 
of yellow and black (or orange and black) and is in the nature of a card 
used by certified manufacturers of porcelain enamel products (e.g., ranges, 
home freezers, washing machines, kitchen cabinets, bathroom fixtures, sinks, 
water heaters and other appliances) on the vans or railroad cars containing 
such products in transit. 

Registration has been refused on the ground that the mark as used 
does not serve to identify services claimed to be rendered by applicant. 

It appears that applicant is an association or institute which has a 
National Safe Transit Committee which, in turn, develops on applicant’s 
behalf standards and pre-tested procedures for packaging porcelain enamel 
products. When the established standards and procedures are met by 
manufacturers of porcelain enamel products, applicant certifies that such 
standards and procedures have been met by furnishing certifying labels 
to such manufacturers for application to individual packages. When all 
packaged products in a car or van are individually labeled with the certifi- 
cation label, applicant then furnishes placards in the form presented for 
registration for affixation to the vans or railroad cars containing the indi- 
vidually certified packages. 

It is clear that the subject matter of this application is a certification 
mark and not a service mark. It is a mark used on and in connection with 
the products of persons other than applicant to certify that such persons 


have met applicant’s established standards and pre-tested procedures for 
safe-transit packaging of porcelain enamel products. Upon proper amend- 
ment of the application in accordance with this decision, registration on 
the Supplemental Register should issue. 

The decision of the Examiner of Trademarks is modified as indicated 
herein. 


THE S. K. WELLMAN COMPANY v. 
U. S. ELECTRICAL MOTORS, INC. 
No. 32969 — Commissioner of Patents — July 19, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
VELVATROL for an electromagnetically operated combination brake and clutch 
mechanism is not confusingly similar to VELVETOUCH for brake and transmission 
linings and for clutch linings and facing since VELVETOUCH is not so used to reach 
ultimate purchasers. 
REGISTRATION PROCEDURE—EX PARTE REJECTION 
REGISTRATION PROCEDURE—APPLICATION 
VELVATROL is not registrable for clutch-brake mechanism since there is nothing 
to indicate to purchasers just what VELVATROL is to identify. 


Opposition proceeding by The 8. K. Wellman Company v. U. 8. Elec- 
trical Motors, Inc., application Serial No. 623,568 filed January 14, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed, but registration refused ex parte. 
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William E. Lucas and Theodore R. Scott, of Chicago, Illinois, for opposer- 
appellant. 
John Flam, of Los Angeles, California, for applicant-appellee. 


Lzeps, Assistant Commissioner. 

An application has been filed to register vELVATROL for an electromag- 
netically operated combination brake and clutch mechanism especially 
adapted to be applied to an electric motor, use since November 15, 1951 
having been asserted. 

Opposition has been filed by the registrant of vELVETOUCH for brake and 
transmission linings,’ and for clutch linings and facings, brake facings and 
clutch and brake friction members.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of a joint stipulation of facts, together with a 
number of exhibits, opposer’s answers to nine of applicant’s interrogatories, 
applicant’s answers to five interrogatories propounded by opposer, and 
applicant’s application. 

From the record it appears that opposer has continuously used the 
trademark VELVETOUCH on clutch facings and brake linings and friction 
members thereof since August 15, 1923. Sales under the mark have 
amounted to more than $75,000,000 in value, and more than a half million 
dollars have been spent in advertising the products under the mark. 
Seventy-five per cent of opposer’s products are sold to manufacturers of 

original equipment and twenty-five per cent are sold to jobbers and dis- 

tributors. Opposer’s customers include manufacturers of automotive vehi- 
cles, earth-moving machinery, airplanes, electrically operated cranes, fac- 
tory trucks, lathes, machine tools, presses, punches, shears, straighteners, 
rolling mills and other metal-working machinery, as well as manufacturers 
of electric motors and brakes designed for operation by electric motors, 
and sellers of motor-brake and motor-clutch combinations. 

Applicant was familiar with opposer’s mark vELVETOUCH before it 
commenced using the word VELVATROL. 


Applicant sells electric motors under the mark vaRmRIvE which include 
as an integral part the clutch-brake mechanism identified in its application. 
It purchases the mechanism (which is a dry friction disk type mechanical 
unit operated by electromagnetic engagement of an armature disk and 
magnet) from Warner Electric Brake & Clutch Co. and incorporates it in 
its motors as an integrated part. Applicant has not advertised its clutch- 
brake mechanism under any trademark and its descriptive leaflets and 
price lists referring to the mechanism do not mention any mark in connec- 
tion with it. Applicant’s motors are sold to industrial users. 


1. Reg. No. 306,579 issued Sept. 26, 1933, renewed and published in accordance 
with ot 12(¢) on Mar. 9, 1948. 

2. Reg. No. 411,420 issued Jan. 16, 1945, published in accordance with Sec. 12(c) 
on Apr. 6, 1948. 
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The only use which applicant has made of the word VELVATROL is on 
a tag attached to its VARIDRIVE motors upon which it is stated “This motor 
is equipped with vELvaTROL.” Applicant has not at any time, either on or 
in connection with the motors, indicated to purchasers just what VELVATROL 
is meant to identify. 

Applicant’s use of the word VELVATROL raises an ex parte question of 
registrability which will be disposed of first. The cases cited by opposer 
to support a holding of non-registrability and those cited by applicant to 
support a holding of non-registrability and those cited by applicant to 
support a holding of registrability were all discussed, together with other 
pertinent cases, in Winthrop-Stearns, Inc. v. Milner Products Company, 
106 USPQ 382, 384-385 (45 TMR 1512) (Com’r, 1955), decided after the 
briefs were filed herein. The rationale of the conclusion reached in the 
Winthrop-Stearns case is as follows: 


“The question is one of fact. If the mark is used to identify a 
component—e.g., an ingredient, an added substance, a finish, or a 
part—and distinguishes such component from those of others, and it 
is properly used on or in connection with the goods, or on displays 
associated with the goods, and the goods are sold or transported in 
commeree, it is registrable even though it may have originally been an 
‘advertising gimmick’ to aid in sales promotion. As stated, the ques- 
tion is a fact question, namely, does the mark, as used, ‘identify and 
distinguish the goods for which registration is sought’ ?” 


Applying this rationale to the present case, the answer must be in the 
negative. There is nothing in the record indicating that the mark is used 
to identify and distinguish any particular component of the electric motors 
which applicant sells. The phrase “equipped with vELVATROL” contains no 
suggestion to potential purchasers or to the trade that the word is intended 
to identify a clutch-brake mechanism. Under such circumstances, it must 
be held that the word VELVATROL is not used by applicant to identify or 
distinguish a clutch-brake mechanism incorporated as an integral part of 
its VARIDRIVE motors. Registration is, therefore, refused. 

Turning now to the opposition, it does not appear that opposer’s 
VELVETOUCH is so used as to reach the ultimate purchasers of vehicles, or 
other equipment or motors in which opposer’s products are incorporated. 
Therefore, it does not appear that the industrial users who purchase appli- 
cant’s electric motors equipped with a special clutch-brake mechanism are 
likely to be familiar with or even know about opposer’s VELVETOUCH brake 
and transmission facings and linings. Under the facts and circumstances 
of this case, it is not believed that confusion, mistake or deception of pur- 
chasers is likely, particularly since the products are not sold to the same 
class of purchasers through the same channels of trade. 

The decision of the Examiner of Interferences is affirmed as to the 
opposition; and registration is refused on the ex parte ground discussed 
herein. 
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AMERICAN AUTOMOBILE ASSOCIATION v. 
SAN XAVIER FISH PACKING COMPANY 


No. 31,334 — Commissioner of Patents — July 27, 1956 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register AAA beneath which appears TRIPLE A for canned sardines, 
mackerel and pilchards, registration is opposed by registrant of Aaa for services 
rendered to motor vehicle owners. The evidence shows that opposer’s mark is well 
and favorably known throughout the nation and as part of its services it approves 
restaurants. However, it is not deemed likely that purchasers seeing applicant’s 
mark on a can of fish would associate it with opposer’s services or assume that 
applicant’s product is approved or sponsored by opposer and therefore the applica- 
tion is granted. 
REGISTRATION PROCEDURE—APPLICATION—AMENDMENT 
Application file indicates that applicant cans other types of fish than those 
enumerated in its application and leave is granted to amend its application to in- 
clude the words “canned fish.” 


Opposition proceeding by American Automobile Association v. San 
Xavier Fish Packing Company, application Serial No. 540,132 filed Novem- 
ber 4, 1947. 


Albert H. Kirchner, of Washington, D. C., for opposer-appellee. 
Stephen 8. Townsend, of San Francisco, California, for applicant-appellant. 


LEEps, Assistant Commissioner. 


An application has been filed to register the block letters aaa, beneath 
which appears TRIPLE A, for canned sardines, mackerel and pilchards, use 
since November 21, 1927 having been asserted. 

Registration has been opposed by the registrant of aaa in an ellipse 
for services rendered to motor vehicle owners, motorists and travelers gen- 
erally, including, so far as we are here concerned, rating tourist accom- 
modations.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The facts found by the Examiner of Interferences are fully supported 
by the record and are adopted as findings here. They are as follows: 


“The testimony shows that opposer was organized in 1902; that in 
February 1954 it had over 4,000,000 members; that its trademark con- 
sists of the letters aaa enclosed in an oval; that it is commonly referred 
to as AAA, the THREE A’s and the TRIPLE A; that it renders a variety of 
road and related services to motorists; that it inspects service stations, 
hotels, motels, restaurants, and eating places and publishes a list for 
the benefit of its members of such establishments which meet its stand- 
ards; that in addition such establishments that are approved by it 


1. Reg. No. 547,321 issued Aug. 28, 1951. rs also pleaded ownership of 


seven other registrations, six of which have been canceled for failure to file the affidavit 
required by Sec. 8. The other pleaded registration which is still in force in Reg. No. 
403,370 issued Sept. 21, 1943 for pamphlets, books, booklets and magazines. 
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The only use which applicant has made of the word VELVATROL is on 
a tag attached to its vARIDRIVE motors upon which it is stated “This motor 
is equipped with vELVATROL.” Applicant has not at any time, either on or 
in connection with the motors, indicated to purchasers just what VELVATROL 
is meant to identify. 

Applicant’s use of the word VELVATROL raises an ex parte question of 
registrability which will be disposed of first. The cases cited by opposer 
to support a holding of non-registrability and those cited by applicant to 
support a holding of non-registrability and those cited by applicant to 
support a holding of registrability were all discussed, together with other 
pertinent cases, in Winthrop-Stearns, Inc. v. Milner Products Company, 
106 USPQ 382, 384-385 (45 TMR 1512) (Com’r, 1955), decided after the 
briefs were filed herein. The rationale of the conclusion reached in the 
Winthrop-Stearns case is as follows: 


“The question is one of fact. If the mark is used to identify a 
component—e.g., an ingredient, an added substance, a finish, or a 
part—and distinguishes such component from those of others, and it 
is properly used on or in connection with the goods, or on displays 
associated with the goods, and the goods are sold or transported in 
commerce, it is registrable even though it may have originally been an 
‘advertising gimmick’ to aid in sales promotion. As stated, the ques- 
tion is a fact question, namely, does the mark, as used, ‘identify and 
distinguish the goods for which registration is sought’ ?” 


Applying this rationale to the present case, the answer must be in the 
negative. There is nothing in the record indicating that the mark is used 
to identify and distinguish any particular component of the electric motors 
which applicant sells. The phrase “equipped with vELVATROL” contains no 
suggestion to potential purchasers or to the trade that the word is intended 
to identify a clutch-brake mechanism. Under such circumstances, it must 
be held that the word VELVATROL is not used by applicant to identify or 
distinguish a clutch-brake mechanism incorporated as an integral part of 
its VARIDRIVE motors. Registration is, therefore, refused. 

Turning now to the opposition, it does not appear that opposer’s 
VELVETOUCH is so used as to reach the ultimate purchasers of vehicles, or 
other equipment or motors in which opposer’s products are incorporated. 
Therefore, it does not appear that the industrial users who purchase appli- 
cant’s electric motors equipped with a special clutch-brake mechanism are 
likely to be familiar with or even know about opposer’s VELVETOUCH brake 
and transmission facings and linings. Under the facts and circumstances 
of this case, it is not believed that confusion, mistake or deception of pur- 
chasers is likely, particularly since the products are not sold to the same 
class of purchasers through the same channels of trade. 

The decision of the Examiner of Interferences is affirmed as to the 
opposition; and registration is refused on the ex parte ground discussed 
herein. 
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AMERICAN AUTOMOBILE ASSOCIATION v. 
SAN XAVIER FISH PACKING COMPANY 


No. 31,334 — Commissioner of Patents — July 27, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register AAA beneath which appears TRIPLE A for canned sardines, 
mackerel and pilchards, registration is opposed by registrant of Aaa for services 
rendered to motor vehicle owners. The evidence shows that opposer’s mark is well 
and favorably known throughout the nation and as part of its services it approves 
restaurants. However, it is not deemed likely that purchasers seeing applicant’s 
mark on a can of fish would associate it with opposer’s services or assume that 
applicant’s product is approved or sponsored by opposer and therefore the applica- 
tion is granted. 
REGISTRATION PROCEDURE—APPLICATION—AMENDMENT 
Application file indicates that applicant cans other types of fish than those 
enumerated in its application and leave is granted to amend its application to in- 
clude the words “canned fish.” 


Opposition proceeding by American Automobile Association v. San 
Xavier Fish Packing Company, application Serial No. 540,132 filed Novem- 
ber 4, 1947. 


Albert H. Kirchner, of Washington, D. C., for opposer-appellee. 
Stephen 8. Townsend, of San Francisco, California, for applicant-appellant. 


LEEpDs, Assistant Commissioner. 


An application has been filed to register the block letters aaa, beneath 
which appears TRIPLE A, for canned sardines, mackerel and pilchards, use 
since November 21, 1927 having been asserted. 

Registration has been opposed by the registrant of aaa in an ellipse 
for services rendered to motor vehicle owners, motorists and travelers gen- 
erally, including, so far as we are here concerned, rating tourist accom- 
modations.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The facts found by the Examiner of Interferences are fully supported 
by the record and are adopted as findings here. They are as follows: 


“The testimony shows that opposer was organized in 1902; that in 
February 1954 it had over 4,000,000 members; that its trademark con- 
sists of the letters aaa enclosed in an oval; that it is commonly referred 
to as AAA, the THREE A’s and the TRIPLE A; that it renders a variety of 
road and related services to motorists; that it inspects service stations, 
hotels, motels, restaurants, and eating places and publishes a list for 
the benefit of its members of such establishments which meet its stand- 
ards; that in addition such establishments that are approved by it 


1. Reg. No. 547,321 issued Aug. 28, 1951. an gt also pleaded or of 
a 


seven other registrations, six of which have been canceled for failure to file the affidavit 
required by Sec. 8. The other pleaded registration which is still in force in Reg. No. 
403,370 issued Sept. 21, 1943 for pamphlets, books, booklets and magazines. 
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may, for a fee, be listed as approved aaa places and display the Aaa 
insignia at their place of business, on their stationery, etc.; that the 
traveling public has come to rely on such approval as a standard of 
acceptability which causes the mark to have great value to the estab- 
lishments privileged to use it; that in some instances service stations 
displaying the aaa insignia also operate grocery stores where a full 
line of canned goods including canned fish are sold; that other 
approved establishments sell prepackaged food items with their own 
marks thereon, but never with the aaa designation thereon; that the 
Duncan Hines organization which engages in inspecting and approving 
eating establishments also markets certain food products bearing the 
name Duncan Hines; that opposer has never marketed any food prod- 
ucts, nor knowingly permitted any of its approved establishments to 
market any food products bearing any marking suggestive of the 
opposer.” 


The record shows that opposer’s mark is an emblem design of AAA 
(with the center “A” larger than the first and final letters) within an 
ellipse ; opposer uses it as an emblem; refers to it as an emblem in its printed 
matter; and permits use by its approved establishments only in emblem 
form. 

It is beyond question that the emblem is well-known and well identified 
with opposer and its services. 

Applicant’s mark is AAA in block letters with the word TRIPLE 4 in block 
letters beneath it. 

The only question presented is whether or not persons familiar with 
opposer’s AAA in an ellipse emblem are likely, upon seeing applicant’s 
canned fish in the retail stores where such products are ordinarily sold, or 
upon hearing of applicant’s TRIPLE a brand of canned fish, to associate it 
with opposer or to assume that applicant’s product is in some way approved, 
or sponsored by opposer or applicant is in some way connected with opposer. 
The answer is in the negative. 

Applicant’s mark in ordinary block letters, when applied to canned 
fish, suggests top quality. It stretches credulity to assume that the average 
purchaser, buying applicant’s products in the usual retail outlets under 
ordinary circumstances and conditions of trade, would associate the prod- 
ucts with the American Automobile Association, or would believe that the 
canned fish was approved or sponsored by the American Automobile Asso- 
ciation, or that applicant, a fish canner, was in any way connected with 
opposer. 

On the record here, there is nothing which leads to a conclusion, that 
purchasers are likely to be confused, mistaken or deceived by applicant’s 
mark, or that opposer is likely to be otherwise damaged by registration 
of the mark. 

The decision of the Examiner of Interferences is reversed. 

The application file suggests that applicant cans, from time to time 
as the catch and season permit, anchovies, tuna and salmon and sells them 
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under its mark. In order that its registration may be broad enough to 
encompass such other canned fish, applicant is given leave to amend its 
application by striking the present identification of goods and inserting 
instead the words “canned fish.” 


AMERICAN AUTOMOBILE ASSOCIATION v. 
WORLD AUTOMOBILE ASSOCIATION, INC. 


No. 32,937 — Commissioner of Patents — July 27, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 

Application to register as a service mark an emblem consisting of the words 
WORLD AUTOMOBILE ASSOCIATION, INC. around a globe superimposed on which appears 
WORLD AA. Registration is opposed by the registrant of aaa used by the American 
Automobile Association. Since the words aa refer to Automobile Association in 
both marks and since any automobile association may so designate itself it appears 
that the two emblems are sufficiently dissimilar to avoid likelihood of confusion. 
The application to register is granted. 


Opposition proceeding by American Automobile Association v. World 
Automobile Association, Inc., application Serial No. 623,626 filed January 
15, 1952. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Albert H. Kirchner, of Washington, D. C., for opposer-appellant. 
A. Yates Dowell, of Washington, D. C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register as a service mark an emblem, 
around the periphery of which appears WORLD AUTOMOBILE ASSOCIATION, INC., 
and within the inner concentric circle of which appears WORLD AA disposed 
upon a map of the United States, Canada and Central America. The mark 
is claimed to have been used since November 8, 1951 in connection with 
furnishing or assisting motorists and owners of motor vehicles in obtaining 
emergency automobile repair and towing service; planning automobile 
trips and furnishing information as to routes of travel, including conditions 
of highways, and maps for use in connection therewith. 

Registration has been opposed by the registrant of aaa in an ellipse 
for services, some of which are identical with applicant’s.* Opposer pleaded 
ownership of seventeen other registrations of aaa, but we need be concerned 
only with that which recites the same services as are set forth in the 
application here involved. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 


1. Reg. No. 547,321 issued Aug. 28, 1951. 
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The record consists of the pleadings, copies of opposer’s registrations, 
a short stipulation of facts, and applicant’s application. 

According to the stipulation, opposer owns the pleaded registrations 
and has used the marks continuously since the dates of first use set forth 
in such registrations ;? the copies of published material attached to the 
opposition are true copies of material distributed by opposer (maps, travel 
brochures, mailing pieces advertising AAA and a magazine entitled “Amer- 
ican Motorist” published by opposer) ; and opposer is a non-profit, non-stock 
corporation having 4,321,967 members as of February 28, 1954. 

There is no question but that opposer’s services are well and widely 
known by the aaa in an ellipse emblem; and opposer is commonly known 
and referred to as A-A-A OF TRIPLE A Or THREE A’S. 

The only question presented is whether or not applicant’s emblem mark 
so resembles opposer’s mark as to be likely, when used in connection with 
the same services, to cause confusion, mistake or deception of subscribers 
to the services rendered by the parties. Opposer’s brief makes it clear 
that its objections are directed solely at the letters aa in applicant’s mark, 
since it regards the letters as the “dominant portion” of applicant’s mark. 

As used by both parties the letters aa in fact mean AUTOMOBILE 
ASSOCIATION and in their respective settings each would convey that mean- 
ing. It is self-evident that any automobile association may call itself an 
automobile association, and it may abbreviate the words to aa so long as 
the letters are used in a context, or setting, or combination which is suffi- 
ciently dissimilar from opposer’s mark as to avoid likelihood of confusion, 
mistake or deception. 

The marks involved here are: 


There is nothing in this record which can lead to a conclusion that 
there is any likelihood of confusion, mistake or deception, or that opposer 
will be otherwise damaged by registration of applicant’s mark. 

The decision of the Examiner of Interferences is affirmed. 


2. Two of the pleaded registrations have expired and thirteen have been canceled 
for failure to file the affidavit required by Section 8. In addition to the registration 
identified above, opposer’s existing registrations are Reg. No. 303,862, issued June 13, 
1933 for road signs, emblems and badges; and Reg. No. 403,370 issued Sept. 21, 1943 
for pamphlets, books, booklets and magazines. 
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EX PARTE FOOD MACHINERY AND 
CHEMICAL CORPORATION 


Commissioner of Patents — July 27, 1956 


TRADEMARK AcT OF 1946—REGISTRABILITY—SYMBOLS 
Applicant seeks to register the background design for applicant’s mark “fme” 
for scales, egg grading machines and other instruments. Since the evidence shows 
that the subject matter of the application is a black bordered rectangle with rounded 
corners, the lower third of which is black and the balance white, which is used for 
display purposes only, of applicant’s mark “fme” it is without trademark signifi- 
cance. The application will be refused. 


Application for trademark registration by Food Machinery and 
Chemical Corporation, Serial No. 621,400 filed November 19, 1951. Appli- 
cant appeals from decision of Examiner of Trademarks refusing regis- 
tration. Affirmed. 


Hans G. Hoffmeister, of San Jose, California, and Russell N. Low, Washing- 
ton, D. C., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register the background design for 
applicant’s mark “fme” for scales, weight indicators, egg grading and 
weighing machines, instruments for determining the consistency of flow- 
able material, and counting machines, use since February 3, 1949 having 
been asserted. 

Registration has been refused on the ground that the record shows 
the design used only as a background or frame for certain letters and 
words, and therefore performs no trademark function. 

Applicant has appealed. 

The subject matter of the application is a black bordered rectangle 
with rounded corners, the lower third of which is colored black. The balance 
is shown in white (the specimens show it in yellow). 

The specimens show the trademark “fme” prominently displayed on 
the top of the bordered rectangle; and the name FooD MACHINERY AND 
CHEMICAL CORPORATION appears on the lower (black) portion. 

According to the records of the Patent Office, two registrations showing 
the subject matter of this application issued to applicant in 1953, one for 
economic poisons: and the other for a line of chemicals and chemical com- 
positions.” 

Ordinarily, mere background display for a word or symbol mark does 
not perform the trademark function of identifying one person’s goods and 
distinguishing them from those of others, the reason being that the com- 
mercial impression of a mark is created by the mark as a whole, and the 


1. Reg. No. 569,959 issued Feb. 3, 1953. 
2. Reg. No. 582,967 issued Nov. 24, 1953. 
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background, not having been seen separately, probably makes no separate 
impression. See In re Hillerich & Bradsby Co., 97 USPQ 451 (43 TMR 967) 
(C.C.P.A., 1953) ; Tea Garden Products Co. v. Chin & Lee Co., Inc., 104 
USPQ 405 (45 TMR 475) (Com’r, 1955) ; Ex parte Marcalus Manufactur- 
ing Co., 107 USPQ 154 (46 TMR 211) (Com’r, 1955); Ex parte Booth 
Bottling Co., 110 USPQ 240 (Com’r, 1956). 

It may be that in extraordinary cases a background display of a mark 
has been so used, promoted and advanced as an identifying insignia as to 
have created a commercial impression separate from the mark for which 
it forms the background. In such cases, it has acquired a secondary meaning 
and is registrable. 

There is no evidence in this case to establish that purchasers of appli- 
eant’s weighing and measuring machines attach any significance to the 
subject matter of this application or that they recognize it as having any 
significance other than background display. On the record here, the bor- 
dered rectangle is not a word, name, symbol or device adopted and used 
to identify its machines and distinguish them from those of others. It 
is a bordered rectangle adopted and used to display applicant’s mark 
“fme” and its commercial name. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE NECCHI SEWING MACHINE SALES CORP. 
Commissioner of Patents — July 27, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—SUPPLEMENTAL REGISTER 
Applicant seeks registration on the Supplemental Register of the shape, con- 
figuration, or conformation of the arm, post and base plate of a sewing machine 
and registration has been refused on the grounds that it is incapable of distin- 
guishing applicant’s sewing machines from those of others. The evidence shows 
applicant to be the exclusive importer of the Necchi Sewing Machines of Italy and 
therefore is not entitled to obtain a registration of the subject matter since they 
are not the manufacturer. In addition, the evidence does not show that the shape 
of the part is sufficiently different from the general shape of sewing machines as 
to be capable of distinguishing it from the machines made by others and ez parte 
Caron, in which the confirmation of a perfume bottle was granted registration, does 
not apply. 
REGISTRATION PROCEDURE—EX PARTE REJECTION—IN GENERAL 
Where the application to register claims use since 1947 but a design patent was 
issued in 1950 on a 1950 application, which was prima facie valid it must be pre- 
sumed that the date of first use in the trademark application was false and there- 
fore registration must be refused. 


Application for trademark registration by Necchi Sewing Machines 
Sales Corp., Serial No. 624,562 filed February 5, 1952. Applicant appeals 
from decision of Examiner of Trademarks. Affirmed. 


Dean, Fairbank & Hirsch, of New York, N. Y., for applicant. 
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Leeps, Assistant Commissioner. 

An application has been filed for Supplemental Registration of the 
shape, configuration, or conformation of the arm, post and base plate of 
a sewing machine for “home use zigzag sewing machines.” Use since 
November 1, 1947 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application is but the support and housing for the within. and 
attached working mechanism, and having only minor variations from the 
shape or configuration of many other sewing machines, it is incapable of 
distinguishing applicant’s sewing machines from those of others. 

Applicant, in its appeal brief, relies primarily upon Barclay and 
Company, Inc. v. Necchi Sewing Machine Sales Corp., et al., 91 USPQ 370 
(S.D. N.Y. 1951), and Ez parte Caron Corporation, 100 USPQ 356 (44 
TMR 336) (Com’r, 1954). 

The case first cited involved applicant as defendant in an action for 
declaratory judgment of patent invalidity and unfair competition, and as 
counterclaimant for unfair competition. The decision followed presenta- 
tion of plaintiff’s motion for preliminary injunction and defendant’s motion 
to dismiss the complaint and to add additional parties.’ 

Since applicant has relied upon the decision, the fact statement by 
the Court will be accepted for purposes of considering applicant’s right to 
registration here. 

Applicant is the exclusive importer of the Necchi sewing machine 
from its manufacturer in Italy. Under such circumstances, applicant is not 
entitled to obtain a registration of the subject matter of this application 
which identifies the sewing machine of the Italian manufacturer, if it 
identifies anything. Mackie-Lovejoy Co. v. Birnbaum, 102 USPQ 38 (44 
TMR 1223) (Com’r, 1954); Rimmel, Inc. v. Nelson, 102 USPQ 258 (44 
TMR 1248) (Com’r, 1954); Ex parte E. Leitz, Inc., 105 USPQ 480, 481 
(45 TMR 855, 857) (Com’r, 1955) ; Roger & Gallet v. Janmarie, Inc., 107 
USPQ 295 (46 TMR 216), on reconsideration, 109 USPQ 16 (Com’r, 1955) ; 
Jean Patou, Inc. v. Lancome 8.A., 110 USPQ 208 (Com’r, 1956). 

Applicant claims use of the shape or configuration since November 1, 
1947. An application for design patent showing the configuration was 
filed by one Jolson on August 1, 1950; the patent issued to this applicant on 
October 17, 1950; and it was assigned to the Italian manufacturer of NECCHI 
sewing machines on July 28, 1950 (recorded June 13, 1951). From these 
facts, it is clear that applicant does not own the design—or configuration— 
presented for registration; and that either the claimed date of use is false 
or the design patent is invalid under the provisions of Section 102 of the 
Patent Act of 1952. Since it appears from the records of the Patent Office 
that applicant is not the owner of the subject matter of the application, and 
since the design patent is prima facie valid, the record indicates a false 


1. The preliminary injunction was denied, and defendant’s motions were denied. 
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representation on the part of applicant as to date of first use set forth in 
its application for registration, registration must be refused. 

Ex parte Caron Corporation, cited above, dealt with registrability of 
the conformation of a bottle for perfume—and not for bottles. The present 
application presents the configuration or conformation of a sewing machine 
for sewing machines. The Caron case is inapposite here. 

On the record in this case, and considering the fact statement in the 
Court decision relied upon by applicant, registration is refused on the 
grounds that applicant does not own the shape, or configuration, or con- 
formation presented for registration; applicant falsely represented the 
date of first use; and there is nothing in the record which indicates that 
the subject matter of the application is sufficiently different from the 
general shape of sewing machines made by others as to be capable of 
distinguishing. 

The decision of the Examiner of Trademarks is affirmed. 


INTERNATIONAL MILLING COMPANY v. 
ROBIN HOOD POPCORN CoO., INC. 


No. 32,791 — Commissioner of Patents — July 30, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register ROBIN HOOD for buttered popcorn is opposed by regis- 
trant of ROBIN Hoop for farina, rolled oats and oatmeal. The evidence shows that 
opposer has used his mark on wheat flour since 1882 throughout the Midwest and 
has expended substantial sums in advertising. Applicant’s record consists of its 
application. Opposer by means of surveys has shown that there is a substantial 
likelihood of confusion and that the purchasing public is apt to believe that ROBIN 
HOOD popcorn is a product of the company manufacturing ROBIN HOOD flour and 
therefore the application is refused. 

REMEDIES—ScoPE OF RELIEF—EVIDENCE 

Whether evidence produced by a survey with regard to the question of likeli- 
hood of confusion is determined by the fact under which each particular survey is 
conducted. Properly conducted surveys are a test of consumer reaction rather than 
a survey of public opinion and the evidence presented is not hearsay since the re- 
corded responses are not offered to prove the truthfulness of the statements made 
but simply to show as a fact the reaction of members of the public, when shown 
one of applicant’s packages marked ROBIN HOOD. 

Opposer’s evidence also included testimony by a number of witnesses who 
testified that they had purchased applicant’s ROBIN HOOD popcorn believing it to be 
a product of the company marked ROBIN HOOD flour, with which they had been 
familiar for sometime. 


Opposition proceeding by International Milling Company v. Robin 
Hood Popcorn Co., Inc., application Serial No. 638,314 filed November 19, 
1952. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Reversed. 
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William T. Woodson, Beverly W. Pattishall, Lewis 8. Garner and Jeremiah 
D. McAuliffe, of Chicago, Illinois, and John 8. Roberts, of Washington, 
D. C., for opposer-appellant. 

Braddock & Braddock, of Minneapolis, Minnesota, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register ROBIN HOOD for buttered pop- 
corn, use since October 24, 1952 having been asserted. Registration has 
been opposed by the registrant of roBIN Hoop for farina, rolled oats and 
oatmeal ;? and for wheat flour. The Examiner of Interferences dismissed 
the opposition, and opposer has appealed. 

The record shows that opposer and its predecessors have used ROBIN 
HOOD on wheat flour since 1882, and from time to time the mark has been 
used on corn meal, rolled oats, oatmeal and farina. Most of the products 
sold under the mark have been marketed in North Dakota, South Dakota, 
Nebraska, Kansas, Oklahoma, Texas and the States east of them. During 
the five-year period preceding the taking of testimony in 1954, opposer had 
spent in excess of six million dollars in consumer advertising of its ROBIN 
Hoop flour in newspapers, farm papers, trade papers, by radio, television, 
direct mail, premiums and point-of-sale displays. From 1941 to 1949, in 
excess of eleven million dollars had been spent in advertising the product 
under the mark. Sales value of flour sold under the mark during the 
five-year period preceding 1954 exceeded one hundred million dollars; and 
from 1941 to 1949 sales value exceeded sixty million dollars. 

Applicant’s record consists of its application. 

There being no issue concerning first use, the only question presented 
is whether or not purchasers familiar with roBiIn HOop wheat flour are 
likely, upon seeing ROBIN HOOD buttered popcorn, to be led by the mark 
to believe that the popcorn is marketed by opposer or to associate it with 
opposer or its ROBIN HOOD flour. 

Whatever doubts may have existed in this regard are resolved by 
opposer’s evidence dealing with a consumer reaction test carried out in 
Minneapolis where both parties are located. Of this evidence, the Examiner 
of Interferences said, “The probative force of testimony relating to surveys 
filed as evidence is at best highly doubtful and has usually been given very 
little, if any, weight in contested trademark proceedings,” citing The Coca- 
Cola Company v. Victor Syrup Corp., 97 USPQ 478 (43 TMR 1086) and 
cases therein cited. The cited cases, however, do not stand for such a broad 
proposition. In each case, the particular survey or poll offered was found 
to be either hearsay, or incomplete, or weighted to obtain the desired 
answers from the persons interviewed. In the very recent case of Standard 
Oil Co. v. Standard Oil Co., 110 USPQ 122, 130-131 (46 TMR 867) (D.C. 


1. Reg. No. 108,370 issued February 1, 1916, twice renewed. 
2. Reg. No. 132,001 issued June 8, 1920, renewed; and Reg. No. 132,179 issued 
June 15, 1920, renewed. 
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Wyo., 1956), the Court commented on the surveys conducted by plaintiff, 
stating that there was no fixed formula which has been generally recognized 
as a standard for conducting surveys to ascertain public opinion, and that 
while not a controlling factor in determining infringement, the plaintiff’s 
survey was “entitled to have a place in the record as evidence.” Neither 
the precise methods of conducting the survey or testing consumer reaction, 
the results, nor the method of introducing the results in evidence appear 
in the decision, but it seems clear that each opinion survey or reaction 
test must be measured by the ordinary rules of evidence in so far as its 
probative force is concerned. 

The evidence here is not a survey of public opinion. Rather, it is a 
test of consumer reaction conducted for the purpose of determining whether 
or not applicant’s package bearing the mark sought to be registered is 
likely to cause purchasers and potential purchasers to associate the product 
packaged therein with opposer or its product. 

The test was conducted under the supervision of a professor of psy- 
chology, and it comprises the recorded reaction of 512 householders in 
Minneapolis selected on a random basis to represent a cross-section of the 
people residing in the City. Working under the professor’s direction were 
two interviewers and a consultant who performed a spot-check verification 
of the records made by the interviewers. The two interviewers were never 
told who was their actual employer nor what results were expected from 
them. The professor supplied them with written instructions and materials 
for the test and assigned territories in which their interviews were to be 
performed. When their work was completed, the results were delivered to 
the professor who tabulated them. 

Under the instructions given them each interviewer was supplied with 
a number of copies of a questionnaire setting forth four questions, a place 
for checking the age group of the person interviewed (under 30, 30-40 and 
over 40), entering the name, address and occupation of the person inter- 
viewed, and a place for signature of the interviewer and the date of the 
interview. Each interviewer was also given six actual labels, wrappers 
or bags, as the case may be, (with the name of the producer removed) from 
CARNATION milk, IVORY soap, ROBIN HOOD popcorn BAKER’s chocolate, 
LOG CABIN syrup, and MONARCH green beans, respectively. 

The first question asked was, “What is the name of the company that 
makes”—and the labels were shown, one at a time in the order listed above, 
to the person interviewed, and the interviewer recorded the response. 

The second question asked was, “Have you or any member of your 
family ever bought”—and the labels were shown, one at a time in the 
order listed above, to the person being interviewed. The interviewer 
recorded the response by checking the appropriate box beneath the columns 
headed “Yes,” “No” and “Don’t Know.” 

The third question was, “If yes, who bought it?” The interviewer 
recorded the response. 


«ONSEN 
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The fourth question was, “If you can think of any other products put 
out by each of these companies, please name them”—and the labels were 
shown, one at a time in the order listed above, to the person interviewed. 
The interviewer recorded the response, and then checked the appropriate 
age group of the person interviewed, entered the name, address and occu- 
pation of such person, signed her own name, and entered the date of the 
interview. 

The questionnaires with recorded responses and other data were 
delivered to the professor. The consultant, who had been employed by 
opposer to determine whether or not ROBIN HOOD popcorn was associated 
with the producer of ROBIN HOop flour, then called on a cross-section of the 
persons interviewed to check the accuracy of the responses recorded on 
the questionnaires. 

The professor, the two interviewers and the consultant were called as 
witnesses and were subjected to direct and cross-examination. The written 
instructions, the questionnaires, and the professor’s tabulations of recorded 
responses, all properly identified, are in evidence. The consultant’s testi- 
mony verifies the accuracy of the responses reported in the questionnaires. 

The questionnaires and tabulations, so far as we are concerned here, 
show that in answer to the first question, “What is the name of the company 
that makes” ROBIN HOOD popcorn, 384 responded “Don’t know”; 91 re- 
sponded with a milling or flour company ;* 31 responded “Robin Hood Co.”; 
and the other 6 responded “Robin Hood People,” “Robin Hood Butter,” 
“Land O’Lakes,” “General Mills,” “Gould Popcorn” and “Procter and 
Gamble.” 

The questionnaires and tabulations, so far as we are concerned here, 
show that in answer to the fourth question, “If you can think of any other 
products put out by” the producer of ROBIN HOOD popcorn, “please name 
them,” 179 responded “None,” 302 responded “flour”; 13 responded “Robin 
Hood Flour”; 7 responded “Pancake Flour” ; 2 responded “Pancake Mix” ; 
3 responded “Cake Flour”; 3 responded “Cake Mix”; 4 responded 
“Cereals”; 1 responded “Feeds for Stock”; 1 responded “Butter”; 1 re- 
sponded “Peanut Butter”; 1 responded “Oil for Popcorn”; and 4 re- 
sponded “Potato Chips.” 

The recorded responses to these two questions indicate that although 
more than half of the 512 persons interviewed did not know what company 
made ROBIN HOOD popcorn, the next largest group associated it with a flour 
or milling company; and more than half of the persons interviewed asso- 
ciated ROBIN HOOD popcorn with flour, i.e., they thought flour was another 
product made by the producer of RopIn HOOD popcorn. The next largest 
number of persons responding to this question stated that they did not 
know any other product made by the producer of ROBIN HOOD popcorn. 


3. International Milling Co., International Flour Mills, Robin Hood Flour, Robin 
Hood Flour Co., Robin Hood Milling Co., Robin Hood Flour Mills, Russell Miller Flour, 
Pillsbury Co., Purina Flour, Gold Medal, Minneapolis Flour Mill, Minneapolis Flour Co., 
Flour Co. or Milling Co. 
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Thus, it is seen that a total of 315 of the 512 persons interviewed— 
61.5% of the total—upon seeing applicant’s package showing ROBIN HOOD 
associated applicant’s product with a product marketed by opposer, and 
fifteen others associated it with a flour product. 

The professor testified both from a statistical and a psychological 
standpoint as follows: 


“To state the same point in less technical terms, and to state it 
as it would ordinarily be stated, a significant relationship has been 
found between the presentation of the stimulus which is ROBIN HOOD 
Popcorn, and the reaction of flour. 

“The second thing I might say as a statistician, is that the per- 
centage of persons so responding in this sample can be defined pre- 
cisely. That is, it is 61.5 per cent. The percentage of persons who 
would respond if we were able to interview all the persons in the popu- 
lation of which this sample is a random sample, would not deviate by 
more than 5.7 percentage points from our observed figure of 61.5 per 
cent, and any deviation greater than this would occur by chance less 
than one time in 100.” 

“These results, then to Question 4 indicate that certainly some 
fairly universal influences have been operating to produce the kinds of 
* » * 
reactions that these respondents have given. The only influence that 
seems pertinent here is that there is some feeling that there is an 
association—some feeling on the part of the respondents that there is 
an association—between ROBIN HOOD Popcorn and the makers of 

ROBIN Hoop Flour. 

“Since the determination of this point was the main purpose in 
the planning and carrying out of this particular test in the Minneapolis 
area, I think that one might well conclude that as far as Minneapolis 
housewives are concerned, the term ROBIN HOOD is primarily associated 
with flour, and that even when the words ROBIN HOOD Popcorn are 
seen, it is assumed that this must relate to the family of products of 
which ROBIN HOOD Flour is one.” 


The evidence presented is not hearsay, since the recorded responses 
were not offered to prove the truthfulness of the statements made, but they 
were offered simply to show as a fact the reaction of householders when 
shown one of applicant’s packages marked ROBIN HOOD. They are thus 
demonstrative of the state of mind of the person interviewed upon being 
exposed to the stimulus of applicant’s package showing ROBIN Hoop. See: 
United States v. Eighty-Eight Cases (BIRELEY’s ORANGE BEVERAGE), 187 F.2d 
967 (C.A. 3, 1951). . 

Only the credibility of those who took the statements was involved, and 
their testimony and all of the material employed in the consumer reaction 
test, as well as the testimony of the other persons who conducted the test, 
are before the tribunals of the Patent Office. The record reveals that, when 
confronted with applicant’s package showing ROBIN HOOD, a substantial 
portion of the householders in Minneapolis react with an association of 
ROBIN HOOD popcorn with opposer or a product marketed by opposer. It 
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can reasonably be assumed that a considerable number of such persons 
are likely to be similarly confused or mistaken upon actual purchase of 
applicant’s goods. 

The probable psychological reactions and associations in the minds of 
purchasers present the real issue in such proceedings as these ; and opposer’s 
consumer reaction test, properly authenticated, provides a means of ascer- 
taining what the probable reactions and associations are. 

In addition to the consumer reaction test, opposer presented four wit- 
nesses who testified that they had purchased applicant’s ROBIN HOOD pop- 
corn, and they had thought at the time of purchase that it was a product 
of the company which markets roBiIn Hoop flour with which they had been 
familiar for a number of years. 

The record here requires a conclusion that ROBEN HOOD used on buttered 
popeorn has resulted and will continue to result in confusion of the type 
contemplated by the statute; and such confusion will result in damage to 
opposer. 

The decision of the Examiner of Interferences is reversed, and regis- 
tration is refused. 


BELLBROOK DAIRIES INC. (ELDO, INC. assignee, substituted) 
v. HAWTHORN-MELLODY FARMS DAIRY, INC. 


No. 32,149\— Commissioner of Patgnts — July 31, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register vITA-SLIM for fluid milk and is opposed by the 
owner of SLIM for fluid non-fat milk. The evidence shows that opposer adopted the 
word SLIM for vitamin-fortified skim milk in 1949 and by use of franchises extended 
the sale of its products to 40 dairies in 21 states. The mark is normally used in 
conjunction with the primary mark of the franchisee. In this respect the use by 
applicant is substantially identical. In view of the manner of use by the parties 
and of the suggestive significance of SLIM when applied to skim milk likelihood of 
confusion is deemed unlikely. 


Opposition proceeding by Bellbrook Dairies, Inc. (Edlo, Inc., assignee, 
substituted) v. Hawthorn-Mellody Farms Dairy, Inc., application Serial 
No. 613, 128 filed April 25, 1951. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Reversed. 


William G. MacKay, of San Francisco, California, for opposer-appellee. 


Wilkinson, Huzley, Byron & Hume, of Chicago, Illinois, for applicant- 
appellant. 


LeEeEps, Assistant Commissioner. 


An application has been filed to register vira-sLim for fluid milk, use 
since November of 1950 having been asserted. Opposition has been filed 
by one who claims prior use of stim as a trademark for fluid non-fat milk. 
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The Examiner of Interferences sustained the oppositicn, and applicant 
has appealed. 

It appears from opposer’s record that in or about July of 1949 
opposer, a San Francisco dairy company, adopted the word siim for a 
vitamin-fortified skim milk, and sold the skim milk as stim in San Fran- 
cisco. Opposer’s market area is San Francisco, San Mateo and Santa - 
Clara counties; and it does not ordinarily sell its dairy products in inter- 
state commerce, although at the beginning of the development of the 
SLIM program, some shipments were made out of the State. 

Opposer seems to have met with almost immediate success in the sale 
of its skim milk under the mark sum, and it received a considerable 
amount of publicity concerning its success. 

There is no question but that opposer adopted the mark and used it 
to identify its skim milk and distinguish it from skim milk sold by others. 

In the early winter of 1949, opposer offered “franchises” to distributors 
of dairy products in all sections of the country, whereby opposer would 
permit the use of stim and provide participation in a coordinated adver- 
tising, merchandising and publicity campaign for a “royalty fee for the 
franchise rights.” The first “franchise” was effective on December 9, 1949, 
and through July of 1953, forty dairies in twenty-one States had sold 
vitamin-fortified skim milk as sLIM. 

The “franchises,” according to a copy in evidence, were in the form 
of a letter signed on behalf of opposer, in which the addressee was 
“granted the exclusive right and license to sell and distribute * * * a 
dairy product under the name sLim”’ within a defined territory. In effecting 
production and distribution of the skim milk the addressee was required 
to “conform to specifications of the same as presently submitted to you by 
us and as may be changed by us from time to time.” Specified royalty 
payments based on gallonage sold under the agreement were to be paid 
to opposer. Alkadvertising and containers were required to be submitted 
by the addressee to opposer for approval and were to show copyright by 
opposer and registration [State] of stim to be in opposer, and opposer 
agreed to supply, on written request, booklets and other advertising 
material to be used in the promotion of stm. On termination of the 
“franchise” the addressee was required to discontinue use of stim. There 
is no provision for inspection or otherwise exercising control over the 
product sold by the “franchisees.” 

Opposer’s first cartons showed the symbol mark of a cowbell on a 
disk and the word mark “bell brook,” below which-appear: 

Se. 
ONE QUART LIQUD CI 
HOMOGENIZED - PASTEURIZED 
SLIM 
NON-FATTENING 
FROM FRESH GRADE A MILK 
TRADE MARK REGISTERED 1949 
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The present carton shows the cowbell symbol mark and “bell brook,” 
and below them— 


ONE QUART LIQUID 
SLIM* 
Contains skim milk, defatted milk 
solids and increased vitamins A & D. 

Cartons of its “franchisees” show their symbol marks and word marks, 
such aS MAYFLOWER, HYDE PARK, MEADOW GOLD, GALLIKER’S, LUCAS VALLEY, 
CHALLENGE, PAGE’s or EMBASSY, beneath each of which appears “One quart 
liquid strm” and the recitation of contents. 

The circumstances of use by opposer’s “franchisees” has probably led 
the purchasing public to think of stim as a skim milk product put on the 
market by a dairy in their area, rather than as a trademark identifying 
the skim milk of opposer and distinguishing it from the skim milk of others. 
It is not necessary here to decide what the effect of such use has been in 
so far as opposer’s trademark rights are concerned, but the probable effect 
of such uses on the question of likelihood of confusion, mistake or deception 
of purchasers is a factor to be considered. 

Applicant was billed for its first quart cartons showing VITA-SLIM on 
May 19, 1950 in a quantity of 33,814 cartons. Its first sales of vitamin- 
enriched skim milk were made under the mark in Illinois in May of 1950 
and its first interstate sales were made in May or June of 1950. Applicant’s 
trade area is greater Chicago which embraces some territory in Indiana 
and in Wisconsin. 

On June 30, 1950 applicant was billed by its advertising agency for 
_ $2,825.10 for radio advertising of viTa-sLim and $819.18 for outdoor 
advertising of the product under the mark. Its first vira-sLim newspaper 
advertising was apparently in the June 1, 1950 issue of a Chicago news- 
paper. 

Applicant uses vITA-SLIM in substantially the same way as opposer and 
its “franchisees” use sLIM—-i.e. with the word mark HAWTHORNE MELLODY 
above the word VITA-SLIM. 

In March of 1951 opposer’s vice-president called on applicant’s presi- 
dent and advised him that opposer “looked upon viTa-SLim as an infringe- 
ment on our property, and, of course, he did not agree to that.” So far 
as the record shows, this was the first time applicant knew of opposer’s 
use of stim. (The only Illinois “franchisee” is in Champaign, and the date 
of the “franchise” is November 14, 1951.) 

Under the circumstances of use of the respective marks by the parties— 
and by opposer’s franchisees—it is not believed that there is any likelihood 
of confusion or mistake or deception of purchasers within the meaning of 
the statute. 

The only question presented is whether purchasers, upon seeing vITA- 
SLIM on skim milk, are likely to think that it is the product packaged by 
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numerous dairies under stim. In view of the highly suggestive significance 
of stim when applied to skim milk and of the manner of use of sLim by 
opposer and its franchisees, the question is answered in the negative. 

The decision of the Examiner of Interferences is reversed. 


SURE-FIT PRODUCTS COMPANY v. 
SALTZSON DRAPERY COMPANY 


No. 32,308 — Commissioner of Patents — July 31, 1956 


TRADEMARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Application to register RITE-FIT PRODUCT displayed on an artist’s palette for 
furniture slip covers, RITE-FIT PRODUCT being disclaimed, and registration is opposed 
by the registrant of suRE-FIT for slip covers and day-bed covers. By stipulation it 
appears that opposer had used its mark since 1926 and its mark has been nationally 
advertised. Applicant first used its mark in 1950. The evidence shows that the word 
FIT is commonly used in the trade to describe slip covers and therefore, since the 
marks do not look alike, sound alike nor suggest the same thing and since appli- 
cant’s mark displayed on the artist’s palette suggests fitness as to color as well as 
proper fit, registration of applicant’s mark is not precluded by Section 2(d) and 
damage to opposer cannot be presumed. 
REGISTRATION PROCEDURE—EX PARTE REJECTION—OPPOSITION 
Since applicant in its brief conceded that the term RITE-FIT despite the dis- 
claimer, constituted the dominant part of its mark it is not registrable on the 
Principal Register since the dominant part is disclaimed, in the absence establish- 
ing secondary meaning. Therefore applicant is granted leave to amend, transferring 
the application to the Supplemental Register or to introduce evidence establishing 
secondary meaning. 


Opposition proceeding by Sure-Fit Products Company v. Saltzson 
Drapery Company, application Serial No. 612,429 filed April 6, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Leonard L. Kalish, of Philadelphia, Pennsylvania, for opposer-appellee. 
Joseph B. Saltz and Leon Edelson, of Philadelphia, Pennsylvania, for 
applicant-appellant. 


LegEps, Assistant Commissioner. 

An application has been filed to register the words RITE-FIT PRODUCT 
displayed on an artist’s palette with two paint brushes disposed in the 
thumb hole, for furniture slip covers and studio and daveno* covers. 
The term RITE-FIT appears in a large stylized script, and the words RITE-FIT 
propucT are disclaimed. Use since March 9, 1950 is asserted. 


* This word should probably be “divan,” “davenport” or “sofa,” since there appears 
to be no such word as “daveno.” 
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Registration has been opposed by the registrant of surE-Fit for slip 
covers and day-bed covers’ and for covers for mattresses, springs, com- 
forts, blankets, cribs, pillows, ironing boards, sewing machines, day-beds, 
and quilts; textiles and quilted material.” 


The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 


Thu record consists of the pleadings, copies of opposer’s registration, 
copies of registrations issued to third parties, a stipulation of the fact on 
behalf of both parties, and applicant’s application. 


According to the stipulation, opposer has used SURE-FIT as its trade- 
mark on its ready-made slip covers since January of 1926, and the 
products have been “extensively advertised” under the mark in periodicals 
having national circulation and in other media. The copies of “advertising, 
display and packaging matter” which, according to the stipulation, are 
used by opposer, include only folders of instructions for fitting the slip 
covers on furniture, apparently for insertion in the packages containing 
the slip covers; two cards which might possibly be used for direct mail 
advertising; and a card showing SURE-FIT DREAM HOUSE LINE in connection 
with which there is no suggestion as to how, when or where it might have 
been used. 

On behalf of applicant, the stipulation recites that it has been engaged 
in the manufacture and sale of ready-made slip covers for furniture since 
1946, and on or about March 9, 1950 it commenced using the mark pre- 
sented for registration, and the mark has been continuously used and 
advertised since that time. No specimens of advertising are in the record, 
nor are any advertising media identified. 

So far as they might be pertinent to this case, the third party regis- 
trations show sTYLE-FiIT for furniture slip covers;’ E-z-Fir for furniture 
slip covers ;* GLOVFIT, with design, for slip covers;> KNniT-FIT for furniture 
slip covers ;* and TAILORIZED TRU-FIT for slip covers for upholstered furni- 
ture.? They are not helpful in making a determination in this case. 

It is common knowledge that the fit of furniture slip covers is of 
paramount importance; and opposer’s exhibits show that it recognizes 
this fact when it uses such phrases as “for perfect, lasting fit” ; “for triple- 
sure fit” ; “smooth, customlike fit” ; “a super-fit feature” ; “fits chairs of this 
type”; “features to make smooth fit triple-sure” ; “insures proper fit”; and 
“this cover fits separate-cushion Cogswells.” ® 


. 521,780 issued Mar. 7, 1950, as a secondary meaning mark. 
. 281 507 issued Mar. 17, 1931 under the Act of 1920, expired. 
. 406, 475 issued April 4, 1944 under the Act of 1920. 
. 406, 725 issued April 18, 1944 under the Act of 1920. 
. 358,277 issued July 5, 1938 under the Act of 1905. 
. 396,743 issued July 28, 1942 under the Act of 1920. 
g. No. 505, 647 issued January 11, 1949 on the Supplemental Register. 
It is noted that Exhibits 9, 10, 12, 13, 14, 15, 16 and 17 referred to in the 
stipulation are not in the record. 
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The record here is insufficient to support a conclusion that confusion, 
mistake or deception of purchasers is likely. The marks do not look alike; 
they do not sound alike, except that each contains the word “fit” which is 
in common usage by opposer and others in describing slip covers; and 
they do not suggest the same thing, since RITE-FIT on a background con- 
sisting of an artist’s palette and brushes suggests fitness as to color as 
much, or more, than it suggests proper fit. (The specimens submitted by 
applicant feature “Add color to your home” followed by the mark pre- 
sented for registration.) In view of the nature of the marks when applied 
to the goods, it is concluded that registration of applicant’s mark is not 
precluded by the provisions of Section 2(d), and there is nothing in the 
record from which damage to opposer can be presumed. 

The decision of the Examiner of Interferences is reversed. 

There is a matter of some significance, however, which merits con- 
sideration. Applicant states in its brief, “Although the applicant’s trade- 
mark as sought to be registered consists of more than simply the term 
RITE-FIT, the applicant concedes for the purposes of this argument that 
this term, despite the disclaimer, constitutes the dominant part of its 
trademark.” If it is, in fact, the dominant part of applicant’s trademark, 
the mark is not registrable on the Principal Register, since the “dominant 
part” is disclaimed. See: Radiator Specialty Company v. Sure-Rite Prod- 
ucts Company, 89 USPQ 430 (41 TMR 703) (Com’r, 1951); and Harris- 
Seybold Company v. Simonds Worden White Company, 98 USPQ 231 
(43 TMR 975) (Com’r, 1953). It is unnecessary to determine whether 
or not RITE-FIT is the dominant part of applicant’s mark; but it is clearly 
apparent that the word portion is sufficiently prominent in the composite, 
and it is of such a nature, that the disclaimer renders the mark as a whole 
registrable only on the Supplemental Register in the absence of evidence 
establishing secondary meaning, especially when it is recognized that slip 
covers are usually identified in purchase by a word mark. 

Applicant is given leave to file, at/ the appropriate time, either an 
arhendment transferring the application to the Supplemental Register, or 
evidence establishing secondary meaning, and the Examiner of Trade- 
marks is authorized to accept and act upon such amendment or evidence 
as may be filed. 

For the reasons stated, registration on the Principal Registration is 
refused on the present record. 
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